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The TRADE-MARA REPORTER 


Part I 


DISTINCTIVENESS UNDER SECTION 2(f) 
By Clarence B. Des Jardins 


This paper will not undertake an exhaustive survey of the 
authorities relating to the interpretation of Section 2(f) of the 
Lanham Act.’ Indeed, there have been only a few rulings pub- 
lished that deal with it. I shall merely attempt to put on paper 
some impressions gained from study of the section. 

Section 2(f) deals with an exception permitting registration 
of trade-marks otherwise not registrable because descriptive or 
geographical. It does not apply to marks that are barred from 
registration by Sections 2(a) to 2(d). It permits registration of 
a descriptive or geographical mark that is shown to have become 
‘‘distinctive of the applicant’s goods in commerce,’’ and ‘‘com- 
merce,’’ under Section 45, means commerce ‘‘which may lawfully 
be regulated by Congress,’’ that is, interstate commerce. 

The first question facing us is the meaning of the term 
‘‘distinetive.’’ Dictionaries define this word as ‘‘capable of dis- 
tinguishing.’’ That seems to be the sense in which ‘‘distinctive’’ 
is used in Section 2(f). It is the full equivalent of the phrase 
used in Section 2 which refers to a ‘‘trade-mark by which the 
goods of the applicant may be distinguished from the goods of 
others.’’ The prime question, therefore, is whether the mark is of 
such character that, by the mark alone, one may tell the product 
of one producer from the products of all others. It must unmis- 
takably indicate origin to be distinctive. 


* Member of the firm Des Jardins, Robinson and Keiser, Cincinnati, Ohio; member 
of the Ohio and District of Columbia Bars; Associate Member USTMA. 

1. For articles dealing with this subject see Hancock, Evidence Under Section 
2(f) of The Trade-Mark Act of 1946, 42 TMR 877 (1952); Derenberg, Registrability 
of Distinctive Geographical Designations; The British ‘‘Yorkshire’’ Copper Case, 43 
TMR 242 (1953); Lunsford, Are Our Courts Protecting Secondary Meaning Trade 
Marks? 39 TMR 767, 770 (1949). 
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There is good reason for barring the registration of descrip- 
tive or geographical marks. Ordinarily, they do not indicate 
origin. They state a quality or characteristic of the goods, or the 
place of manufacture, and, hence, their use cannot rightly be 
confined to one maker. For instance, all brewers in Milwaukee 
could rightly call their product ‘‘ Milwaukee beer.’’ Every baker 
who makes white bread has a right to call it ‘‘white.’’ There are 
a number of decisions that hold that a highly descriptive or lauda- 
tory name or phrase is inherently incapable of becoming distinc- 
tive, that is, capable of distinguishing the goods of one producer 
from those of another. 

Section 2(f) contemplates that there may be circumstances 
under which a descriptive or geographical name or phrase may 
become ‘‘distinctive’’ and the question presented is what are the 
circumstances rendering such a mark ‘‘distinctive.’’ Note that 
the law says ‘‘distinctive of an applicant’s goods in commerce’’ 
and ‘‘commerce’’ has the meaning of all commerce subject to 
lawful regulation by Congress. Therefore, it seems that mere 
local distinctiveness will not suffice. It must be a national dis- 
tinctiveness. The mark must have become distinctive in nation- 
wide commerce. That is as it should be, since the Federal regis- 
tration, if granted, will be enforceable throughout the United 
States of America. 

There is no doubt that Section 2(f) points to exclusive use of 
the mark as an important consideration in determining whether 
it has become distinctive. The section provides that ‘‘substantially 
exclusive and continuous use’’ by the applicant in commerce for 
the five years next preceding the application for registration shall 
be prima facie evidence that it has become distinctive. I assume 
that ‘‘prima facie evidence’’ merely means that it is sufficient to 
justify allowance of the application for registration, subject to 
rebuttal evidence presented in suit, cancellation or opposition 
proceeding. Exclusive use for less than five years may be con- 
vincing of distinctiveness and, in the Bookbinder case, 100 USPQ 
252, Assistant Commissioner Leeds intimated that exclusive use 
was not the only basis on which distinctiveness might be found. 
It is hard for one to conceive of a situation in which a descriptive 
or geographical word has become distinctive of the product of 
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one maker, although the same word is lawfully used by another 
with respect to the same product. If two are lawfully using the 
same mark for the same goods, it is not ‘‘capable of distinguishing 
the product’’ as specified in Section 2(f) dealing with registra- 
tion. It does not indicate origin; it is not distinctive and is not 
entitled to registration except through the concurrent user pro- 
vision of Section 2(d).? 

Section 2(f) cases may be classified in two groups, that is: 
(a) Those in which the applicant is the exclusive user of the mark 
at the time of the application for registration thereof, and has 
been for a substantial period prior to the filing date, and: (b) 
Those in which the applicant has not been the exclusive user at 
and prior to the application for registration. In the first group 
of cases, it would seem that the main question is whether the 
applicant’s exclusive use has been of such character as to render 
the descriptive or geographical word an indication of origin. As 
pointed out above, there are descriptive and geographical words 
that are so clearly merely descriptive or merely geographical that 
they are inherently incapable of becoming distinctive. Such words 
or phrases cannot be registered under Section 2(f), even though 
the applicant be the exclusive user. 

Another matter for consideration is the manner in which the 
descriptive word has been used by the applicant, that is, whether 
it has been used in a trade-mark sense. An example is the use of 
the descriptive word as a part of a phrase, which phrase, rather 
than the descriptive word, is the true indication of origin. For 
instance, assume that the applicant has used the word ‘‘white’’ as 
a part of the phrase ‘‘Jackson’s White Bread.’’ Such use would 
not justify registration of ‘‘white,’’ per se, under Section 2(f), 
even if the applicant was the exclusive user of ‘‘white’’ as applied 
to bread. The way in which ‘‘white bread’’ is used, modifying 
‘¢ Jackson’s,’’ shows that there is a class of goods, described as 
‘‘white bread,’’ and that the product is merely white bread 
originating with Jackson. It is a recognition, by the applicant, 
that ‘‘white’’ is used in a descriptive sense, not as a trade-mark, 
It does not indicate origin with Jackson. That is effected by 


2. This paper deals with registrability and not protection in courts of equity. 
See discussion of concurrent registrations infra. 
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‘‘Jackson’s.’’ Such terms as ‘‘white bread’’ are commonly re- 
ferred to as ‘‘grade marks”’ or ‘‘style marks.’” 

Section 2(f) indicates exclusive use at and prior to the filing 
of the application for registration as the critical thing. That is, 
was the descriptive word distinctive of the applicant’s goods at 
the filing date? However, if there is lawful use by others of the 
mark during the period between the filing and the publication of 
the registration, the descriptive word has lost its distinctiveness 
by the date of publication and, when the facts are brought to the 
attention of the authorities, registration should be refused. A 
mark which does not indicate origin, which does not distingiush 
the product of applicant from that of others, should not be regis- 
tered, even though the lawful use by others took place after the 
filing of the application for registration. The case is not covered 
by the words of the statute, but refusal of registration under these 
circumstances would be in accord with the spirit of Section 2(f), 
which is that a descriptive or geographical mark should not be 
registered unless it is distinctive of the applicant’s product. 

Coming now to the cases in which applicant was not the 
exclusive user of the descriptive or geographical word, at the time 
of filing the application for registration, it would seem, on general 
principles, that registration under Section 2(f) should be refused. 
Since two or more producers apply the same descriptive term to 
the same goods, it cannot serve to distinguish the product of one 
from those of other users. It is not distinctive of the applicant’s 
goods. 

The section suggests five years’ exclusive use, prior to appli- 
cation, as sufficient to form prima facie evidence of distinctiveness. 
The period of exclusive use may be less than five years, and still 
be enough to establish distinctiveness, but there must be exclusive 
use by applicant at the time of filing, and for a substantial period 
prior thereto. The precise period of exclusive use sufficient to 
show distinctiveness cannot be stated, but it should be long enough 
so that the effect of adverse use by others has disappeared. I 
think the exclusive use period should extend also up to the date of 
publication. 


3. Hat Corporation of America v. John B. Stetson Company, 100 USPQ 147 
(Com’r 1954); ef. Hat Corporation of America v. The Joseph & Feiss Company, 95 
USPQ 368, 43 TMR 123 (Com’r, 1952). 
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The extent of adverse use that will defeat applicant’s claim 
of exclusive use is not material, so long as it is a bona fide use and 
not a trivial or occasional use. See the decision in Lakewood 
Storage, Inc. v. Calder, 98 USPQ 78, 43 TMR 1194. There is no 
point in comparing the amount of sales of applicant with those of 
the adverse user of the descriptive mark. The former may wholly 
overshadow the latter, but the relatively minor sales of the adverse 
user are enough to defeat the applicant’s claim of exclusive use. 
The sales by the adverse user, under the descriptive mark, may be 
local, wholly intrastate, and in a section of the United States in 
which applicant does no business, and yet they will defeat appli- 
eant’s claim of exclusive use. In the Lakewood Storage case, 
supra, one used the descriptive phrase in the Chicago area and the 
other used it for the same services in the Cleveland area. It was 
held that neither was entitled to register under Section 2(f). The 
phrase was not nationally distinctive of the services of either user. 

To defeat the claim of exclusive use, an adverse use must be 
a lawful one. However, as suggested in the Lakewood Storage 
‘ase, supra, the adverse use is lawful until there has been a judicial 
determination that it is unlawful. A mere contention that an 
adverse use was a violation of a Federal or State registration, or 
of common-law trade-mark rights, is not sufficient. The Patent 
Office has no jurisdiction to determine such questions. In par- 
ticular, the determination of infringement of common law rights 
depends on the law of unfair competition, and whether the parties 
are using the mark in the same area, in which they are competing. 
Use of the same mark, on the same goods, by different parties, in 
different sections of the United States, may be entirely lawful. 
The Patent Office is in no position to determine such questions and, 
therefore, in the Patent Office, any adverse use should be consid- 
ered lawful, unless in violation of a decree or judgment of a 
competent court. 

A situation that is apt to arise, rather frequently, is one where 
the applicant uses the descriptive term on his goods, sold in one 
section of the country, and an adverse user applies the same 
descriptive phrase, to like products, in a different section of the 
country, in a market the applicant does not enter. In the one 
locality, the term may be distinctive of applicant’s goods, in the 
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other area, it is distinctive of the goods of the other user. Under 
such circumstance, is the applicant, who may have been prior in 
use, entitled to a Federal registration under Section 2(f)? I think 
not. The descriptive term used by applicant has local, but not 
national, distinctiveness. The registration under Section 2(f) is 
to have effect throughout the United States. It is a national 
registration. Therefore, it should be based upon a showing of 
national distinctiveness. If this were not so, the common law 
rights of the adverse user, in his area of distribution, would be 
cut off by the grant of a Federal registration under Section 2(f), 
and he could no longer use the mark that, theretofore, he had used 
lawfully. Before the grant of Federal registration, the applicant 
could not enjoin use of the mark by the adverse party, because 
the uses were in different, non-conflicting, areas. After grant of 
the Federal registration, such use by the adverse party could be 
enjoined as an infringement of that registration, which is nation- 
wide in its effectiveness. 

The writers on the subject have stressed the fact that improve- 
ments in communication and transportation have tended to make 
American business national in its distribution and, hence, many 
marks may acquire national distinctiveness. That is true in many 
cases. But, there are still many local businesses, whose area of 
distribution is limited by the cost of transportation. Beer and 
bread may be cited as examples of such products. The cost of 
getting the beer from the brewery, or the bread from the bakery, 
limits the area in which they may be profitably distributed at a 
competitive price. Yet these local businesses may build up valu- 
able good will, in the regions in which they sell, and such good 
will is entitled to protection as against competitors striving to 
expand to cover the entire country. 

Where there are two or more lawful users of the same descrip- 
tive term, applied to the same goods, in different sections of the 
country, we have a case of concurrent lawful users. That situation 
is covered by Section 2(d) of the Act and one of the parties may 
start a concurrent use proceeding, to secure a registration limited 
to the geographical area in which he is the lawful user of the 
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mark.* However, Section 2(f) states expressly that it does not 
apply to cases in which registration is barred by Section 2(d). 
Therefore, where there are concurrent lawful users of a mark, the 
remedy is by the concurrent use proceeding of Section 2(d), and 
not under Section 2(f). This is entirely consistent with the pro- 
visions of the latter section, which appear to make exclusive lawful 
use a prerequisite to registration thereunder. It is submitted 
that an applicant may not register a descriptive or geographical 
mark under Section 2(f), unless he has had exclusive lawful use 
thereof for a substantial period prior to his application. If he 
does not have such exclusive use, he must resort to Section 2(d), 
where the rights of adverse lawful users may be protected. 
Doubtless there is an analogy between the provisions of Sec- 
tion 2(f) and the doctrine of secondary significance. That is a 
common law doctrine, however, which gives protection to an 
unregistered descriptive term, when it is shown that the term 
has acquired ‘‘secondary significance’’ by long and exclusive use, 
as denoting the goods of one particular maker. In other words, 
protection is afforded the owner of the mark when the descriptive 
term has become distinctive of the product of one producer. This 
may be mere local distinctiveness, but there is the correlative 
doctrine that such common law rights do not extend beyond the 
area in which the goods have acquired such secondary significance.° 
The rights are local and, hence, may be based on local distinctive- 
ness. On the contrary, the rights acquired by registration under 
Section 2(f) are national and should be based on national distinc- 


4. The Lanham Act does not grant a second user a concurrent registration unless 
he can show that his use occurred prior to the filing date of the registrations under 
the Act of 1905. Ha Parte Stauffer Chemical Company, 80 USPQ 180, 182 (Com’r, 
1949); Le Blane, The Lanham Act and The Right To Use v. The Right To Register, 
39 Geo. L. J. 294 (1951); Lunsford, The Right To Use and The Right To Register— 
The Trade Mark Anomaly, 43 TMR 1 (1953); Derenberg, Preparing For The New 
Trade Mark Law, 1946 Research Institute of America 36; Halliday, Constructive 
Notice and Concurrent Registration, 38 TMR 111 (1947). However the Wiley Amend- 
ment 8. 2540 83rd Congress, 2nd Session, proposes to amend Section 2(d) to provide 
for concurrent registrations when the users have become entitled to use such marks as 
a result of their concurrent lawful use in commerce prior to the earliest of the filing 
dates of the applications pending under this Act or when a court of competent juris- 
diction has finally determined that more than one person is entitled to use the mark 
in commerce, 


5. But see The Pep Boys—Manny, Moe and Jack v. Pilavin, 77 USPQ 265, 38 
TMR 681 (D. Mass. 1948), where it was held that plaintiff, not doing business in 
Massachusetts, was entitled to protection in Massachusetts because a secondary meaning 
had been established by its advertising by billboards, by radio, and by newspapers 
having circulation in Massachusetts. 
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tiveness. Otherwise, Section 2(f) would be most unfair in its 
operation, because it might abolish local common law rights of an 
adverse user, based on local distinctiveness. 

The Canadian law provides a more flexible procedure for 
securing registration of a non-registrable mark that has become 
distinctive, by a declaration of the Exchequer Court of Canada 
which shall specify the territorial area in which the registration 
shall be effective. This procedure is set forth in Section 29 of the 
Unfair Competition Act, 1932 (Can.), ¢e. 38, which is, as follows: 

**29. (1) Notwithstanding that a trade mark is not 
registrable under any other provision of this Act it may be 
registered if, in any action or proceeding in the Exchequer 

Court of Canada, the court by its judgment declares that it 

has been proved to its satisfaction that the mark has been so 

used by any person as to have become generally recognized 
by dealers in and/or users of the class of wares in asso- 
ciation with which it has been used, as indicating that such 
person assumes responsibility for their character or quality, 
for the conditions under which or the class of person by 
whom they have been produced or for their place of origin. 
(2) Any such declaration shall define the class of wares 
with respect to which proof has been adduced as aforesaid 
and shall specify whether, having regard to the evidence 
adduced, the registration should extend to the whole of Canada 
or should be limited to a defined territorial area in Canada. 
(3) No declaration under this section shall authorize the 
registration pursuant thereto of any mark identical with or 
similar to a mark already registered for use in association 
with similar wares by any person who was not a party to the 
action or proceeding in which the declaration was made.’” 


The striking thing about this Canadian statutory proceeding 
is the power given to, and the duty imposed on, the Exchequer 
Court to specify, in the declaration, ‘‘whether, having regard to 
the evidence adduced, the registration should extend to the whole 
of Canada or should be limited to a defined territorial area in 
Canada.’’ Thus, if the evidence shows adverse use in certain 
parts of Canada, the registration may be restricted to the region 


6. Sterling Brewing Inc. v. Cold Spring Brewing Corporation, 100 F. Supp. 412, 
41 TMR 990 (D. Mass. 1951); Effect of Registration On Right To Use Trade Mark 
in Areas In Which Registrant Has Not Traded, 100 U. Penn. L. Rev. 1075 (1952), 
43 TMR 901 (1953). 

7. The new Canadian Act relating to Trade Marks and Unfair Competition becomes 
effective on July 1, 1954. The appropriate section of the new Act is Section 21. 
j 


t 





Vol. 44 T. M. R. DISTINCTIVENESS UNDER SECTION 2(f) 


in which there was no such adverse use. However, the Lanham 
Act includes no such provision in Section 2(f). The registration 
to be granted thereunder will extend to all of the United States. 
The only basis for a territorial limitation is contained in the 
concurrent registration provision of Section 2(d). 


The question arises as to how one may prove distinctiveness, 


under Section 2(f), in the absence of exclusive lawful use. I doubt 
if it is possible to do this. Certainly, proof of extensive advertis- 
ing, alone, will not establish this. It is not the amount of adver- 
tising, but the effect of it, which is important. That proof must 
come from the ultimate consumer, the customer. What competitors 
think about it is not material. What dealers believe does not 
prove distinctiveness. That proof must come from the man on 
the street, the ultimate consumer, and, to show national distinctive- 
ness, it must be a representative sampling of all sections of the 
country. I question whether a descriptive term could ever be 
proved to be nationally distinctive, in the absence of exclusive 
lawful use. The criterion suggested in the section is, after all, 
the only one that is practicably workable. 

Section 2(f) is a useful feature of our trade-mark law, when 
confined to the situation where the applicant has been the exclusive 
lawful user of the mark for a substantial period prior to his 
application for registration. It is unfair and dangerous to attempt 
to apply it where applicant does not have exclusive use of the 
mark. It is submitted that the section was not meant to be so 
applied. 
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RECENT CANADIAN DECISIONS 
By Harold G. Fox, Q.C.* 


During the past year there has been little activity in the 
litigious field of trade-mark law in Canada, less than a dozen 
decisions having been handed down. Some of these, however, are 
concerned with points of more than passing interest. 

As might be expected, the problem of similar marks and sim- 
ilar wares is still much to the fore. Readers of this Bulletin may 
recall the decision handed down in 1945 in which the words Tam 
TaM, for use in association with crackers and biscuits, were held 
to be properly registrable as a trade mark despite the suggestion 
that the word tam meant ‘‘tasty’’ in the Jewish language. In 
that case, the words tam Tam were held infringement of the regis- 
tered trade-mark. (The B. Manschewitz Uo. v. Gula (1945, 5 Fox 
Pat. C. 169). The same trade-mark again fell for examination 
(The B. Mamischewitz Co. of Canada Ltd. v. Hartstone et al. 
(1952), 13 Fox Pat. 63, (1953) Ex. C. RK. 1) during the year under 
review when the plaintiff company brought action against the 
defendants for using the words some Tam for use in association 
with baked noodles. These were packed by the defendants in 
cartons bearing symbols which had been used for a number of 
years on the packages sold by the plaintiff. The President of the 
Exchequer Court, THorson, P., held that baked noodles were wares 
similar to biscuits and crackers within the meaning of Section 
2(k) of the Unfair Competition Act and that the words somz Tam 
were an infringement of the plaintiff’s registered mark Tam Tam. 
He turther held that, although the appearance of the respective 
packages was different, the defendants had passed otf their goods 
by imitating some of the indicia appearing on the plaintiff’s 
packages. One of the interesting points of this judgment is that 
the learned President had no difticulty in deciding that the words 
TAM TAM were coined or invented words. It will be recalled that, 
in the earlier Tam TaM Case, the late Mr. Justice O’Connor exam- 
ined fully the suggestion of descriptiveness which he finally 
rejected. 


* Member of the Toronto, Ontario Bar; Associate Member USTMA, 
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In Campbell Manufacturing Co. Ltd. v. Thornhill Industries 
Ltd. et al. ((1953), Ex. C.R. 234, 13 Fox Pat. C. 198), the plaintiff 
company was the owner of the trade-mark BLUE GoosE used in 
association with shuttlecocks used in the game of badminton. The 
defendant sold similar shuttlecocks in association with the trade- 
marks sNOW GOOsE and BLUE HAWK. The plaintiff brought action 
for infringement and passing off. The learned President of the 
Exchequer Court, Tuorson, P., applied the test of first impression 
laid down by the House of Lords in Aristoc Ltd. v. Rysta Ltd. 
((1945), 62 R.P.C. 65) and by the Supreme Court of Canada in 
Battle Pharmaceuticals v. The British Drug Houses Ltd. ( (1946) 
S.C.R. 50, 5 Fox Pat. C. 135) and upon this basis found that the 
trade-mark sNow GOosE was similar to BLUE Goose but that the 
trade-mark BLUE HAWK was not. 

The test of first impression, although approved by the high 
authority of the House of Lords and the Supreme Court of Canada 
is by no means an accurate test. What it really amounts to is 
that the decision on similarity of marks is a value judgment of 
exactly the same type as that involved in deciding whether there 
is invention present in the sense in which that term is understood 
in the law of patents. It is, in other words, a matter non dis- 
putandum, like the answer to the question as to whether a partic- 
ular production falls within the term ‘‘art’’, as Judge Franx 
observed in Picard v. United Aircraft Corporation ((1942) 53 
USPQ 563 at 569). The uncertainty inherent in such value deci- 
sions is apparent when the findings of infringement in the present 
case is compared with other decisions involving infringement of 
trade marks consisting of more than one word. It would be 
fruitless to make any such comparison but, if done, it would serve 
to emphasize that the principle of first impression applied by the 
learned President is a no more accurate test than any other that 
has been expressed. ‘‘First Impression’’ really means no more 
than ‘‘personal opinion”’. 

The third case in which similarity of trade-marks arose for 
decision was Booth v. Sokulsky ((1953), 13 Fox Pat. C. 145). In 
that case the word Frrx-so was used by both parties, both as a trade- 
mark and as a trade name. The defendant alleged that she had a 
right to do so on the basis of a pre-existing partnership between 
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the parties and on the right of a partner to continue to use a 
trade-mark and trade name on dissolution of the partnership. It 
is, of course, settled law that upon the dissolution of a partnership, 
each partner is entitled to continue to use the trade name in the 
absence of agreement to the contrary, providing that in so doing 
he does not expose his former partner to any risk of liability. 
But a different situation prevails in regard to trade-marks. While 
there is authority for the provision that upon dissolution of a 
partnership each partner may continue to use the partnership 
trade-marks so long as the public is not deceived and no risk of 
liability is cast upon the previous partner, it would hardly seem 
that these decisions, based as they are on the law of England, 
would be good under Canadian law. By definition, a trade-mark 
must have become adapted to distinguish and be used by a person 
to distinguish his goods from those of others. If a trade-mark 
is used by more than one person in association with similar wares 
it must obviously lose its quality of distinctiveness and must 
cease to be a trade-mark. In the present case, the court (CamMEron, 
J.) was not called upon to solve any such difficult problem be- 
cause, on the facts, it found that no partnership had ever existed 
between the parties. In the result, this is somewhat unfortunate 
for it would have been interesting to have had this difficult question 
considered by so able a judge as the one who tried the question 
under review. 

A further interesting point arose in the Booth case. The de- 
fendant disputed the jurisdiction of the Exchequer Court on the 
ground that the issues involved in the action related primarily 
to matters of contract between the parties and not to matters 
respecting trade-marks. (The Exchequer Court of Canada has no 
jurisdiction at common law save such as is incidental in any action 
respecting patents, trade-marks, industrial designs and copyright 
or such as is necessary for the enforcement of any of the rights 
conferred or defined by the Unfair Competition Act.) Cameron, 
J. was not impressed with the suggestion, holding that the owner- 
ship of and the right to the exclusive use of the trade-mark Frx-so 
was primarily the subject of the plaintiff’s claim and the remedy 
sought was, therefore, clearly one respecting a trade-mark. He 
found further that the question of jurisprudence had been deter- 
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mined by the Supreme Court of Canada in Kellogg v. Kellogg Co. 
((1941) S.C.R. 242; 1 Fox Pat. C. 101). 

Several cases of more or less interest based on the improper 
use of trade names fell for decision during the year. In Acme 
Vacuum Cleaner Co. Ltd. v. Acme Vacuum Cleaner Co. Ltd. 
((1953), 13 Fox Pat. C. 85), an appeal from the judgment pre- 
viously reported was dismissed by the Quebec Court of Queen’s 
Bench (See 42 TMR 93). The interesting point involved in this 
case is one that often appears as an added defence to an action 
for passing off based upon a corporate name, namely, that the 
appropriate governmental authority has issued a charter of in- 
corporation under the name used by the defendant and that, there- 
fore, the courts have no power to interfere. In the present case 
it will be recalled that the plaintiff company had failed to file with 
the Secretary of State its annual returns as required by the Com- 
panies Act. While empowered to do so, the Secretary of State 
had taken no action to revoke the company’s charter but had upon 
application of the individual defendants, issued a charter incor- 
porating them as a company under the name of the corporate 
defendant. The Quebec Court of Queen’s Bench held that, despite 
its default, the plaintiff company was still entitled to the protection 
of the Unfair Competition Act and while its corporate name and 
its trade name were the same, it was still entitled to the exclusive 
use of its trade name. The decision is important on two points. 
The first is that the incorporation of a company under a particular 
name does not authorize it to trade under that name if by so doing 
the result will be the deception of the public. There is nothing 
sacrosanct about a charter of incorporation. In a proper case 
the courts have power to interfere notwithstanding the fact that 
a defendant is carrying on business under a charter approving 
the trade name in question so long as the company is not one 
directly incorporated by a special act of Parliament. The second 
point of interest in this decision exemplifies the principle that 
corporate status has little to do with questions involving unfair 
competition. The question at issue is whether a defendant is trad- 
ing under a name so nearly resembling that of the plaintiff as to 
be caleulated to deceive. For this purpose the trading name of 
the plaintiff may be considered apart from its corporate name. 
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So long as the plaintiff has capacity to bring action, its rights 
cannot be limited by its failure to comply with administrative 
requirements. 

Two trade name actions decided during the year under review 
accentuate the differences in result that may arise when cases are 
decided by courts administering the common law and those admin- 
istering the civil law. In Pinard v. Coderre ((1952), 13 Fox Pat. 
C. 77), the plaintiff had constructed, on a road near the City of 
Quebec, a number of tourist cabins to which he applied the name 
MOTEL LAvaL. A year later, the defendant established, a short 
distance from the place of business of the plaintiff, a similar type 
of establishment and erected a sign bearing the words LAvaL 
MOTOR courT. The Quebec Court of Queen’s Bench held that the 
defendant, by adopting the name Lava, had committed an act of 
unfair competition. 

Readers of The Trade-Mark Reporter will, of course, be 
aware that the word Lavat is a well-known surname in the Province 
of Quebec. Upon general principles, therefore, it would seem that 
the plaintiff was facing an almost insuperable barrier in asking 
the court to grant to him the exclusive right to use such a word as 
a trade name, specially in view of the fact that he had not used it 
for a sufficiently long time to acquire a secondary meaning. But 
this feature of the law was brushed to one side by the court. To 
the members of the court, the fact that LavaL was a personal name 
and not the name of either of the parties to the litigation was not 
sufficient cause to deny relief to a person who adopted that name 
as a trade name, whatever might be the rights of a plaintiff in 
such circumstances as against a person whose patronymic actually 
was LavaL. The court concluded that, betwen the two parties in 
conflict, the person first to adopt the name for use in association 
with a business was entitled to its exclusive use. Such a conclusion 
is, at least upon grounds of practical business morality, preferable 
to those based upon the artificial and outmoded doctrines of the 

common law arising from the theory of non-distinctiveness in- 
herent in personal names, descriptive and geographical words. 


The ratio of the decision in the Pinard case will thus be seen 
to be distinctly at variance with that applied in Steinberg v. 











Vol. 44 T. M. R. RECENT CANADIAN DECISIONS 621 


Belgium Glove & Hosiery Co. of Canada Ltd. ((1954), 14 Fox 
Pat. C.1.) In that case the predecessor in business of both parties 
carried on business under the name BELGIUM GLOVE & HOSIERY CO. 
in the Cities of Hamilton and Montreal. In 1927 he sold the 
Hamilton business, together with the right to use the name BELGIUM 
HOSIERY co., to the plaintiff. In the same year, he caused to be 
incorporated Belgium Glove & Hosiery Co. Ltd., which company 
and its successors carried on business in several cities other than 
Hamilton. In 1950 the defendant company, the successor of the 
original corporation, opened in the City of Hamilton, a store 
located only a short distance from the store operated by the plain- 
tiff, placing the word seLerum in large letters on the outside of its 
shop and featuring the word BELerum on the packages in which it 
sold its goods. The plaintiff brought action to restrain the de- 
fendant from so carrying on business in the City of Hamilton and 
asked for a declaration under Section 21 of the Unfair Competition 
Act that it was entitled to the exclusive use of the trade-mark 
BELGIUM and any trade name of which the word BeLcrum formed 
a part, in the City of Hamilton and its environs. Cameron, J. 
held that the plaintiff had not established that the geographical 
word BELeIuM had acquired a secondary meaning and that, there- 
fore, it was not entitled to an injunction restraining the defendant 
from using that word either as a trade-mark or a trade name. 
On the application for a declaration for a restricted concurrent 
right to use under section 21 the court held that the section is 
limited in its application to circumstances where neither party 
would be entitled to a judgment forbidding the other from con- 
tinuing to use a trade mark or trade name in any territorial area 
within Canada. The section, said the court, was not intended to 
be applicable to cases in which the rights of the several users had 
been established by contract. In such cases the parties to the 
contract had made their own terms and there would be no neces- 
sity of affording them the special protection conferred by the 
section. It was intended to be applicable only to those cases in 
which a person who was not the first person to adopt a trade-mark 
or trade name had honestly and without knowledge of the earlier 
use of the same mark or name adopted it for use in his own and 
separate territorial area. If the second user had adopted his mark 
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or name with knowledge of a prior user, then the first user would 
have been entitled to a judgment forbidding the use of it. 

It is, with deference, suggested that there is no authority 
in the statute for such conclusion. It would seem that the statute 
was designed to cover any case in which the multiple use of a 
trade mark or trade name before the coming into force of the Act 
would render such a trade-mark of trade name invalid on the 
ground of lack of distinctiveness. It would seem to be immaterial 
whether such concurrent use arose through lack of knowledge or 
inadvertence or merely continued without one of the parties taking 
steps to prevent the use of the mark or name by the other. The 
restrictive words in the reasons for judgment would deny relief 
under this section to a person who had been guilty of laches and 
who had acquiesced in the use of a similar trade mark or name 
by another. It is not believed that Parliament intended the inter- 
pretation of the section to be so unduly restrictive. 

The learned Judge also concluded that the separate territorial 
areas in which the continuance of user of similar names and marks 
was to be authorized should be of very considerable dimensions 
so that there would be little likelihood of confusion occasioned by 
such concurrent use. Again, with great deference to the learned 
Judge, it is suggested that there is no authority for such a con- 
struction in the section. Indeed, it would seem manifest that the 
larger the area the greater the likelihood of confusion. One can 
perceive a diminution of confusion by a wide separation of areas 
but not by their mere enlargement. 

At any rate, these questions will become largely academic as 
and when the new Trade Marks Act comes into force. Section 21 
of the Trade Marks Act provides for concurrent registration only 
in case of a trade mark which has become incontestible by remain- 
ing on the register for five years under section 17(2). In such 
case, a prior user of a confusing trade mark, if such use was in 
good faith, is entitled, subject to public interest, to an order 
authorising him to continue such use ‘‘in a defined territorial area 
concurrently with the use of the registered trade mark’’. Under 
the new Act, therefore, it is plain that the continued use shall be 
concurrent with that of the registered trade mark in the same area 
and not in separate areas as suggested by Cameron, J. under the 
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old Act. In cases where the concurrent use is not in good faith 
or where the registered trade mark is not entitled to the incon- 
testible condition permitted by section 17(2), the first user will, 
of course, be entitled to expungement of the registered mark and 
registration of his own. 

Readers of The Trade-Mark Reporter will recall the earlier 
decisions relative to the peculiar position of words classed as 
laudatory epithets. This principle has been previously discussed 
in the Reporter (See, for example, 42 TMR 91), with particular 
reference to the Super-weave decision by the Supreme Court of 
Canada (G. A. Hardie & Co. Ltd. v. The Registrar of Trade Marks 
(1948), 8 Fox Pat. C. 228). It will be recalled that, in the Perfec- 
tion ease (Joseph Crosfield & Sons Ltd.’s Application (1909), 26 
R.P.C. 854), the English Court of Appeal had held that no amount 
of use could ever cause a secondary meaning to be acquired by 
such words as ‘‘good’’, ‘‘best’’, ‘‘superfine’’, ete. It did not 


matter how long such words might be used or whether or not they 
had become distinctive in fact: they were not adapted to dis- 
tinguish and could never become adapted to distinguish. In most 


of the decisions founded upon the Perfection case, the principle 
overlooked was that it was not the mere laudatory character of 
the word which precluded such words from becoming adapted to 
distinguish. It was the fact that words of this type formed a 
natural and apt instrument desired and required by honest traders 
to be used as designating and describing their goods and that it 
was improper that the use of such apt and natural instruments of 
description should be withdrawn from the language and 
monopolised by one trader. This principle of refinement on the 
ratio of the Perfection case was enunciated by Luxmoorg, J. and 
by the Court of Appeal in J. € P. Coats Ltd.’s Application ( (1936), 
53 R.P.C. 355). In that case application was made for the regis- 
tration of the word sHEEN for use in association with sewing 
threads and cotton, it being shown that the word had acquired a 
secondary meaning. Registration was rejected by the Registrar 
but, on appeal, Luxmoorg, J. pointed out that the natural and apt 
instrument to describe the character of glossiness on cotton or 
thread was the word that was in common use in the trade, namely 
the word ‘‘lustre’’ and that the word sHEEN had not been used by 
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anyone in the trade except the applicant and that no hardship 
would be occasioned if the applicant were accorded a monopoly in 
the use of the word. 


This principle was applied in Aluminum Goods Ltd. v. Regis- 
trar of Trade Marks (Not yet reported). In that case, the 
applicant applied for a declaratory order under section 29 of the 
Unfair Competition Act, that the descriptive word weEar-EvER for 
use in association with cooking utensils, had acquired a secondary 
meaning and was entitled to registration. The application was 
opposed by the Registrar on the ground that the word wEar-EVER 
was a mere laudatory epithet and could never become adapted to 
distinguish, on the authority of the Perfection and the Super- 
weave decisions. In rejecting the Registrar’s contention, CaMERON, 
J. found that the word wEaR-EVER was prima facie a descriptive 
word not in common use and not appearing in any dictionary even 
though its component parts were common words. To this extent, 
therefore, it could be considered as an invented word. It was not 
a word which dealers in aluminum cooking utensils would gen- 
erally or naturally use in describing their goods. It was not a 
word which had ever been used in the trade by any other than the 
applicant. Its registration would cause no substantial difficulty 
in view of the right of its use by other traders. In the view of 
the learned Judge, judicial decisions should not rule out a great 
body of words from the application of section 29, if, in fact, the 
applicant proves distinctiveness in fact. So far as descriptive 
words are concerned, the exclusions should be limited to those 
words which are purely laudatory and commercially known and 
used as such. 


The clistinction between the Perfection and Super-weave cases 
on the one hand, and the Sheen and Wear-ever cases on the other 
hand, is a fine one but one based clearly on logic and intelligence. 
It represents, in fact, a progress toward the common sense which 
was completely absent from the Perfection decision. The finding 
that a word has become distinctive in fact through long continued 
use but that it nevertheless is inherently incapable of becoming 
adapted to distinguish, is at best an unappealing example of legal 
sophistry. At any rate, the entire doctrine of unregistrability of 
laudatory epithets will happily retreat to a position of academic 
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historical interest once the new Trade Marks Act comes into force. 
Under the definition of a trade mark contained in that statute 
distinctiveness in fact is the controlling rule. 

Only one case involving a point of practice was decided during 
the year. In Rystan & Co. Inc. v. Adrem Ltd. et al. ((1952), 13 Fox 
Pat. C. 18), it was held that a claim based upon passing off under 
the Unfair Competition Act could not be joined in the same action 
with a claim for infringement of patent under the Patent Act. 

At the time of writing, the effective date for the Trade Marks 
Act has been set for July 1, 1954. Copies of the Regulations can 
be obtained for 35¢ each from The Queen’s Printer, Office of Gov- 
ernment Publications, Ottawa, Canada. 
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VIRGIN ISLANDS 


A proposed Organic Act for the Virgin Islands, Senate Bill 
S-3378 introduced by Senator Hugh Butler, passed the Senate on 
May 17, 1954. Companion Bill H. R. 5181, sponsored by Congress- 
man A. L. Miller of Nebraska, was stricken from the Consent 
Calendar in the House on June 7, 1954. 

Proposed H. R. 5181 is of special interest to trade-mark 
owners in the United States as it provides in Section 27 (c) to 
‘‘except’’ Section 42 of the Trade Mark Act of 1946 (Lanham Act) 
and Section 526 of the Tariff Act of 1930. (This provision appears 
as 26 (c) in 8-3378.) 


A conference was held on the above in which representatives 
of the Departments of Interior, Treasury and Commerce partici- 
pated. Asa result, Section 27 (c) was revised and we understand 
the new version, which meets with the approval of the three depart- 
ments in question, will be substituted for the former provision. 
Further developments will be reported. 


PRACTISING LAW INSTITUTE 


The United States Trade-Mark Association this year is spon- 
sor of a 3-day trade-mark session of the Practising Law Insti- 
tute’s annual Summer Session, which will be held at the Hotel 
Statler, New York City, from July 19 to July 21. 


Lectures and discussions on various trade-mark problems are 
planned to make this session a very stimulating one for all inter- 
ested in the field. 


This session will be followed by a 2-day session on Current 
Problems in Copyright Law. 


A copy of the detailed program can be obtained by writing to: 
Mr. Marvin L. Madeson, Practising Law Institute, 20 Vesey Street, 
New York 7, N. Y. 
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NOTES FROM THE PATENT OFFICE 


Changes in Trade-Mark Procedure 
in the Patent Office 


By Katharine |. Hancock* 


A revision of the format of the printed copies of trade-marks 
has recently been put into effect. The purpose is to condense and 
simplify the arrangement of the material. The first issue of the 
revised copies of trade-marks appeared on May 11, 1954. 

These copies form an important part of the Patent Office 
records. They reflect the pertinent data submitted in the trade- 
mark application and are used as search copies in the public 
trade-mark search room and in the trade-mark examining divi- 
sions. Copies are supplied to the public on order for a fee. These 
printed copies are attached to and incorporated in the formal 
certificates of registration, and thus comprise the means by which 
necessary data from the trade-mark application is made a part 
of the trade-mark certificate of registration. The new format 
presents the material in tabulated form, as contrasted to the 
previous narrative form which duplicated the Statement of an 
application. The present copies contain all the basic information 
of the trade-mark application, but the data is merely a factual 
listing, certain obviously non-essential statements, and complete 
sentence structures, being omitted. The content of the new form 
is shorter, and is more efficient. It sets forth the essential data 
in such a manner that it may be located easily and read quickly. 
These short form copies are an effective economy measure, effect- 
ing a considerable saving in printing expense and in facilitating 
searches. 

It may be of interest to set out a skeleton of the new arrange- 
ment, showing the general location and type of information which 
is included. An illustrative sample follows, indicating the nature 
of data to be filled in when suitable and setting out alternatives 
for varying situations: 


* Trade-Mark Examiner, U. 8. Patent Office; Member, District of Columbia Bar. 
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United States Patent Office 
Registered (date) (Registration number) 
Principal Register (or Supplemental Register) 
Trade-Mark (or Service Mark) 
or 
Collective Mark (or Certification Mark) 
(Goods) or (Services) 

a ee» filed (date) 

(Duplicate of the mark is printed here) 


Name of applicant For: (goods, and class number) 
(state) corporation Dates (first use and use in commerce) 
A division of Under Sec. 2(f) 

Doing business as.... Under Sec. 2(f) as to 

Firm Dates of use for one portion of mark 

Partnership Owner of registration (number) 
Owner of (foreign registration number 

Address and date) 

Priority is claimed under Sec. 44(d) 

Assignor to (country) application filed (date) 

registration number, dated 
Disclaimers 
Description of lining or stippling 
Description of mark 
Identification of name or picture 
Consent to use and register 
Concurrent use limitations 
Related company data 

The two columns of the copy are balanced. Usually the left- 
hand side is limited to data identifying the applicant and any 
assignee, since the number of items and the length of material on 
the right-hand side in each case is normally short. If the material 
to be placed in the right-hand column becomes long, then the 
description of goods is started on the left-hand side and sufficient 
material is included in that column so that the two columns will 
be of equal length. 

The filing date which appears in the printed copy for an 
application originally filed for registration on the Principal Regis- 
ter and subsequently amended to the Supplemental Register, is 
the date on which the application was so amended. 

Although the statements in the trade-marks application are 
not now reproduced verbatim in the printed copies, it is still 
necessary that the application itself be full and complete. One 
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example may serve as an illustration: the short form will not 
set forth the manner in which the mark is applied to the goods or 
services, but that fact must still be contained in the application, 
accurately and completely, and in agreement with the manner 
represented by the specimens filed. 


Several other changes in procedure have been made, looking 
toward efficiency of administration, expedition of business, and 
reduction of expense. For instance, the recording of decisions of 
the Commissioner in manuscript volumes has been discontinued, 
since it is not felt that unpublished decisions need be readily 
available. Letters acknowledging receipt of various papers have 
been discontinued, although addressed and stamped receipt cards 
attached to the papers will continue to be returned to attorneys 
or applicants. The various lists and indexes in the Official 
Gazette, and in the Annual Index, are being revised in the interests 
of conciseness and economy. 
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NOTES FROM OTHER NATIONS 
Edited by Marcel Deschamps 
Brazil 
Cancellation on the Ground of Bad Faith 

After 14 years of litigation, the Supreme Federal Tribunal 
of Brazil upheld the right of plaintiffs to cancel the defendants’ 
registration of a trade-mark in Brazil. The plaintiffs are the 
owners of the world famous trade-mark ersss for toiletries which 
they adopted in 1712. The defendants’ Brazilian registration had 
already been renewed once and the term within which the regis- 
tration might be canceled under the Brazilian statute had long 
since expired. The Court’s decision was based upon Article 6 bis 
of the International Convention of Paris, as revised at the Hague 
in 1925, which stipulates that no term shall be fixed within which 
to demand the cancellation of trade-marks registered in bad faith. 
Thibaud, Gibbs & Cie. v. Cia. Gessy, S.A., Supreme Federal Tri- 
bunal, December 17, 1951. 


Canada 
Trade Names—Injunction for Unfair Competition 

Plaintiff, who operated a motel under the name MOTEL LAVAL, 
sought to enjoin the use by the defendant of the name LavaL MoToR 
court for a tourist home and auto park adjacent to plaintiff’s 
property. The Trial Court dismissed the action on the ground 
that no actual confusion amounting to a passing-off had been 
proved. The Appeal Court reversed the decision and granted an 
injunction and damages, holding that actual confusion need not be 
proved since the acts of the defendant were clearly illegal and in 
bad faith, and confusion must be presumed. Plaintiff’s registra- 
tion of the name MOTEL LavaL under the Partnership Declaration 
Act did not affect the decision because the Court held that it was 
the public use of the name by the plaintiff which gave him the 
protectible property right therein. Pinard v. Coderre, 20 CPR 19. 
France 

Infringement 

Plaintiffs, who had registered the color blue as a trade-mark 
in respect of gasoline among other petroleum products, brought 
action for infringement against the defendants, who had colored 
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their gasoline the same shade of blue as the plaintiffs’. The 
Appeal Court, reversing the Lower Court, held that even if the 
color blue were common, its application to gasoline was new and 
fanciful, and hence distinctive. Defendant was therefore found 
liable for infringement. Société Desmarais fréres v. Coineau, 
Cour d’Appel de Limoges, April 28, 1952. 
Infringement 

The plaintiffs are the registered owners of the trade-mark 
oMEGA for watches among other goods. The defendants purchased 
the plaintiffs’ watches and substituted for the original case a gold 
ease of their own choice, thereafter selling the watch at retail as 
an omEGA watch. The Court found the defendants liable for in- 
fringement. Société Oméga Louis Brandt et frére v. Société 
Montres de Précision M.P., Tribunal Civil de la Seine, May 12, 
1953. 

Infringement; Unfair Competition; Pharmaceutical Visa 


Defendants manufactured and placed on sale a pharmaceu- 
tical product under the trade-mark vitasaLicyL, shown upon a 
label which the Court found confusingly similar in its entirety to 
the plaintiffs’ registered cLucosaLy. label. The defendants’ phar- 
maceutical product was identical to plaintiffs’. Plaintiffs had 
obtained a pharmaceutical visa for this product (under French 
law, the grantee of a pharmaceutical visa has the exclusive right 
to sell the product covered thereby under a ‘‘specialty name,’’ or 
‘*product’’ trade-mark). The Court held that the use of the con- 
fusingly similar label constituted an infringement of the plaintiffs’ 
registered trade-mark; and that the sale without a pharmaceutical 
visa of an identical product as a pharmaceutical specialty under 
a fanciful name constituted an act of unfair competition against 
the plaintiffs. Société de Representation et d’Exploitation 
d’Inventions Nouvelles S.A.R.E.1.N. v. Laboratories pharmaceu- 
tiques J. E. D. et Société G. Giraudet, Tribunal Civil de la Seine, 
March 18, 1952. 


Germany 


Confusing Similarity of Trade-Marks 


Recent decisions of the Senate of Appeals of the German 
Patent Office have held: 
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(a) That purocriin is confusingly similar to puRoLIN (deci- 
sion of October 24, 1953) ; 


(b) that zuKa is not confusingly similar to zumoxKa because 
of the different length of the trade-marks (decision of 
November 12, 1953) ; 


(c) that ELco is not confusingly similar to EL Greco because 
the syllable cre was the most characteristic part of the 
opposer’s trade-mark (decision of November 13, 1953) ; 


(d) that somnvuRoL is not confusingly similar to uroL (decision 
of October 31, 1953) ; 

(e) that axa is not confusingly similar to ata since in the case 
of such short trade-marks, a difference of one letter will 
suffice to prevent confusion (decision of June 10, 1953). 


Great Britain 
Confusingly Similar Marks 


The lower Court decisions in the vivos v. Hovis case, reported 
herein at 43 TMR 260 and at 43 TMR 589, have now been affirmed 
by the House of Lords, 71 R.P.C. 234, which has approved the 
registration of vivos in respect of flour and dismissed the oppo- 
sition based upon Hovis registered in respect of both bread and 
flour. The opponents sought to have the House of Lords impose 
the condition upon the registration of vrvos that that mark should 
not be used upon loaves of bread baked from vivos flour. The 
House of Lords held that such a condition was unnecessary since 
the registration of vivos only covered flour and the use of the 
mark in respect of bread would not be used in relation to goods 
covered by the registration. 


Passing-Off 
’ 


Plaintiffs, originators of a system for the supply of standard 
parts identified by code numbers to be used by customers in the 
manufacture of jigs, brought action for passing-off against de- 
fendants, who filled orders sent to them by customers for articles 
identified by the plaintiffs’ code numbers. The Court held that 
even though defendants used the plaintiffs’ code numbers, there 
was no passing-off, since the defendants’ customers were in no 
doubt as to the manufacturing origin of the articles supplied. 
Purefoy et al. v. Sykes et al., 71 R.P.C. 227. 
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Spain 
Registrability 

The Spanish Supreme Court has confirmed a decision of the 
Spanish Patent Office refusing registration to the trade-mark 
TINTEX for dyestuffs, because of its resemblance to the word 
‘‘tintes,’? the Spanish term for coloring substances applied to 
textiles. 

The Court considered the fact that the mark was registered 
in the United Kingdom and that, therefore, registration in Spain 
was sought under Article 6 of the International Convention of 
Paris. The Court held, however, that registration of this mark 
would be contrary to public order and that, therefore, the mark 
fell under the exception of No. 3 of Article 6B of the Convention. 


Switzerland 


Article 8 of the International Convention of Paris 


The Swiss Federal Court has held that Article 8 of the Inter- 
national Convention of Paris, which protects trading names 


without requiring registration thereof in member states, does not 
grant the same degree of protection to which trading names duly 
registered in Switzerland are entitled. Instead, the protection of 
Article 8 of the Convention corresponds to that given by Swiss 
law to unregistered trading names. Exclusive rights in a trading 
name secured by way of registration in Switzerland therefore 
cannot be claimed under Article 8 of the Convention. Jnter- 
chemical Corporation v. Interchemie A.G., Swiss Federal Court, 
July 7, 1953. 
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BOOK REVIEW 
Tae Law or MercuanpisE Marks (including the Merchandise 
Marks Act, 1953). By The Hon. H. Fletcher Moulton and 
P.G. Langdon-Davies. London, Butterworth & Co. Ltd., 1954. 
Pp. 170. Copies can be purchased from The Carswell Co. Ltd., 
145-149 Adelaide Street West, Toronto 1, Canada. 


This is the first annotated commentary on the British Mer- 
chandise Marks Act as recently amended in 1953. It deals with 
numerous problems which are of current interest to trade-mark 
owners everywhere and there is an interesting sidelight on Section 
43 of our own Act of 1946 as well as on the administration of the 
import restrictions found in Section 42 of our Act and Section 526 
of the Tariff Act. The most important amendment of the Mer- 
chandise Marks Act of 1953 is, of course, a change in the definition 
of ‘‘trade description’’. Under the Act as now worded such claims 
as that goods are ‘‘moth-proof’’; ‘‘unbreakable’’; ‘‘unshrinkable’’ 
or that they ‘‘kill unpleasant odors in 5 minutes’’ will, for the 
first time, be considered ‘‘trade descriptions’’ within the meaning 
of the Act and any misuse of such descriptions is made a criminal 


offense. Under the new Act, a respondent using such misleading 
trade descriptions may prove that he acted ‘‘without intent to 
defraud’’. It is no longer necessary that an intention to defraud 
be proved by the prosecution. 


LIST OF OTHER TRADE-MARK ARTICLES * 
ARTICLES 

Fulda, Carl H. 

Resale Price Maintenance. (University of Chicago Law Review, v. 21, no. 2, 
Winter 1954, pp. 175-211). 
Hodges, Edward P. 

Restraints of Trade and Unfair Competition. (South Carolina Law Quarterly, 
v. 6, no. 2, December 1953, pp. 124-167). 
Sutnar, Ladislav. 

Shapes as Identifiers. (Industrial Design, v. 1, no. 2, April 1954, pp. 112-117). 

In view of the important decision recently handed down by Assistant Com- 
missioner Leeds in Ex parte Caron Corporation, 44 TMR 336, permitting the shape 
of a bottle to be registered on the Supplemental Register even though subject of 
an expired design patent, we call the attention of our readers to this article. 

Mr. Sutnar is an industrial designer and author of the book ‘‘ Package Design’’ 
and carries in his article a number of excellent illustrations of bottles and package 
designs that identify products to the customer because of their distinctiveness. 

Copies of the issue in which this article appeared can be obtained from Whitney 
Publications, Inc., 18 East 50th Street, New York 22, N. Y. Price per copy $2.00. 
* Copies of these articles are available in the Association’s library. 
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CARSOLITE CORPORATION v. 
CARSELLO CHEMICAL PRODUCTS CO., INC. et al. 


No. 52-C-696 — D.C., N.D. ILL., E. Div. — November 12, 1953 


CouRTS—2J URISDICTION 


Where plaintiff moves under Rule 12(d) of FRCP to determine the defense 
of lack of jurisdictional amount in unfair competition case the rule is well settled 
that the jurisdictional amount is determined by the value of the right or business 
sought to be protected and not the damages and therefore the amount of adver- 
tising expenditures made by plaintiff are relevant. 


Action for unfair competition by Carsolite Corporation v. Carsello 
Chemical Products Co. Plaintiff moves for a preliminary hearing under 
FRCP 12(d). Motion allowed. 

Ratner, Miller d& Levenson, of Chicago, Illinois for plaintiff. 
Barney L. Hollowick, of Chicago, Illinois for defendants. 
HorrMan, District Judge. 


The plaintiff, on July 2, 1952, filed a motion for a preliminary hearing 


under Rule 12(d), Fed. Rules Civ. Proc., to determine the defense of want 
of jurisdictional amount asserted in paragraphs 2 and 3 of the defendants’ 
answer, an adverse determination of which would defeat the action. 

The complaint asserts a cause of action for unfair competition, appro- 
priation of the good will and name of the plaintiff by the defendants, and 
the plaintiff states that since 1946 it has done a substantial business and 
that its good will is of great value. The complaint further alleges that the 
sum of $85,000 has been spent in advertising the name of Carsello Chemical 
Products and that the defendants have willfully appropriated to them- 
selves the plaintiff’s reputation, good will and the benefits accruing from 
the publicity, and alleges that its good will will be irreparably injured by 
the defendant’s action. 

Paragraphs 2 and 3 of the defendants’ answer are as follows: 


‘‘Defendants deny that this matter involves the sum of Three 
Thousand ($3,000.00) Dollars, or any amount approximating said sum. 

‘Defendants deny that this Court has jurisdiction of this matter 
for the reason that there is not involved in this suit the sum of $3,000.00 
or the amount necessary to invoke the jurisdiction of this Court.’’ 


The answer goes on to aver that the defendant company has not transacted 
any business, that it has no place of business, that the capital has not been 
paid in, and that the company has not started to do any business and does 


635 
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not contemplate doing so. Rule 12(d) of the Rules of Civil Procedure 
provides as follows: 

‘‘The defenses specifically enumerated (1)-(7) in subdivision (b) 
of this rule, whether made in a pleading or by motion, and the motion 
for judgment mentioned in subdivision (¢) of this rule shall be heard 
and determined before trial on application of any party, unless the 
court orders that the hearing and determination thereof be deferred 
until the trial.’’ 


Subsections (1) and (2) cover lack of jurisdiction over the subject matter 
and over the person. 

The rule has been repeatedly announced in the Federal Courts that 
the jurisdictional amount in suits of this kind is to be determined by the 
value of the right or business sought to be protected, and not the damages. 
The rule is thus stated in Cyclopedia of Federal Procedures, Sec. 156: 


‘‘Suits to prevent trade name infringement and unfair competi- 
tion usually turn, as to jurisdictional amount, upon the value of the 
business or right to be protected, not merely on loss or damage to 
date.”’ 


See also Hanson v. Triangle Publications, Inc., 163 F.2d 74 [37 TMR 645] 
and Indian Territory Oil & Gas Co. v. Indian Illuminating Oil Co., 95 F.2d 
711 [28 TMR 295]. 

The motion of the plaintiff for a preliminary hearing on the issues of 
defense relative to jurisdictional amount raised by paragraphs 2 and 3 of 


the answer is allowed. This cause will be placed on the Court’s list of 
cases awaiting trial. 


CROSS ET AL v. ONEIDA PAPER PRODUCTS COMPANY ET AL. 
No. 432-53,858-53 — D.C., D.N.J.— January 6, 1954 


TRADE-MaArRK AcT oFr 1946—TITLE—IN GENERAL 


Members of trade union or other unincorporated association have joint right in 
its trade-mark. 


CouRTS—J URISDICTION 


Since basic issue in suit is infringing and rendering valueless of trade-mark, on 
which plaintiffs have expended hundreds of thousands of dollars to give it value, 
it would seem clear, prima facie, that amount in controversy substantially exceeds 
$3,000.00. 


Two actions for trade-mark infringement by James Cross, as President, 
and Curtis R. Sims, as General Secretary-Treasurer and sole representa- 
tives of Bakery & Confectionery Workers International Union of America 
v. Oneida Paper Products Company and Allied Paper Bag Corporation. 
Defendants move to vacate dismissal of first action. Plaintiffs move to 
remand second action to state court. Defendants’ motion granted; plain- 
tiffs’ motion denied. 

Meyer M. Semel, of Newark, New Jersey and Herman E. Cooper, of New 

York, N. Y. for plaintiffs. 
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David M. Satz, of Newark, New Jersey and Mayer Levey and Aladeb 

Salkin, of New York, N. Y. for defendants. 

JIIARTSHORNE, District Judge. 

Both the above actions are proceedings for alleged infringement of 
plaintiffs’ union trade mark, the first action being originally brought in 
this Court, and hereafter known as the Federal Suit, the second having 
been subsequently brought in the Superior Court of New Jersey, Chancery 
Division, Passaic County, and removed to this Court by defendants (28 
U.S.C. See. 1441-). In the first suit, plaintiffs, before answer filed, entered 
a voluntary dismissal of such action without prejudice. Defendants now 
move to vacate this dismissal, on the ground that such action was a class 
action, and under the Rules could not be dismissed ‘‘ without the approval 
of the court,’’ which was not obtained. F.R.C.P. 41(a), 23(¢c). The second 
suit, hereafter called the State Suit, defendants removed on the grounds 
both that same constituted a proceeding under the Lanham Trade Mark 
Act (15 U.S.C. See. 1051-1127, Federal Judicial Code 28 U.S.C. See. 
1338(a) (b)), and also on the ground of diversity of citizenship. (28 U.S.C. 
See. 1332.) Plaintiffs now move to remand this suit to the State courts. 

The Federal Suit 

The issue here, as to the validity of the voluntary dismissal, hinges on 
the meaning of the rule as to class actions, specifically referred to in the 
rule on dismissals, as above alluded to. This rule (F.R.C.P. 23 (¢)) spe- 
cifically provides that ‘‘A class action shall not be dismissed or com- 
promised without the approval of the court’’. The rule further provides 
that ‘‘(a) * * * when the character of the right sought to be enforced 
for or against the class is (1) joint or common * * * (c) * * * notice of 
the proposed dismissal or compromise shall be given to all members of 
the class in such manner as the court directs’’. No such notice has been 
given with, or without, the order of the court. The complaint itself 
(paragraph 7) states that 

‘‘* * * the plaintiffs representing the entire Membership of ‘Inter- 

national’ with whom these plaintiffs have a joint and common interest 

in the several causes of action hereinafter set forth, bring this suit as 

a class bill for and in behalf of the International Union its officers, 

Executive Council and members. The members of said ‘International’ 

are toc numerous to be named as individual plaintiffs to bring this 

suit, and the controversy herein is of common and general interest 
to all of the persons constituting the members, including the plain- 
tiffs. Plaintiffs bring this class action with adequate representation 


pursuant to Rule 23 of the Rules of Civil Procedure.’’ 
Of course, the mere allegation that a proceeding is a class action does 


not conclusively make it so. 3 Moore’s Federal Practice, 3423; Speed v. 
l'rans-America Corp., (D.C. Del. 1945) 5 F.R.D. 56. But upon the face 
of the complaint—a suit for infringement of plaintiffs’ trade mark under 
the Lanham Act—the above allegation would appear correct that the pro- 


‘eeding is in fact a class action, since the members of a trade union, or 





THE TRADE MARK REPORTER Vol. 44 T. M. R. 


other unincorporated association, clearly have a joint or common right in 
its trade mark. Furthermore, this very right makes obvious the reason for 
the requirement of the rule that, before such a class action, brought for 
all members of the class by certain representatives of the class, can be 
dismissed, notice must be given all members of the class, as directed by 
the court. Both the purpose and the words of the rule make such notice 
to the members and approval of the court mandatory conditions precedent 
to dismissal. Delahanty v. Newark Morning Ledger, (D.C. N.J. 1939) 26 
F.Supp. 327; Lucing v. First National Bank, (6 Cir. 1944) 142 F.2d 528 
3 Moore’s Federal Practice, 3551, 3555; Barron and Holtzoff, Federal 
Practice & Procedure, Sec. 570. Nor is May v. Midwest Refining Co., (1 
Cir. 1941) 121 F.2d 431, to the contrary. In that class suit no voluntary 
dismissal was involved. Hence the above rule as to voluntary dismissals, 
which expressly excepts class actions, was inapplicable. Furthermore, the 
court, in directing the dismissal over the objection of the then plaintiffs, 
had passed on the merits of such objection, interposed for the benefit of 
all, and thus made the matter res adjudicata both as to the then parties 
and their privies, the rest of the class. Hence there was no need of noticing 
the rest of the class for a hearing on that foreclosed question. The lack 
of notice to them was therefore an immaterial irregularity. 

Defendants’ motion to vacate the voluntary dismissal of the Federal 
Suit will be granted. 

The State Suit 

In this suit, now removed, plaintiffs move to remand, claiming lack 
of diversity of citizenship, lack of jurisdictional amount, and in addition, 
lack of a Federal question. Defendants claim the contrary in each respect. 
On one thing both sides agree, namely, that both suits are based upon 
the same facts and circumstances. 

The allegations of the complaint herein are confusing. For instance, 
it alleges (paragraph 9) the issuance of letters copyright to the union in 
the U.S. Patent Office for its trade mark ‘‘by virtue of which letters copy- 
right this honorable court has jurisdiction’’, a reference appropriate to a 
Federal, not State, suit. And in its prayers for relief, the ‘‘Lanham Trade 
Mark Act’’ is specifically alluded to. On the other hand, it is doubtless 
true, as plaintiffs’ counsel says in his affidavit on motion to remand, that 
same were a mere inadvertence, since the complaint generally couts on an 
alleged violation of the State Trade Mark and Label Act. (N.J.R.S. 1937. 
56 :3-1, et seq.). Here it should be noted that a trade mark is generally 
the adoption of something already in existence, while the ‘‘ writings’’, which 
are the subject of copyrights, and therefore of exclusive Federal jurisdic- 
tion (U.S. Const. Art. I, See. 8, Clause 8) are only such as are original, 
and founded in the creative powers of the mind of the applicant for copy- 
right or his assignee. Trade Mark Cases, 100 U.S. 82 (1879). Thus Federal 
authority over trade marks, as distinguished from that over copyrights 
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generally, is not necessarily exclusive, but is based upon the interstate 
commerce nature of the transaction. Macaulay vy. Malt Co., (C.A. D.C. 
1925) 4 F.2d 944. 

The above is pertinent to the allegation in the complaint in the State 
suit (paragraph 9) that plaintiffs hold ‘‘letters copyright’’ on the above 
trade mark. If they did, and the action was based thereon, of course this 
Court would have jurisdiction, exclusive of the State courts, of these 
proceedings because of the above constitutional provision. But counsel 
advise that this allegation is also an inadvertence, which will therefore be 
disregarded. In addition, the complaint in the State action repeatedly 
alludes to the use of the trade mark in interstate and foreign commerce. 
Since Congress has spoken, in the Lanham Act, as to how infringements 
of trade marks in such commerce are to be treated, the further question 
arises as to whether the State Trade Mark Act can be constitutionally 
considered to apply to trade marks, insofar as they are used and infringed 
in interstate and foreign commerce, and whether, if such be the case here, 
the complaint, if of that character, is valid. But the answer to this ques- 
tion depends in the end both on the facts and the law. Furthermore, the 
answer thereto would, presently at least, seem academic. For (1) if the 
State action in fact covers interstate and foreign commerce, and is per- 
chance invalid for the above reasons, plaintiffs’ rights are fully protected 
by the present Federal action, admittedly founded upon the same facts 
and circumstances, so plaintiffs, the moving party, lose nothing. (2) If 
the State action is of that character, and yet perchance is valid despite 
the above, then, for the reasons set forth below, this Court appears to have 
jurisdiction of the State action anyway, and so plaintiffs lose nothing. But 
(3) if the State action does not cover interstate and foreign commerce, 
and is valid as such, this Court retains jurisdiction, for the reasons set 
forth below, and so plaintiffs lose nothing. 

Thus the State action will presently be considered as valid and as one 
brought under the State Trade Mark Act in the State Chancery division 
by some ‘‘person, association or organization’’ claiming rights in a trade 
mark filed for registry in the State (N.J.R.S. 56:3-10), or perchance as an 
action which ‘‘may be brought in the recognized name of any such associa- 
tion or organization’’, or in the names of certain authorized officers 
(N.J.R.S. 56:3-12), the latter provision apparently giving an additional 
permissive procedure, of similar character to that authorized in the previ- 
ous provisions. However, it is important on this motion to remand to 
ascertain the true nature of the complaint, as such, and of the plaintiffs 
herein. For, since the suit is not under the Lanham Act, the only basis 
for Federal jurisdiction is the claim that it is one between citizens of 
different states, and the decision of this question, in turn, depends upon 
whether this suit is, or is not, a class action. This is for the reason that, 
if it is a class action, then we consider the citizenship only of the present 
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plaintiffs, as contrasted with the citizenship of the defendants. Inter- 
national etc. Assn. v. Master etc. Union (D.C. N.J. 1940) 34 F.Supp. 178, 
181; 3 Moore’s Federal Practice, pages 1413 and 3436. Since the present 
plaintiffs are citizens of Illinois, and the defendants are to be considered 
as citizens of New Jersey, for reasons set forth below, the requisite diversity 
of citizenship would then exist. But if it is not a ciass action, but one 
brought in the name of the association or its officers authorized by the 
association, then we must consider the citizenship, not of the present 
plaintiffs, but of all the members of the Union, which goes up into the 
thousands, and doubtless contains New Jersey citizens (ibid.). Thus the 
necessary complete diversity would then be lacking. 

Nor does the grant by the New Jersey statute of the right to sue in 
the name of the association or its duly authorized officers (N.J.R.S. 56 :3-12) 
in any wise detract from the right of the members of the association to 
bring a class action to protect from infringement their joint or common 
rights in the trade mark. That such class actions have been specifically 
recognized in New Jersey in regard to the rights of members of labor 
unions, see International P. T. Association v. Master Printers Union, supra; 
Baker v. Master Printers Union, (D.C. N.J. 1940) 34 F.Supp. 808. They 
are specifically authorized to protect same by suit under such statute, if 
not at common law. The statute does not purport to divest the members 
of such right and transfer same to the association itself as a theoretic 
entity. Furthermore, the statute merely permits, and does not require, 
that the action be brought in the name of the association or its duly 
authorized officers. This right of suit in the association or its duly author- 
ized officers must thus be considered a less cumbersome remedy, additional 
to that already existent in the members of the association to bring a class 
action. Tunstall v. Brotherhood of Locomotive Engineers, (4 Cir. 1945) 
148 F.2d 403; Moore’s Federal Practice, pages 3435 and 3546; Tisa v. 
Potofsky, (S.D. N.Y. 1950) 90 F.Supp. 175. 

Turning to the question of whether or not this is a class action, we 
find that the complaint itself (paragraph 4) alleges that plaintiffs ‘‘bring 
this action for and on behalf of the entire membership’’ and that it 
further alleges (paragraph 7) : 

‘*Plaintiffs herein have no interest which is in any way adverse 
to, in conflict or inconsistent with the interests of ‘International’ or 
any of the members thereof; and the plaintiffs representing the entire 
Membership of ‘International’ with whom these plaintiffs have a joint 
and common interest in the several causes of action hereinafter set 
forth, bring this suit as a class bill for and in behalf of the Inter- 
national Union, its officers, Executive Council and members. The 
members of said ‘International’ are too numerous to be named as 
individual plaintiffs to bring this suit, and the controversy herein is 
of common and general interest to all of the persons constituting the 
members, including the plaintiff. Plaintiffs bring this action with 
adequate representation pursuant to R.S. 56 :3-12 and R.R. 4:36.’’ 
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This specific detailed allegation that the State suit is a class action is not 
nullified by the mere reference to N.J.R.S. 56:3-12, particularly since this 
reference is immediately followed by a reference to the State Practice 
Rules (R.R. 4:36), which themselves refer to class actions in terms similar 
to the Federal Rules. 

The complaint must therefore be considered as a class action brought 
under the New Jersey Trade Mark Act. Both defendant corporations are 
doing business, and were served, in New Jersey, though they are chartered 
elsewhere. Hence for venue purposes they are both New Jersey citizens 
(28 U.S.C. See. 1391(a)(¢e), while present plaintiffs are both Illinois 
citizens. Thus the State action has the requisite complete diversity of 
citizenship between plaintiffs and defendants. 

The sole remaining question bearing upon the propriety of its removal 
to this Court, and the present motion to remand to the State Court, 
depends upon whether or not the amount in controversy exceeds the sum 
of $3,000.00. In regard to this, the complaint itself alleges (paragraph 11) 
that the Union has expended hundreds of thousands of dollars in adver- 
tising, publicizing and introducing its trade mark throughout the United 
States and Canada, in addition to the expenditure of time and effort, ‘‘all 
of inealeulable value’’. Since the basic issue in the suit is the infringing 
and rendering valueless of this trade mark, on which plaintiffs have 
expended hundreds of thousands of dollars to give it value, it would seem 
clear, prima facie, that the amount in controversy substantially exceeds 
$3,000.00. This is regardless of whether the damages recoverable in trade 
mark infringement suits are the value of the trade mark, Jewel Tea Co. v. 
Kraus, (D.C. Ill. 1950) 88 F.Supp. 1003 [40 TMR 120], the injury present 
and prospective, inflicted upon the trade mark by defendant’s conduct, 
Food Fair Stores v. Food Fair, (D.C. Mass. 1948) 83 F.Supp. 445, 452 
(38 TMR 1085]; Pure Oil Co. v. Puritan Oil Co., (D.C. Conn. 1941) 39 
F.Supp. 68 [31 TMR 382], or the pecuniary gain or loss to either party. 
Smith v. Adams, 130 U.S. 167 (1889) ; Cowell v. City Water Supply Co., 
(8 Cir. 1903) 121 F.2d 53; Harrison v. Grandison Co., (D.C. E.D. La. 1940) 
34 F.Supp. 356. Nor have plaintiffs denied this jurisdictional amount on 
the record, though they have in their briefs. Of course, if there is an 
issue of record as to the amount in controversy, defendants must make 
their prima facie proof definite. Stangard Dickerson Corp. v. United 
Electric Workers, (D.C. N.J. 1940) 33 F.Supp. 449. 

Accordingly, if plaintiffs deny on the record the existence of the 
statutory amount in controversy within thirty days from the filing of this 
opinion, a hearing will occur on that issue; if not, the motion to remand 
the State suit will be denied. 


NN 
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SUPREME GRAND LODGE, MODERN FREE AND ACCEPTED 
COLORED MASONS OF THE WORLD v. 
MOST WORSHIPFUL PRINCE HALL GRAND LODGE, 
FREE AND ACCEPTED MASONS, JURISDICTION OF GEORGIA 


No. 14374—C.A. 5— January 6, 1954 


REMEDIES—INFRIGEMENT—SCOPE OF RELIEF—INJUNCTION 
Defendant is enjoined from use of words FREE AND ACCEPTED MASONS where 
purpose was to mislead public and to reap benefit of good will which plaintiff was 
entitled to enjoy by virtue of prior and authorized appropriation of words as part 
of its name. 

Appeal from District Court for Middle District of Georgia, Concer, J. 

Action by Most Worshipful Prince Hall Grand Lodge, Free and 
Accepted Masons, Jurisdiction of Georgia v. Supreme Grand Lodge, Mod- 
ern Free and Accepted Colored Masons of the World, for unfair com- 
petition. Defendant appeals from judgment for plaintiff. Affirmed, 
Hutcueson, Chief Judge, dissenting with opinion. 

W. Edward Swinson and Swinson, Elliott & Schlott, of Columbus, Georgia 
for appellant. 
Forrest L. Champion, Jr., and Foley, Chappell, Kelly & Champion, of 

Columbus, Georgia for appellee. 

Before Hurcueson, Chief Judge, and Russeuu and Rives, Circuit Judges. 
RvussELL, Circuit Judge. 

This action was instituted by appellee, a Georgia corporation, to enjoin 
appellant, an Alabama corporation, from engaging in conduct alleged to 
constitute unfair competition against appellee, and from holding itself out 
as a Lodge of Freemasons or as a member of the Masonic Fraternity. It 
was further prayed that appellant be enjoined from using the name 
SUPREME GRAND LODGE, MODERN FREE AND ACCEPTED COLORED MASONS OF THE 
worLD. After trial to the court without a jury, the court entered findings 
of fact, conclusions of law and the judgment’ from which this appeal is 
prosecuted. This judgment, as later amended, enjoined appellant from 
appropriating and using the ritual ceremonies, insignia, ete., of appellee 
and from using the words FREE AND ACCEPTED, FREE AND ACCEPTED MASONS 
or MASONS in connection with its organization. 

It is contended by appellant that since appellee does not have the 
‘*exclusive’’ right to the use of the words FREE AND ACCEPTED as a part of 
its Masonic name, as found by the court, and that such right is a pre- 
requisite to the invocation of sections 106-291-2, 1933 Code of Georgia, the 
court erred in granting the injunctive relief. This argument is predicated 
upon the theory that the remedy afforded by those statutes is the only 
remedy available to appellee. The enactment of this statutory remedy for 


1. Reported at 105 F.Supp. and which set forth the contentions of the parties and 
the court’s findings of fact and conclusions of law. 
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the protection of such organizations as are named therein against the in- 
fringement and unauthorized use of their names and emblems merely 
created a new remedy for an existing right,? and did not expressly, or by 
necessary implication, abrogate the pre-existing remedy. In these circum- 
stances the new remedy is cumulative,® and appellee could rightfully, and 
did, pursue its common-law remedy to enjoin the unlawful use of its name 
and emblems. 

With this proposition established there is left the question of the 
sufficiency of the evidence to support the findings and conclusions of the 
trial court. Appellant was organized in Alabama in 1917 and was incor- 
porated under the laws of that State in 1921. It has been doing business in 
Georgia since 1924, although it was not officially authorized to do business 
in that State until 1950. At the time of the trial appellant was doing 
business in seventeen states. The present suit relates only to the State of 
Georgia. During all of this time appellant and its predecessors have been 
operating without a warrant or charter from any recognized Masonic body, 
which would be required in order to constitute it a legally existing Masonic 
organization according to Masonic history and jurisprudence. Appellee 
was first organized in Georgia in 1866, and was incorporated under the 
laws of Georgia in 1890, and has enjoyed a continuous existence in Georgia 
since it was originally organized. Appellant uses substantially the same 
ceremonies, rituals, insignia, symbols, emblems, signs and paraphernalia as 
is used by appellee. 

The voluminous record in this case is replete with evidence which the 
trier of the facts could find showed that appellant held itself out to the 
public as a duly authorized and constituted Masonic Lodge and that it 
intended to, and did mislead the Negro populace of various communities 
in Georgia where it operated to believe that it was so constituted when in 
fact it was not. Such conduct, coupled with the adoption and use of a 
name containing the distinctive words FREE AND ACCEPTED MASONS was 
designed to enable appellant to reap the benefits of the good will which 
appellee was entitled to enjoy by virtue of its prior appropriation of the 
words as a part of its name and its long-continued use of them. The 
finding of the trial court that appellant’s adoption of the infringing words 
as a part of its name was done with intent to deceive and defraud the 
public is well supported by the evidence, and therefore we do not deem it 
necessary to consider appellant’s contention that such intent must be proved 
as a prerequisite to the granting of injunctive relief. 

The claim that appellee’s right to injunctive relief is barred by laches 
was considered and overruled by the trial court, notwithstanding the fact 


2. Lane v. Brothers & Sisters of the Evening Star Society, 120 Ga. 355; Crasweil 


v. Knights of Pythias, 133 Ga. 837, reversed on other grounds, 225 U.S. 246. 

3. Faisan v. Adair, 144 Ga. 797; Cook v. Securities Investment Co., 184 Ga. 544, 
549; Southern Rwy. Co. v. Moore, 133 Ga. 806; Carr v. Georgia Railroad and Banking 
Co., 1 Ga. 524, 
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that appellant did not affirmatively plead this defense in its answer,* and 
it was presented only after judgment, when the motion was disallowed. 
Each case involving the question of laches must be determined according 
to its own particular circumstances. Bryan v. Willingham-Little Stone 
Co., 194 Ga. 563; Hughes v. Cobb, 195 Ga. 213. ‘‘The question of laches 
is addressed to the sound discretion of the chancellor, and his decision will 
not be disturbed on appeal unless it is so clearly wrong as to amount to 
an abuse of discretion.’’ Equitable Building & Loan Assn. v. Brady, 171 
Ga. 576, 585; Mountain Manor Co. v. Greenoe, 205 Ga. 619, 621. While 
the record discloses that appellant did transact some business in Georgia 
as early as 1924, the extent of such operations is not disclosed by the 
record. It was not until 1946, about a year after appellant moved its 
offices from Phoenix City, Alabama, to Columbus, Georgia, that notice of 
appellant’s operations in Georgia was brought home to appellee. There- 
after, many of the specific acts of infringement and unfair competition 
complained of by appellee occurred. Under these facts the court was not 
required to conclude that appellee’s delay in instituting this action con- 
stituted laches. 

We are not unmindful of the rights of members of appellant in the 
burial certificates already issued to them by it. We do not construe the 
judgment as in anywise disturbing these rights. Furthermore, the injune- 
tion granted operates only prospectively, and it is effective only within the 
territorial limits embraced in the suit,—the State of Georgia. 

The trial court’s findings of fact are not clearly erroneous and the 
judgment is free from errors of law. 

Judgment affirmed. 

Hutcueson, Chief Judge, Concurring in part and dissenting in part. 

I concur in so much of the opinion as declares that there was sufficient 
evidence to support the finding and decree that appellant’s use in its name 
of the words FREE AND ACCEPTED should be enjoined. 

I dissent (1) from so much of it as seems to find that the plaintiff has, 
while the defendant has not, a warrant or charter from any recognized 
Masonic body, and (2) from so much of it as affirms the amendment to the 
decree which enjoins the defendant from using in its orders, by-laws, etc., 
the word MASONS. 

I dissent as to the first ground because, as I read the record, there is 
no basis in the evidence or in the trial court’s findings for the view that 
plaintiff is, and defendant is not, ‘‘a legally existing Masonic organization 
according to Masonic history and jurisprudence.”’ 

The evidence does show, and the district judge does find ‘‘that neither 
the plaintiff nor the York Masons recognized the defendant as being legally 
organized and constituted because it has no writ, warrant, or charter from 


4. See Rule 8(c), Federal Rules of Civil Procedure, Title 28 U.S.C.A.; Tornello v. 
Deligiannis Brothers, Inc., 180 F.2d 553. 
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a superior legally existing body’’, but the evidence does not show and the 
district judge does not find that the plaintiff has any such writ, warrant, 
or charter. As a matter of fact the court finds that both plaintiff and 
defendant trace their legal origin to a charter issued by a state court. 
The plaintiff was granted a charter in Georgia by the Superior Court of 
Chatham County in 1890. The defendant was granted one by a court of 
competent jurisdiction for Jefferson County, Alabama, under the name 
FREE AND ACCEPTED COLORED MASONS OF AMERICA. 

I dissent as to the second ground, the affirmance of the amendment 
enjoining defendant from using the name Masons because there is not in 
the record, in my opinion, or in the findings of the district judge any 
basis whatever for depriving defendant of the right granted it by the 
Alabama court to use the word MASONS, a right accorded them by the 
Alabama court and which they have enjoyed in Georgia by actual use for 
nearly thirty years. 

The thrust of plaintiff’s suit, its whole evidence was not against the 
use of the word MASONS, it was against the use of the words, FREE AND 
ACCEPTED. The findings of the judge were not directed against that use, 
indeed he found that the York Masons and defendant were well disposed 
toward each other, and he advised that they seek to consolidate. 

The amendment to the decree which was the result of the filing by 
defendant, not plaintiff, of a motion for new trial, appears to me to be 
made out of the whole cloth, without evidence or finding to support it, 
and contrary to both defendant’s legal and equitable right to use the name. 

As the district court finds, the defendant came into existence about 
the year 1917, when a group of six or eight persons said to be Master 
Masons, met and organized. All that he could say for plaintiff was ‘‘That 
plaintiff and its claimed legitimate predecessors, although often not using 
the exact name presently used, has had a favorable and continuous exist- 
ence in America since the year 1796.’’ 

It seems to me in the light of the rule the opinion lays down, that 
‘‘a warrant or charter from a recognized Masonic body would be required 
in order to constitute a legally existing Masonic organization according to 
Masonic history and Jurisprudence’’ (if that has anything to do with the 
case). It is the pot calling the kettle black when the plaintiff calls the 
defendant illegitimate. 

Upon this record and findings, it seems to me that the claim of bar 
sinister has no place in this case, and especially not in the left handed 
way it came in by the granting of an injunction on a motion for a new 
trial without request made for it and without evidence or findings to 
support it. 

I respectfully dissent. 
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JUNG PRODUCTS INCORPORATED v. FUTURA CREATIONS, INC. 
No. 59-300 — D.C., $.D. N.Y. — January 27, 1954 


REMEDIES—INJUNCTION 
Where plaintiff has used the mark FUTURO in connection with apparel prior 
to defendant’s use of FUTURA on similar goods, use by defendant of said mark 
is likely to cause confusion and an injunction will issue against said mark and of 
the term FUTURA as part of its corporate name since its use renders defendant 
guilty of unfair competition. 

Action for trade-mark infringement and unfair competition by Jung 
Products Incorporated v. Futura Creations, Inc. Judgment for plaintiff. 
Frank Zugelter and Gerald B. Tjoflat, of Cincinnati, Ohio and John M. 

Cole, of New York, N. Y. for plaintiff. 

Spring & Eastman, of New York, N. Y. for defendant. 
Bonpy, District Judge. 

This cause coming on to be heard upon the complaint, answer and 
evidence adduced at trial, and the Court being advised, finds as facts and 
concludes as law, that the plaintiff is the owner of the trade mark FUTURO 
and of United States registration certificate No. 435,147 issued therefor 
by the United States Patent Office; that this Court has jurisdiction of 
the parties and of the subject matter in controversy; that the plaintiff’s 
FUTURO brand products have been continuously sold within the jurisdic- 
tion of this Court since prior to the incorporation of the defendant and 
prior to the first use of the term or mark FruTuRA by the defendant; that 
the defendant has used the term and mark FuTURA within the jurisdic- 
tion of this Court, upon articles of apparel having the function of an 
undergarment related as a foundation garment to other clothing and for 
supporting various parts of the wearer’s body; that various of the goods 
of the plaintiff and the goods of the defendant are of such character 
that they are functionally similar and in some instances identical; that 
the marks FUTURO and FUTURA are confusingly similar; that the defend- 
ant has infringed upon the plaintiff’s property rights in the trade mark 
FUTURO and the registration therefor; that the defendant by its use of 
the term FUTURA as part of its corporate name or business style has been 
and is guilty of unfair competition; that the plaintiff has waived ac- 
counting, and that judgment be and hereby is awarded to the plaintiff as 
prayed for excepting an accounting but including issuance of a writ of 
injunction directed to and upon the defendant, Futura Creations, Inc., 
its assigns and successors, whereby to hereafter enjoin and foreclose the 
defendant, its successors and assigns from any and all use of the term 
FUTURA and any other term similar thereto or similar to the plaintiff’s 
trade mark FUTURO. 





Vol. 44 T. M. R. COLE CHEMICAL vy. COLE LABORATORIES 


COLE CHEMICAL COMPANY v. 
COLE LABORATORIES, INC., et al. 


No. 8832 —D. Ct. E.D. Missouri E. Div.—February 8, 1954 


EFFECT OF REGISTRATION—THE PRINCIPAL REGISTER—EVIDENCE 
Clear and convincing proof is necessary to show fraud in obtaining of regis- 
tration. 
TRADE-MARK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILARITY 
Confusion in medicinal product trade-marks can have serious consequences for 
the public, and must be prevented. 
REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—IN GENERAL 


Defendant breaches contract under which it undertook not to engage in busi- 
ness of dealing in pharmaceuticals under name of Cole Chemical Corporation, or 
similar names, where it sells, under name of Cole Laboratories, Inc., pills to third 
party pill-packing concern for processing for sale; such conduct is dealing in 
goods; confusion is inevitable and injunctive relief is granted, particularly in view 
of potential danger to public health. 


Interpretation of defendant’s contractual rights is affected in part by con- 
siderations of character of pharmaceutical products involved and need for protection 
of public; such considerations outweigh inconvenience to defendant. 


REMEDIES—UNFAIR COMPETITION—EVIDENCE 
Assumption is made that past confusion will continue, where policies remain 
unchanged. 
REMEDIES—INFRINGEMENT—SCOPE OF RELIEF—INJUNCTION 


Plaintiff ’s name, Cole Chemical Company, is confusingly similar to defendant’s 
name, Cole Laboratories, Inc., but injunctive relief is denied owing to contractual 
agreement between parties as to use of name. 


Action by Cole Chemical Company v. Cole Laboratories, Inc., et al. for 
specific performance of contract and, in the alternative, for trade-mark 
infringement and unfair competition. Defendants counterclaim for can- 
cellation of trade-mark registration. Judgment for plaintiff. 

Bruninga & Sutherland, John H. Sutherland, and Philip B. Polster, of St. 

Louis, Missouri for plaintiff. 

Kingsland, Rogers & Ezell, Estill E. Ezell, and Glenn K. Robbins (Dubail 

& Judge of counsel), of St. Louis, Missouri for defendants. 

HuLen, District Judge. 

Plaintiff seeks an injunction to enforce compliance with a contract 
made in settlement of a trade mark controversy in 1941. In the alternative 
plaintiff would abandon the contract, recover damages for unfair competi- 
tion, and ask for injunctive relief against use of plaintiff’s trade mark. 
Both diversity and federal law, together with amount in controversy, give 
the court jurisdiction. 

Defendant affirms the contract and pleads estoppel resulting from 
acquiescence by plaintiff in use of the trade mark. A counterclaim asks 
cancellation of one of plaintiff’s trade marks for fraud in procurement. 
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We conclude plaintiff is entitled to injunctive relief to force com- 
plianece with the contract and to protect its mark. The breach of the 
contract by defendant does not justify its abandonment. Defendant failed 
to sustain its special defenses. 

Plaintiff was originated by Barzillai L. Cole, operating under the 
trade mark cCOLE’s in manufacturing and selling pharmaceuticals. The 
place of business was in St. Louis, Missouri. The business was incorpo- 
rated in 1920. Plaintiff is the owner of trade mark Registration No. 
274,159 and No. 563,761—coLE and coLe’s. Plaintiff’s trade marks and 
trade name, and the products sold under them, have been widely publicized 
and sold throughout the United States and in foreign countries. The trade 
marks acquired a secondary meaning prior to defendant’s incorporation 
as Cole Chemical Corporation in 1935. Such secondary meaning designates 
plaintiff as the source of pharmaceuticals and related products such as 
disinfectants and antiseptics bearing plaintiff’s trade name and marks. 
Plaintiff sells its products principally to drug suppliers, drug stores, doc- 
tors, clinics, and hospitals. COLE is a well known name in the drug trade 
and among the medical profession, and is understood to refer to plaintiff’s 
products only. Throughout the period of plaintiff’s business history and 
that of its predecessor it has built up a valuable reputation and its marks 
carry with them the high esteem plaintiff enjoys among the trade. 

The president of defendant is David Catts. Prior to her marriage his 
wife adopted the name M. V. Cole for a stage name. She married Catts in 
1929. The original company was a partnership owned by the husband and 
wife. They did business as M. V. Cole Company. In 1935 they incorpo- 
rated as the Cole Chemical Corporation. 

Plaintiff brought suit in 1940 against the Cole Chemical Corporation 
and David Catts, its president. Infringement of plaintiff’s registered 
trade mark and unfair competition were charged. That suit was terminated 
in January, 1941, under an agreement. This agreement provided: 


**2. First Parties [defendants] further agree that on and after 
March 1, 1941, they will not sell or offer for sale any product or prep- 
aration listed in the United States Pharmacopoeia under a label or in 
a package upon which the name Cole is featured, beyond the extent 
of being included as a part of the name Cole Laboratories, Inc. 

‘*3. First Parties further agree that if after June 30, 1941, thev 
sell, or offer for sale, any pharmaceutical or medicinal preparation 
directly or indirectly to the drug (wholesale or retail) trade, hospitals, 
dispensaries, clinics or the medical or surgical professions, the name 
COLE shall not in anywise appear on labels, packages, or advertising 
matter appertaining to the same; but nothing herein contained shall 
be construed as prohibiting First Parties from selling said products 
in said trade channels through an affiliated or subsidiary organization, 
the name of which does not include the name COLE.’’ 

Following execution of this contract defendant formed Retort Phar- 


maceutical Company, Ine. It was owned by defendant Cole Chemical 
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Corporation and was formed to sell its pharmaceutical preparations and 
comply with the 1941 contract. The trade mark RETORT was adopted and 
a large number of pharmaceutical preparations have been sold under this 
mark since 1941. 

Since the agreement of 1941, defendant has made and sold janitor 
supplies, including disinfectants, cleansers, deodorants and industrial 
chemicals, under the name Cole Laboratories, Inc. and the trade marks 
COLE and SPEED. 

There was no further controversy between plaintiff and defendant until 
1952. In 1950 defendant placed on the market a product known as HEX- 
o-saAN. It was a soap with antiseptic properties recommended for use by, 
doctors and in hospitals. Defendant secured approval of the product by 
the American Medical Association. It is a pharmaceutical. It was sold 
under defendant’s name and the trade mark cote. Admittedly this was a 
violation of the 1941 agreement. To date sales of HEX-0-SAN have been 
small. Defendant sustained a loss in the venture. 

In the summer of 1952 defendant’s counsel called the sale of HEX-0-SAN 
to defendant’s attention as a contract violation. Defendant claims it was 
then under the impression HEX-0-SAN was not a pharmaceutical. The result 
of the conference was failure of defendant to stop its activity in HEX-0-SAN 
under the name of cote. For that reason this suit followed October 14, 
1952. 

The deposition of Dr. Schaefer was taken by plaintiff. He was defend- 
ant’s ‘‘expert.’’ He classified HEX-0-SAN as a pharmaceutical. Defendant 
took it off the market as defendant’s product and discontinued the use of 
the name COLE in its sale. This was avowed by defendant as an act to 
comply with the contract of 1941. 

During the discovery procedure in this case plaintiff discovered, for 
the first time, that defendant had failed to adhere to the 1941 contract in 
other ways than the sale of HEXx-0-sAN. Defendant has solicited pharma- 
ceutical business in South America in its COLE name. It made sales to the 
Government in this name and in some instances the product bore the CoLE 
trade mark. Defendant has sold disinfectants in its name and bearing the 
trade mark cote. There is a difference of opinion among the experts 
whether such are pharmaceuticals. The same is true of some types of 
soap sold by defendant. Defendant sells janitor supplies of the chemical 
‘lass. Defendant also sells commercial chemicals. In 1941 defendant’s 
business was less than $200,000 gross a year. It is now $2,000,000 annually. 

Other facts bearing on specific issues will be referred to under proper 
livisions. 

I. The issue of abandonment is governed by well-recognized rules of 
law. Before defendant’s violations can amount to abandonment in law, 
the breach must go to the substance of the contract. Defendant now un- 
qualifiedly affirms the contract. It promises future conformity. Where 
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there is no distinct refusal to be bound by the contract in the future by 
the party in default, his conduct must clearly indicate that he does not 
intend to be bound by its terms before abandonment ean arise. Pasquel v. 
Owen, 186 F.2d 263. 

Defendant has not given its past operations such restriction as is 
plainly called for by the 1941 contract. Defendant is subject to censure 
for employing a sales manager who acted for years ignorant of the exist- 
ence of the 1941 agreement. He unknowingly violated the contract. This 
was the result of Catts’ failure to take the contract seriously. It is surpris- 
ing there were not more violations. Failure to recognize HEX-O-SAN as a 
pharmaceutical is another instance of loose dealing with the contract by 
Catts. It was only one product. It is a soap. Some soaps are in the zone 
of dispute. But defendant secured the approval of HEX-0-SAN by the 
American Medical Association. Why Catts failed to classify it properly 
is still unexplained on this record. The sales to the Army is evidence of 
carelessness. To what extent the Army transactions violated the contract 
is in doubt. That is defendant’s fault. It made the contract. It is bound 
to conduct its business so that it can honestly declare itself free from any 
act that would be a contract breach. By engaging in doubtful activities 
defendant thereby raises some suspicion of its good faith in the whole 
matter. 

It remains to be seen if defendant can operate its Retort Pharmaceu- 
tical Company in the same building with Cole Chemical Corporation, using 
the same employees, office space, and shipping facilities, and not violate 
the terms of the 1941 contract. Offering the excuse of mistake and con- 
fusion will not constitute a defense to future violations resulting from 
this cause. The cause is of defendant’s own creation. If defendant’s sub- 
sidiary cannot continue present operations and stay within the contract, 
then it will be necessary to order complete physical separation. Plaintiff’s 
proof fails to show a substantial breach of contract. 

Plaintiff is entitled to a decree that defendant comply with the terms 
of the 1941 contract. 

II. Defendant by counterclaim attacks the validity of plaintiff’s 
Registration No. 563,761 for coLEe’s, which plaintiff applied for in 1949. 
Defendant claims the registration was granted on a false representation 
by plaintiff as to exclusive use of the mark on deodorants for five years 
prior to the filling of the application. Defendant asserts it has used the 
trade mark on disinfectants and deodorants since 1935, and plaintiff either 
knew or is charged with knowledge of such use. 

Defendant points to the 1941 contract as evidence of plaintiff’s knowl- 
edge of its use of the trade mark coLE. We read that contract as evidencing 
an intent of the parties that its terms bear mainly on the use of plaintiff’s 
name, COLE CHEMICAL COMPANY. The third paragraph recites defendant 
is ‘‘willing to change the name under which they have heretofore done 
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business in order to avoid confusion in the trade.’’ By paragraph 1 of the 
contract defendant agreed to change its name. By paragraph 2 defendant 
agreed not to use the name COLE in connection with certain products. By 
paragraph 3 defendant again agreed not to use the name COLE on certain 
products. These prohibtions were to render effective the change of name 
by defendant and not make it an empty gesture as regards plaintiff. 

Defendant has objected to plaintiff changing the contract of 1941. 
Neither can we rewrite it for defendant. There is no affirmative permission 
to defendant in the contract to use plaintiff’s trade marks. There is no 
notice in the contract from defendant to plaintiff that defendant had, or 
would, after signing the contract, use plaintiff’s trade mark on anything. 

Defendant relies on the testimony of its president that they had used 
plaintiff’s trade mark prior to 1935 on disinfectants and deodorants. We 
must rely entirely on his oral statement. His testimony in regard to a 
‘letter of March 1935’’ casts some doubt on his powers of recollection for 
the period. 

Defendant now, by brief, would use a letter offered in evidence by 
plaintiff, dated March 31, 1935. The letter shows only that defendant was 
using the name COLE CHEMICAL CORPORATION. During the trial the presi- 
dent of defendant denied authority for anyone to write the letter on 
defendant’s behalf. He emphatically denied his signature. Does he now 
admit it? The letter has never been identified to the point of constituting 
substantial evidence. Even if it were, it gives no notice of the use of the 
mark COLE. 

The evidence offered does not qualify as that clear and convincing 
proof necessary to show fraud. It lacks corroboration. It is reasonable to 
believe if the mark had been used, as claimed, at least one sample, or a 
record of some kind, would have been produced. None was offered. There 
is evidence of a listing by defendant in the Thomas Register for 1947, 
under the trade mark sPEED, of disinfectants, sanitary chemicals and use 
of name COLE-SPEED for industrial chemicals. This is inconsistent with 
defendant’s present claims. 

Defendant made a trial stipulation that neither the president, vice- 
president, nor attorney of plaintiff had seen a label of defendant’s in which 
the trade name COLE appeared, until this suit was filed. 

Plaintiff used the mark coLe’s on disinfectants, deodorants, and fungi- 
cides in the five-year period preceding April 28, 1949, the date of filing of 
the application which matured into trade mark Registration No. 563,761. 
There is no substantial evidence of use by defendant during this five-year 
period of coLE’s on disinfectants, deodorants, fungicides, chemical for- 
mulas and commercial chemicals. The oath on behalf of plaintiff to sub- 
stantially exclusive use, in the application under Section 2(f) of the Trade 
Mark Act of 1946, 15 U.S.C. § 1052(f), maturing into Registration No 


963,761 was accordingly valid. 
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Defendant has failed to carry the burden of proof on this issue. 

Plaintiff is the owner of the trade mark coLe’s under Registration 
563,761. 

III. For the reason above stated we also find against defendant on 
his plea of estoppel, based on alleged knowledge of plaintiff of defendant’s 
use of the trade mark by defendant long prior to this trial. There is no 
substantial evidence to support any such claim, other than on HEX-0-SAN, 
the subject of moving cause of this controversy. 

IV. Plaintiff and defendant, through Retort Pharmaceutical Co., are 
engaged in the sale of medical preparations. They are for ultimate human 
consumption or use. They are of numerous kinds and are prescribed to be 
taken in various ways. They are practically all for ailments of the human 
body. Confusion in such products can have serious consequences for the 
patient. Confusion in medicines must be avoided. 

Ivers-Lee is a pill-packing concern. It has been used to pack pills for 
plaintiff. It has been used by defendant for the same purpose, but in its 
Cole name only. The presumption is that it will continue to do so. If not, 
then someone in a like business will be used. Because of the similarity of 
names between plaintiff and defendant there has been confusion of medi- 
cines sent to Ivers-Lee by plaintiff and defendant for processing, by trans- 
posing names on records and notices in the Ivers-Lee plant. 

Defendant insists it has a right to do everything but sell pharmaceu- 
tical products under its name. It seems unconcerned in eliminating con- 
fusion. It argues that only when an advertisement for sale is published 
or a sale is made, must it be in another, or the Retort name, to meet the 
contract. Its brief reads: 


‘“We note parenthetically here that plaintiff does not charge 
defendant’s purchase of services, as at Ivers-Lee, and of supplies and 
materials of all kinds under its trade name COLE LABORATORIES, INC. 
as a breach of the January 7, 1941 agreement. This is because the 
agreement includes only the sale and offering for sale of pharmaceutical 
or medicinal preparations and not to the purchase of anything. We 
mention this fact so that no confusion will creep into the consideration 
of the case in respect to defendant’s right to purchase materials and 
services under its trade name, COLE LABORATORIES, INC.’’ (emphasis 
added) 

We cannot agree with defendant in its interpretation of the contract. 


It should be construed in light of the purpose it was intended to serve. It 
was executed to protect plaintiff’s trade mark and name. The prime pur- 
pose was to prevent unfair competition and prevent confusion of products 
and by similarity of names. By paragraph 1 defendant agrees: 

‘*1. First Parties agree that they will proceed immediately to 
change the name of the Cole Chemical Corporation to Cole Labora- 
tories, Inc., and that they will not, hereafter, engage in the business 
of dealing in pharmaceutical preparations under the name of Cole 
Chemical Corporation, or under any other name confusingly similar 
to therewith; but it is understood, that First Parties shall have the 
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right to continue in business under the name of Cole Laboratories, 
Ine., except as hereinafter indicated.’’ (emphasis added) 


We believe the quoted paragraph covers the conduct complained of. 
Failure to use the word ‘‘sale’’ and use of the words ‘‘dealing in’’ would 
imply that the latter should be given broader meaning than the former. 
Otherwise why use them? See Saunders v. Russell, 78 Tenn. 293, where 
‘‘dealing in goods’’ was held to imply buying as well as selling. See 
Webster’s New International Dictionary (Second Edition, 1944) : 

‘‘dealing * * * intercourse; traffic; as, to have dealings with a 
person. Method of business or manner of conduct.’’ 

In sending to Ivers-Lee for purpose of packing for sale, defendant 
was ‘‘dealing’’ in the product. If the contract does not cover the act, as 
defendant claims, then the contract is not subject to this interpretation and 
we are on a subject not covered by the contract. The general law must 
be followed. Either course leads to the same conclusion. 


Prevention of confusion and mistakes in medicine is too vital to be 
trifled with. The testimony of the president of Ivers-Lee illustrates what 
has happened : 

‘*Q. Mr. Voleckening, in your business has there been any confu- 
sion between the Cole Chemical Company and the Cole Laboratories? 

A. In keeping our records, I have reviewed the files for the last two 

years between the two companies and I find that in the matter of 


keeping our book records and in the matter of sending notices as to 
inventories on hand, when things are to be run, sending samples for 
assay to the Pure Food and Drug Division, that there has been con- 
fusion in that the notices for Cole Laboratories have been sent to Cole 
Chemical Company through stenographic error. 

In all my search there has been no confusion in the packing of the 
products because the products are not similar in name. Nor are they 
similar in structure nor do they go in the same size package. 

* * * * * 

‘*Q. I hand you Exhibit 5 and ask you if you can identify that 
as one of your company’s records. A. That’s right. 

**Q. Mr. Volekening, does Exhibit 5 pertain to Exhibit 4 in any 
way? Is there any relation between those two? A. To tell the truth, 
[ wouldn’t know. This is a form letter that is sent out in our Produc- 
tion Office when all materials are on hand. There is no doubt that it 
apparently applies to Cole Laboratories and she wrote it to Cole 
Chemical Company. Is Mr. Gansner in your company? 

* * * * * 

‘*A. Empire Chemical undoubtedly sent penicillin to use for the 
account of Cole Laboratories. The receiving slip was written prop- 
erly. The girl that typed the envelope typed Cole Chemical. So, I 
mean, this substantiates the position the Ivers-Lee Company takes in 
regard to this hearing which is, namely, that there is confusion in our 
various record departments relative to keeping the names Cole Lab- 
oratories and Cole Chemical Company separate without confusion, 
and no doubt there’s been many more than one change, but as far as 

* * * * * 
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**Q. Mr. Volckening, in how many departments of your business 
have these errors occurred? A. From the information we have seen 
so far I would say four.’’ 


We are at a loss to understand how any reputable medical manufac- 
turer or supplier would voluntarily tolerate such confusion in such a vital 
part of its operation. Even now, in this case, it is made light of. Defend- 
ant would try to defend its continuance. Elementary logic and reason 
would seem to compel them to demand that conditions which can result 
in such confusion be rectified. Must plaintiff stand by helpless until harm 
has resulted to some human being. Then the search will be for the negli- 
gent party and the cause of the confusion will end with everyone pleading 
innocent. Why not end it now? 

Defendant defends the confusion and the foundation on which it rests 
with the technical use of words in the contract. But defendant is con- 
fronted with a cloud on the use of its name. It is a name which defendant 
admitted over twelve years ago was confusingly similar to plaintiff’s and 
they were without right to use it ‘‘in dealing’’ with medicines. In order- 
ing the end to the cause for such confusion we place some burden on de- 
fendant. But it is small compared to the benefits it will force on defendant 
and as sought by plaintiff. 

Plaintiff is entitled to an injunction decreeing that defendant refrain 
from using its name, or any name which is confusingly similar, in dealing 
with pharmaceutical or medical preparations, at or prior to their offering 
for sale, at a time and place when to do so might lead to confusion and no 
such products will be dealt in, in its name, with any other person, firm 
or corporation handling them for defendant. 

V. Plaintiff’s trade marks and the contract of 1941 being valid and 
in force, what is their impact on defendant’s operations? The question of 
confusion is not simplified by the authority plaintiff accorded defendant 
under the 1941 contract to use the name COLE LABORATORIES, INC. This 
record shows some confusion in use of the name COLE LABORATORIES, INC. 
The experience with its new St. Louis plant is an illustration. Shall this 
circumstance, manifestly created by the defendant, but in accord with the 
contract, deprive plaintiff’s marks of any protection? 

Our conclusion is prompted partly by the character of products involved 
and the protection such products demand be accorded the public. We think 
this consideration and our order in furtherance of it, far outweighs any 
inconvenience it may cause defendant. The effort of plaintiff to accord 
protection and avoid confusion and defendant’s indifference to these same 
matters, cannot be avoided in any view we take of the record. 

Classification of the products involved by the Patent Office offers no 
solution. We are faced with two firms handling products so closely related 
that the same trade mark in use on each company’s products must lead to 
confusion. A layman would doubtless put many products in the pharma- 
ceutical and medicinal class that would not be approved by the experts. 
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But even the experts cannot agree. Note these paragraphs from defend- 
ant’s brief: 

‘“By footnote plaintiff now wants defendant’s COLE, COLATHER and 
GENASOAP classified as pharmaceutical preparations because they use 
‘Surgical’. Dr. Schaefer said no. So would Dr. Nelson.’’ 

‘‘* * * we take the positive position that disinfectants sold by 
defendant are classified specifically as janitors’ supplies and broadly 
as chemical compounds, and are not medicinal or pharmaceutical 
preparations. ’’ 

‘*In classifying individual products, Dr. Schaefer relied upon 
the labeling and the intention of the manufacturer or seller, and stated 
that the intention of the user has nothing to do with the determination 
(Schaefer Dep. p. 31).’’ 

**Even though Plaintiff’s Exhibits 15 and 17, which are defend- 
ant’s Pine Disinfectant and Pathocide products, respectively, are very 
carefully labeled in respect to use, which is as general disinfectants 
for floors, ete., Dr. Nelson calls the products pharmaceutical prepara- 
tions. ’’ 

‘*Dr. Nelson, plaintiff’s expert, disagreed with Dr. Schaefer, 
Sutherland and Polster in their prosecution of the Cole Registration 
No. 563,761, with the Patent Office classification of goods, with Suther- 
land in his eross-examination of Catts, and with Cole’s designation of 
disinfectants as janitor supplies by expressing the opinion that de- 
fendant’s disinfectants are pharmaceutical preparations because they 
are germ killing vehicles, as we analyze his definition.’’ 

Defendant admits mistake in cataloging or classifying the products 
handled by it and plaintiff alike. Defendant must be looked upon as a 
practical expert, at least. Its argument is: 


‘*We do not recall any other ‘confusion’ except in respect to 
HEX-0-SAN, which we pass without comment, in view of the fact that 
defendant has admitted its honest mistake of initially classifying the 
product as a soap rather than as a pharmaceutical preparation.’’ 


The rights of the public to know whose product they are purchasing 
is of paramount importance. That confusion has resulted is apparent. 
That confusion, under the present policies, will occur in the future must 
be assumed. 


Whatever trade value defendant can claim in plaintiff’s mark coue has 
been in the face of plaintiff’s wide use of the mark before defendant 
started either as a partnership or its present corporate structure. Defend- 
ant admits plaintiff’s use of its mark is such as to have acquired a secondary 
meaning (Req. 4). 

Plaintiff, being the owner of the trade marks under Certificates of 
Trade-Mark Registration, Nos. 274,159 and 563,761, is entitled to an injunc- 
tion against defendant for the sole and exclusive use of said trade marks 
in connection with drugs and other chemicals so closely related thereto, and 
dealt in by defendant, as to be likely to be mistaken for plaintiff’s in con- 
nection with their sale and use, and likely to cause confusion or mistake, 
or to deceive purchasers as to the source of origin of such goods. 
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VI. Defendant opened a place of business in St. Louis, Missouri, in 
July 1952. Commercial chemical preparations are handled in the plant. 
Plaintiff maintains a laboratory at its place of business in St. Louis. The 
word ‘‘laboratories’’ is in common use as a part of the trade name of many 
of plaintiff’s competitors. Plaintiff is frequently referred to as COLE LAB- 
ORATORIES OF COLE LABORATORY, and regularly receives mail so addressed. 
The name COLE LABORATORIES, INC. is confusingly similar to COLE CHEMICAL 
COMPANY. Since defendant started its St. Louis plant confusion has oc- 
curred on numerous occasions with respect to delivery of mail, telegrams, 
merchandise, telephone calls, callers at plaintiff’s place of business believ- 
ing themselves to be at defendant’s place, and the commingling of charges 
in the records of creditors of both parties. Plaintiff has received inquiries 
for defendant’s products and defendant has received inquiries for plain- 
tiff’s products. Plaintiff asks that defendant be enjoined from using the 
name COLE LABORATORIES, INC. in St. Louis, for the foregoing reasons. 

By the contract of 1941 plaintiff agreed defendant ‘‘shall have the 
right to continue in business under the name COLE LABORATORIES, INC., sub- 
ject to exceptions. Plaintiff does not claim the present St. Louis operation 
is a violation of the exceptions. No geographical limitation was set in the 
contract on defendant’s use of its name. It is fair to assume none were in 
the minds of the parties. While recognizing the confusion now present, 
under the contract, resulting from defendant operating under its name in 
St. Louis it is patently a matter of contract results. To grant the prayer 
of plaintiff would be a plain reformation of the contract. We are without 
power to do that on the issues and record. 


VII. Other than HEx-0-sAN, plaintiff had no knowledge of use of its 
trade mark by defendant, prior to institution of this suit. If the record 
in this ease shows the extent of plaintiff’s damages, for trade mark viola- 
tion, they are small, if any. The record does not suggest a further hearing 
or reference to a master would serve any useful purpose in that respect. 


On the other hand we are not blind to the character of defendant’s 
conduct. It may eall for a part of the burden of expenses of this suit that 
have been imposed on plaintiff to be cast on defendant. Defendant’s excuse 
of error in cataloging HEX-0-SAN is lame. Its argument that plaintiff should 
have policed its compliance with its contract is destructive of confidence in 
the various claims of mistake. Under this record plaintiff made a contract 
in good faith with defendant. Plaintiff left the scene expecting defendant 
to abide by its contract. It relied on defendant’s good faith and honesty 
to exercise reasonable care to keep the contract terms. For defendant to 
employ a sales manager, put him in charge of foreign sales, and not tell 
him of the contract of 1941 suggests the contract to have been, partly at 
least, dismissed in defendant’s business policy. Admittedly the name coLE 
in plaintiff’s business is an old and respected one in the trade. It is a 
valuable asset. Defendant’s conduct lends weight to the view that defend- 
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ant may have adopted a policy of edging in on the use of plaintiff’s mark. 
One of its defenses is acquiescence. If this be true, HEX-0-SAN was the last 
and boldest venture. Plaintiff was alerted. This action followed. 

If plaintiff desires to make an effort to show damages or right of judg- 
ment for a part of expenses to it of this case, on trade mark infringement, 
we will not pre-judge the plea. 


DOUGLAS LABORATORIES CORPORATION v. COPPER TAN, INC. 
No. 137 —C.A.2—February 10, 1054 


TRADE-MaRK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
COPPER TAN, for sun tan preparation, is confusingly similar to COPPERTONE for 
like goods. 
CoMMON Law TRADE MARKS—IN GENERAL 
COPPERTONE, for sun tan preparation is not descriptive, but fanciful, and fune- 
tions as a valid common law trade-mark. 
TRADE-MARK ACT OF 1946—REGISTRABILITY—DESCRIPTIVE TERMS 
That a designation may have suggestive significance in connection with goods 
does not render it inappropriate for use as trade-mark; test is imaginativeness in- 
volved in suggestion. 
REMEDIES—INFRINGEMENT—SCOPE OF RELIEF—INJUNCTION 
Upon finding, secondary meaning proven, court should grant injunction against 
use of confusing name. 


Appeal from District Court for Southern District of New York, 
EDELSTEIN, J. 


Action by Douglas Laboratories Corporation v. Copper Tan, Inc., for 
trade-mark infringement and unfair competition. Both parties appeal 
from judgment for plaintiff. Modified. 

Case below reported at 43 TMR 85. 

Leslie D. Taggart (Raymond A. Ledogar on the brief), of New York, 

N. Y., for plaintiff. 

John 8. Finn (Louis Scadron on the brief), of New York, N.Y. for 
defendant. 
Before Cuase, Chief Judge, CuarK, Circuit Judge, and Grsson, District 

Judge. 

CLARKE, Circuit Judge. 

Plaintiff has brought this action for trade mark infringement and 
unfair competition to protect its use of the name COPpPERTONE for its sun 
tan preparation against competition by defendant, which is using the name 
COPPER TAN for its similar preparation. As the case was tried, jurisdiction 
was rested on the diverse citizenship of the parties. In a reasoned opinion, 
D. C. 8. D. N. Y., 108 F.Supp. 837 [43 TMR 85], Judge Edelstein made 
findings favorable to the plaintiff, including that of secondary meaning 
in the name, although he declined to uphold a common-law trade mark 
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(plaintiff having no registered trade mark) because he held the word 
COPPERTONE to be descriptive, rather than fanciful. He therefore granted 
an injunction to plaintiff (with costs) enjoining the defendant from using 
the notation ‘‘The Original’’ and the address ‘‘ Miami’’ in connection with 
COPPER TAN in the Florida and New York markets; he also ordered cancelled 
defendant’s U.S. trade mark registration No. 503,807 for COPPER TAN. 
Both parties have appealed. We think his findings favorable to plaintiff 
are supported by the evidence, and his resulting conclusion, that defendant 
unfairly competed in marketing its sun tan preparation, is appropriate 
in the light of these findings. Hence defendant can take nothing by its 
appeal and we affirm the judgment against it. 

On the plaintiff’s appeal we are constrained to hold the grant of relief 
inadequate. The court found, 108 F.Supp. at 839: 

‘*8. Benjamin Green, doing business as Douglas Laboratories, in 
Miami, Florida, adopted and began to use COPPERTONE on a sun tan 
product in November of 1944. Plaintiff and its predecessors continu- 
ously used COPPERTONE on their sun tan products, and by June of 
1946, the designation was understood by the purchasing public in 
Florida and New York markets to identify a product whose origin 
had a single source.’’ 

It is also found, that, while defendant began to make substantial efforts to 
market COPPER TAN in June, 1946, yet at that time 

**10. * * * the purchasing public in the Florida and New York 
markets did not understand the name COPPER TAN to identify a product 
originating from a single source.’’ 

Following further findings as to slanderous competition and the like by 
defendant, the court went on to find, 108 F.Supp. at 840: 

**15. The mark of the plaintiff at the time of trial was a picture 
of an Indian above which appeared the words ‘Don’t be a paleface’ 
and below which appeared the word COPPERTONE.’’ 

It also found the following : 

‘*17. Defendant, ever since its inception, has used and continues 

to use on its cartons the notation: 
The Original 
COPPER TAN 

New York Miami, 

and on its labels the notation: 
COPPER TAN, INC. 

New York Miami. 
At no time has defendant had a place of business in Miami or outside 
the City of New York, and it is CopPpERTONE which originally achieved 
success in Miami. 

**18. The use of the notation, ‘The Original’ and the address 
‘Miami’ on COPPER TAN products is likely to cause confusion or mis- 
take or the deception of purchasers.’’ 

We think the record shows confusion in the names such as that plain- 
tiff, if entitled to any relief, is entitled to full protection against the use 
of a similar name for like goods. First we regard the name as not deserip- 
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tive, but fanciful, justifying the finding of a common-law trade mark. And 
second and alternatively we hold that the findings, notably Finding 8 
quoted above, justify and require the injunction. 

In pointing out the limitation on common or generic or merely descrip- 
tive names for goods, the Restatement aptly says: ‘‘But it is the signifi- 
cance of the designation in connection with the goods upon which it is used, 
not its abstract significance, which is determinative. Thus the word ‘Plow’ 
cannot be a trade mark for plows, but it can be a trade mark for tomato 
juice. Though ‘Revolvo’ cannot be a trade mark for revolving doors, it 
can be a trade mark for headache pills. That a designation may have a 
suggestive significance in connection with the goods does not render it 
inappropriate for use as a trade mark. The test is the imaginativeness 
involved in the suggestion, that is, whether the suggestion is so close and 
direct that it is apparently descriptive and generally useful in approxi- 
mately that form to all merchants marketing such goods or is so remote 
and subtle that it is fanciful and not needed by other merchants of similar 
coods.’’ 3 Restatement, Torts § 721, comment a (1938). 

Each of the words ‘‘copper’’ and ‘‘tone,’’ as color terms, has at best 
a derivative meaning. As Webster’s New International Dictionary (2d 
Ed. Unabridged, 1939) shows, the original meaning of copper is the metal, 
with the word derived from that signifying the Island of Cyprus, coupled 
with the Latin ‘‘aes’’; its usage as indicating color comes some three 
paragraphs down undeer the word as adjective, and not as noun. Tone is 
used primarily with reference to sound; its meaning as a shade of color 
is eighth in order in the dictionary. When the words are coupled together 
and referred to the human skin, which cannot be colored as may a hat, 
a dress, or like goods, we think a fanciful idea is conveyed, which is 
emphasized by the depiction of the Indian, as noted in Finding 15 quoted 
above. There are only certain things the sun can do to the skin, even when 
assisted or checked by a sun tan lotion; and an actual copper red is not 
achieveable, for which we may all be duly thankful. For like a good trade 
mark, the one used here sounds more fascinating that would be the result 
if actually obtainable. The name, in other words, is more properly a 
*“come-on,’’ to allure the trade, than a mundane description of the prepara- 
tion itself or its indirect consequences. (For preparations such as these 
check or ameliorate, rather than produce, skin-coloring.) Without multi- 
plying examples unduly, we may say that it seems at least as fanciful as, 
perhaps more than, FLOATING POWER for engine mountings, MOUSE SEED for 
mouse poison, GOLDEN BAKE for pancake flour, or stroNGHOLD for ribbed 
nails, Chrysler Corp. v. Trott, C.C.P.A., 83 F.2d 302 [26 TMR 331]; 
W. G. Reardon Laboratories v. B. d& B. Exterminators, 4 Cir., 71 F.2d 515: 
Soy Food Mills v. Pillsbury Mills, 7 Cir., 161 F.2d 22, certiorari denied 
332 U.S. 766; Independent Nail & Packing Co. v. Stronghold Screw 
Products, 7 Cir., 205 F.2d 921 [44 TMR 46], certiorari denied Stronghold 
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Screw Products v. Independent Nail & Packing Co., 346 U.S. 886. See 
also Miles Shoes, Inc. v. R. H. Macy & Co., 2 Cir., 199 F.2d 602 [42 TMK 
911]; Pastificio Spiga Societa Per Azioni v. De Martini Macaroni Co., 
2 Cir., 200 F.2d 325 [43 TMR 104]. 

But in any event upon finding a secondary meaning proven, the judge 
should have granted the injunction against use of the confusing name. The 
case cited as holding the words here not capable of exclusive appropriation 
as a trade mark, Standard Paint Co. v. Trinidad Asphalt Mfg. Co., 220 
U.S. 446, was one where no secondary meaning was shown. See Armstrong 
Paint & Varnish Works v. Nu-Enamel Corp., 305 U.S. 335 [29 TMR 3] 
footnote 24; and see also Standard Paint Co. v. Rubberoid Roofing Co., 
7 Cir., 24 F. 695; Barton v. Rex-Oil Co., 3 Cir., 2 F.2d 402, 40 A.L.R. 424, 
29 F.2d 474; Triangle Publications v. Rohrlich, 2 Cir., 167 F.2d 969 [38 
TMR 516]; Speed Products Co. v. Tinnerman Products, 2 Cir., 179 F.2d 
778 [40 TMR 22]. Some attack is made on the crucial finding as lacking 
adequate support in the evidence and hence ‘‘clearly erroneous’’ under 
F.R. 52(a). Actually, however, it is supported by a considerable amount 
of testimony from druggists and retailers, department store buyers, and 
customers, with corroborating evidence of plaintiff’s advertising and sales, 
as well as the knowledge of the copPERTONE reputation by defendant’s 
officers when they incorporated and tried to capitalize on it for their own 
profit. Actually defendant is attacking not the existence, but the amount 


and size, of plaintiff’s sales in the period 1944-1946; but the rapid growth 
from a small beginning is itself impressive. 

The judgment should therefore be modified by extending the injune- 
tion to prohibit the defendant from using the name COPPER TAN or other 
convenient synonym in the marketing of its products. With this modifi- 
eation the judgment will be affirmed, with costs here and below to the 
plaintiff. 


CLARK EQUIPMENT COMPANY v. WEEKS et al. 


Nos. 11899 and 11900 —C.A.D.C.— February 18, 1954 
APPEALS—R.S, 4915 
Action of District Court in sustaining refusal of Patent Office to register 
words TRUCLOADER and CARLOADER as trade-marks for fork lift is affirmed since 
the words are generic names of the goods and have not become distinctive. 

Appeal from District Court for District of Columbia. 

Actions under R.S. 4915 by Clark Equipment Company, trade-mark 
applications, Serial Nos. 528,258 and 528,772 filed July 10 and 17, 1947, 
against Sinclair Weeks, Secretary of Commerce, and Robert C. Watson, 
Commissioner of Patents. From judgments dismissing complaints, plaintiff 
appeals. Affirmed. 

Case below reported at 41 TMR 498, 499. 
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John A. Dienner, of Chicago, Illinois (Francis C. Browne and William E. 

Schuyler, Jr., of Washington, D. C. on the brief) for appellant. 

E. L. Reynolds for appellees. 
3efore EDGERTON, PRETTYMAN and DANAHER, Circuit Judges. 

PER CURIAM. 

The District Court sustained appellees in refusing to register, as 
alleged trade marks for appellant’s fork lift trucks,‘the terms TRUCLOADER 
and CARLOADER. The court found that these are generic names of the goods 
and have not become distinctive of appellant’s goods. We see no reason 
to disturb these findings. During the argument of these appeals it was 
suggested that CLARK’S TRUCLOADER and CLARK’S CARLOADER might be en- 
titled to registration, but that question is not before us. 

Affirmed. 


LASKOWITZ et al. v. MARIE-DESIGNER, INC. et ai. 
No. 15315—Y-D.C., $.D. CALIF. Central Div.—February 23, 1954 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—IN GENERAL 
Legal basis for granting relief for unfair trade practices is confusion of source 
of goods. 
TRADE-MARK ACT OF 1946—REGISTRABILITY—DESCRIPTIVE TERMS 
CONTOUR CHAIR-LOUNGE, for chairs, with chair and lounge disclaimed, is a valid 
trade-mark; use of word CONTOUR is fanciful. 
REMEDIES—INFRINGEMENT—SCOPE OF RELIEF—ACCOUNTING 


Presumption of loss flows from infringement of trade-mark. Recovery of 
profits may be had when there is proof of use of mark and sales. Accounting, 
however, will not be ordered merely upon showing of infringement, for, under Trade 
Mark Act, it may be denied where injunction will satisfy equities of case; same 
rule applies in unfair competition. 

REMEDIES—UNFAIR COMPETITION—SCOPE OF RELIEF—DAMAGES 

Under claim of unfair competition, recovery may be had for inequitable prac 
tices in conjunction with redress for patent, trade-mark or trade name infringement. 
But no principle of law or equity would allow additional recovery of general dam 
ages, in name of nebulous tort created by grouping together all the wrongs that 
plaintiff asserts. 

Action by Joseph F. Laskowitz and Contour Chair-Lounge Co., Inc. v. 
Marie-Designer, Inc., et al. for patent and trade-mark infringement and 
unfair competition. Defendants counterclaim for copyright infringement. 
Judgment for plaintiffs. 

Cohn & Terry, Robert B. Terry, and W. D. Dubail, of St. Louis, Missouri 
and Mason & Graham, Collins Mason, and William R. Graham, of Los 
Angeles, California for plaintiffs. 

Melvin E. Fink, Paul Gordon, and J. Calvin Brown, of Los Angeles, Cali- 
fornia for defendants. 

YANKWICH, Chief Judge. 
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The plaintiff, Joseph F. Laskowitz, is the owner of the patent [No. 
157,269] for an ornamental design for a chair issued on February 14, 1950, 
on an application filed August 15, 1947. Plaintiff corporation, Contour 
Chair-Lounge Co., Inc., the exclusive licensee and manufacturer under the 
letters patent, is a Missouri corporation, incorporated on April 1, 1946 
with its legal place of business in the City of St. Louis, Missouri. 

The defendant corporation, Marie-Designer, Inc., is a corporation con- 
sisting of the individual defendants Victor E. Le Doux and Marie A. 
Le Doux. In 1947, contour granted to the individual defendants exclusive 
distributing rights in the Western States to the CONTOUR CHAIR-LOUNGE, 
which is the subject of the patent. 

By a contract dated April 9, 1949, the distributing rights of the indi- 
vidual defendants were extended throughout the United States and Marie- 
Designer, Ine., was incorporated as a California corporation to carry on 
distribution. A new contract was entered into between Contour and 
Marie-Designer on August 25, 1952. This contract and all the defendants’ 
rights under it were terminated on December 31, 1952. 

Chairs embodying the patented design in the amount of some six 
million dollars were sold and some $800,000.00 was spent in national adver- 
tising. The plaintiffs shared in the expenditure indirectly, by adjusting 
their prices to the sole distributor to absorb the expenditure. 

The present action was instituted on March 23, 1953. It charges 


patent and trade mark and trade name infringement and unfair competi- 
tion, and seeks injunction and damages. 

The defendants have denied infringement, have challenged the validity 
of the patent and, in a counterclaim, seek to recover damages for infringe- 
ment of copyrighted advertising material by the plaintiffs after the sever- 
ance of their relationship. 

After a hearing, a temporary injunction was issued. An appeal from 


it is now pending. 

The cause has been tried on the merits and submitted and the object 
of this opinion is to set forth the conclusions reached and the grounds 
therefor. 

I. Design PATENT 


At the core of the entire controversy is the design patent. And it is 
well to discuss briefly the nature of design patents in order to dispose of 
the contention of invalidity. 

Patents for designs are covered specifically by statute... The require- 
ments which have been in the law practically since its inception in 1842,? 
are that the design be new, original and ornamental. The Supreme Court, 
in interpreting the Act of 1842, which used only the words ‘‘new and 


1. 35 U.S.C.A., Section 171. 
2. Act of August 29, 1842, 5 Stat. 543. 
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original,’’ has laid down some fundamental tests which the courts have 
followed to the present day. 
In stating the object of the statute, the Court said: 
‘‘The acts of Congress which authorized the grant of patents for 
designs were plainly intended to give encouragement to the decorative 
arts. They contemplate not so much utility as appearance, and that, 
not an abstract impression, or picture, but an aspect given to those 
objects mentioned in the acts. It is a new and original design for a 
manufacture, whether of metal or other material; a new and original 
design for a bust, statue, bas relief, or composition in also or basso 
relievo; a new or original impression or ornament to be placed on any 
article of manufacture; or a new and original design for the printing 
of woolen, silk, cotton, or other fabrics; a new and useful pattern, 
print, or picture, to be either worked into, or on, any article of manu- 
facture; a new and original shape or configuration of any article of 
manufacture—it is one or all of these that the law has in view. And 
the thing invented or produced, for which a patent is given, is that 
which gives a peculiar or distinctive appearance to the manufacture, 
or article to which it may be applied, or to which it gives form. The 
law manifestly contemplates that giving certain new and original 
appearances to a manufactured article may enhance its salable value, 
may enlarge the demand for it, and may be a meritorious service to the 
public. It therefore proposes to secure for a limited time to the in- 
genious producer of those appearances the advantages flowing from 
them.’’S 
Significant of the importance of the judicial thinking embodied in the 
decision just referred to is the fact that it included the ‘‘decorative’’ (i.e. 
ornamental) character of the design in its requirements for patentability. 
So when the subsequent reenactment of the section added the latter word 
it merely made the statutory law conform to the court-made law already 
in existence. The case just cited dealt with the question of infringement 
only ; the criteria established were used later on to determine patentability. 
And eases old and new agree that the test is visual. Patentability exists if 
the design looked at as a whole (le tout ensemble) gives a pleasing impres- 
sion. Of course the result must come from the exercise of the inventive 
faculty.. If these elements are present it is not material that the design 
may embody a regrouping of familiar forms and decorations.°® 
In determining whether a patent design is infringed, the test is, 
ultimately, the eye test. That is, do the two look alike to the ordinary 


3. Gorham Company v. White, 1871, 14 Wall. 511, 524-525. 

4. Dobson v. Dornan, 1886, 118 U.S. 10, 15; American Fabrics Co. v. Richmond 
Lace Works, 2 Cir., 1928, 24 F.2d 365. 

5. In re Mains, C.C.P.A., 1935, 77 F.2d 533, 534; J. R. Wood & Sons, Inc. v. Abel- 
son’s, 3 Cir., 1934, 74 F.2d 895; Gold Seal Importers, Inc. v. Morris White Fashions, Inc., 
2 Cir., 1941, 124 F.2d 141; S. Dresner g& Sons, Inc. v. Doppelt, 7 Cir., 1941, 120 F.2d 50; 
In re Jabour, C.C.P.A., 1950, 182 F.2d 213, 215; Cavu Clothes v. Squires Clothes, 6 Cir., 
1950, 184 F.2d 30, 31-32; In re Warren, C.C.P.A., 1952, 194 F.2d 715, 717. 

6. American Fabrics Co. v. Richmond Lace Works, 2 Cir., 1928, 24 F.2d 365; In re 
Johnson, C.C.P.A., 1949, 175 F.2d 789; Glen Raven Knitting Mills v. Sanson Hosiery 
Mills, 4 Cir., 1951, 189 F.2d 845, 849-850. 





664 THE TRADE-MARK REPORTER Vol. 44 T. M. BR. 


observer? The Court of Appeals for the Second Circuit has stated the 
problem in this manner. 


‘*The test of infringement is whether the two designs have substantially 
the same effect upon the eye—not the eye of an expert, but the eye of 
the ordinary observer, giving such attention to the matter as pur- 
chasers usually give.’” 

And even where the patented design is limited to the form shown in a 


drawing, any significant differences in configuration and general appear- 
ance, as they present themselves to the average buyer of the article on 
inspection, will be sufficient to void infringement.* Or as the Supreme 
Court has put it, the true test of identity of design ‘‘must be sameness of 
appearance.’ And the identity of appearance is determined by ‘‘sameness 
of effect upon the eye.’”?° 

Tested by these rules, we are satisfied that there is invention in the 
design. 


II. Tue Accusep DEsIGN 


While infringement is denied, no attempt was made to show any dis- 
similarity between the two chairs. Indeed, judging by testimony attempted 
to be elicited as to the differences in methods of operation and function, I 
am of the view that the defendants actually thought that the departures in 
the manner of construction were so significant as to avoid infringement. 
But differences in function and in methods of attaining the function, im- 
portant though they might be in a different type of patent, have no signifi- 
cance in a design patent. 

The design is not described in the patent. The claim reads ‘‘the 
ornamental design for the chair substantially as shown.’’ If we apply the 
visual test no distinction can be seen between the patented and accused 
chairs, as an examination of the photographs of plaintiff’s chairs and the 
infringing chair shows clearly. 

We have, in both instances, a chair shaped to conform to the contour 
of the human body, with two arms and four supporting legs. The only 
difference in appearance is that in the defendants’ chair, the arm supports 
are solid while in the patented chair they are skeletoned. The arm supports 
in the accused chair can be turned outward so that one may slide into the 
chair from the side of it. In the patented chair the arms are stationary. 
This difference is one of function. It does not produce a substantial differ- 
ence in appearance. And, as we are dealing with a design patent only. 
such slight deviation is not sufficient to avoid infringement. 


7. American Fabrics Co. v. Richmond Lace Works, supra, Note 6; Pecora v. Mod 
ern Sanitary Dairies, 3 Cir., 1939, 108 F.2d 313; In re Bigelow, C.C.P.A., 1952, 194 F.2d 
550, 552; Sanson Hosiery Mills v. Warren Knitting Mills, 3 Cir., 1953, 202 F.2d 395. 

8. Edison Electric Appliance Co. v. Fitzgerald Mfg. Co., 2 Cir., 1929, 32 F.2d 705, 
706. 

9. Gorham v. White, 1871, 14 Wall. 511, 526. 


Kor 


10. Gorham v. White, supra, Note 9, p. 527. 
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III. Vauipity or PATENT IN Suit 


In their attack on the validity of the patent the defendants have cited 
as references several American, one English and five French patents. All 
the patents except five American patents involve various types of chair 
construction,—each as a patent for a chair per se, not for the design. The 
five French patents (No. 25,764, July 17, 1921; No. 25,765, July 27, 1921; 
No. 25,786, September 27, 1921; No. 25,818, December 10, 1921; No. 548,425, 
January 1, 1921) are, in reality, one patent. The four lower in number 
and later in date being merely additions to the patent, No. 584,425 They 
all show a reclining chair and mechanical means for tilting the chair into 
a desired position. The patent is designated as ‘‘ Meuble genre chaise-longue 
assurant le maximum de repos dans le minimum de temps (Furniture of 
chaise longue type assuring the maximum rest in the shortest time).”’ 

If ‘‘the eye’’ test is applied to the pictures showing the various angles 
of inclination which can be secured, there is no identity between them and 
the patent in suit. The American patents other than the design patents, 
are: 


6,594, Liniken, July 17, 1849 
102,498, Close, May 3, 1870 
131,419, Black, September 17, 1872 
149,804, Stewart, April 14, 1874 


182,950, Nichols et al., October 3, 1876 
246,556, Reich, August 30, 1881 
421,392, Bossett, February 18, 1890 
476,474, Moir, June 7, 1892 
581,888, Stoemer, May 4, 1897 
650,448, Beebe, May 29, 1900 
683,907, Brown, October 8, 1901 
841,841, Boyd, June 19, 1906 
941,919, Greilick, November 30, 1909 
1,430,248, Morse, September 26, 1922 
1,543,612, Pascaud, June 23, 1925 
1,872,056, Bielecky, August 16, 1932 
2,135,657, Debski, January 31, 1933 
2,281,209, Smith, April 28, 1942 
The earliest in point of time, Liniken, which dates back to 1849, merely 
shows a chair which through various means can be turned into a lounge. 
In fact, it is called ‘‘lounge and chair combined.’’ Others, such as Close, 
involved reversible seats. The latest one, Smith, 1942, involves a combina- 
tion ‘‘bed and ecarriage.’’ 

The English patent, Breuer, which counsel for the defendant thought 
similar to the patent design, merely shows another form of wooden reclin- 
ing chair which does not have the appearance of the patented chair. One 
other observation should be made with reference to these patents. They are 
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all construction or mechanical patents. It is permissible to cite the appear- 
ance of a mechanical device as a reference against a design patent." How- 
ever, in assaying them in order to determine the validity of a design patent, 
we should not deny patentability to a design merely because some illustra- 
tions found in mechanical patents not reduced to practice had some features 
which put together might have produced something similar to the design 
under consideration. The warning in this respect was sounded by the 
United States Court of Customs and Patent Appeals in these words: 


‘*In considering patentability of a proposed design the appearance of 
the design must be viewed as a whole, as shown by the drawing, or 
drawings, and compared with something in existence—not with some- 
thing that might be brought into existence by selecting individual 
features from prior art and combining them would require modifica- 
tion of every individual feature, as would be required here.’’!” 

The design patents—Jones, Des. 81,480; Debski, Des. 89,126; Rogers, Des. 


109,420; Smith, Des. 135,417; Cutrow, Des. 145,927; Luketa, Des. 149,959: 
Fraser, Des. 153,932—are merely specimens of outdoor reclining chairs 
made of various kinds of materials, such as wood, fiber, aluminum and the 
like. Not one of them presents the design of a piece of formal upholstered 
furniture of massive structure to be used in a drawing room, for which the 
patent in suit is intended. 

An additional patent cited is plaintiff’s own previous design patent. 
issued on June 25, 1946. A patentee may be denied patentability over his 
own prior patent. This for the reason that a patentee is not entitled to 
more than one patent for a single invention. And he cannot prolong his 
monopoly by claiming the same invention in different language.** 

This design is cited as a reference by the Patent Office in the present 
patent. No doubt, they saw a distinction between the two. So do we. A 
comparison of the two shows the prior design to be an armless overstuffed 
chair over what looks like a box frame. To some extent all chairs in a 
particular category look the same, reclining chairs included. But an 
examination of the two by the eve test shows that the old design might be 
designated as a clumsy overstuffed chair over a box, having no eye appeal. 
The present one has a more aesthetic look. It has arms. Its shape is more 
graceful and it is evenly curved, so as to approximate more nearly the 
posture of the human body sunk into a form. 

Chairs have existed for centuries and men of inventive ability have 
been at great pains to adopt means for fitting the human body in repose 
into them. Of necessity, therefore, the scope of invention, especially if we 
deal with design, is narrow. Utility does not count in a design patent. But 

11. In re Jennings, C.C.P.A., 1950, 182 F.2d 207; In re Bigelow, C.C.P.A., 1952 
194 F.2d 545, 547; In re Weil, C.C.P.A., 1953, 201 F.2d 946. 

12. In re Jennings, supra, Note 11, p. 208. 


13. In re Copeman, C.C.P.A., 1943, 135 F.2d 349, 352; In re Bigelow, C.C.P.A., 
1952, 194 F.2d 550. 
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utilitarian function does not make a design patent unpatentable. As said 
by the Court of Customs and Patent Appeals: 


‘The mere fact that the designs here sought to be patented may involve 
some mechanical or utilitarian function does not render them un- 
patentable. * * * However, in all cases the invention must relate to 
the design, and be distinguishable from the mechanical function 
involved. ’”!4 
In the light of these principles, we believe that there is sufficient difference 
in the aesthetic effect of the patent in suit over the previous design to 
amount to patentability. 


IV. UNratr COMPETITION 


On February 7, 1950, the corporate plaintiff caused to be registered 
in the Patent Office, under the laws of the United States’® as a trade mark 
for the chair, the term CONTOUR CHAIR-LOUNGE. The registration is No. 
520,737. The statement accompanying it claimed first use and first use in 
interstate commerce as of November 3, 1945. Since April 1, 1946, the 
corporate plaintiff has had ‘‘Coutour Chair-Lounge Co.’’ as its corporate 
name. 

The amended complaint sets forth a claim for infringement of the 
trade mark and trade name through use of the same or identical names by 
the defendants since the severance of their contractual relations on Decem- 
ber 31, 1952. The various acts are denominated ‘‘unfair competition’’ for 
which redress is sought. The legal basis for granting relief for unfair trade 
practices is ‘‘confusion of source of goods.’’ The object is to prevent a 
designation which is so confusingly similar to another’s trade mark or 
trade name that prospective purchasers 

‘‘are likely to regard it as indicating the source identified by the trade 

mark or trade name.’’*® 

The determinant factor is the likelihood of confusion of source. The 
restatement puts it in this manner: 

‘‘The ultimate test of whether or not there is a confusing similarity 

between a designation and a trade mark or trade name which it is 

alleged to infringe is the effect in the market in which they are used. 

In some eases the probable effect can be determined by a mere com- 

parison of the designation with the trade mark, or trade name. In 

other cases extrinsic evidence may be necessary. In any event, the 
issue is whether an appreciable number of prospective purchasers of 
the goods or services in connection with which the designation and the 
trade mark or trade name are used are likely to regard them as indi- 
eating the same source. That a few particularly undiscerning prospec- 
tive purchasers are likely to be misled, even though by exercising 


14. In re La Montagne, C.C.P.A., 1932, 55 F.2d 486, 487; and see, In re Bigelow, 
supra, Note 13, p. 550; Hopkins v. Waco Products, Inc., 7 Cir., 1953, 205 F.2d 221, 
223-224. 

15. U.S.C.A., See. 1051, et seq. 

16. Restatement, Torts, Sec. 728; see also, Restatement, Torts, Sec. 727. See, the 
writer’s opinion in Brooks Bros. v. Brool:s Clothing Co., D.C.Cal. 1945, 60 F.Supp. 442, 
450-451 [35 TMR 99]. 
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greater discernment they could avoid the error, is not enough. The 
issue of confusing similarity is an issue of fact as to the probable or 
actual reactions of purchasers.’”?’ 

Testimony given in open court and through depositions, as well as the 


result of a ‘‘random’’ survey or sampling (i.e., a sampling not of a selected 
vroup, but of an unsegregated group, not differentiated by age, occupation 
or the like) in ten cities, Atlanta, Georgia; Buffalo, New York; Columbus, 
Ohio; Denver, Colorado; Houston, Texas; Indianapolis, Indiana; Milwau- 
kee, Wisconsin; Philadelphia, Pennsylvania; St. Louis, Missouri; San 
Francisco, California ;—made by a professional, national firm of market 
researchers—warrants the conclusion that due to the extensive publicity 
through national media which the plaintiffs and the defendants while they 
acted as the sole distributing agency, have carried on—in the mind of the 
buying public, the designation contour has become identified with the 
plaintiff’s chair and the trade mark and trade name under which it is 
marketed. 

As to the trade mark, the statement filed February 27, 1948 claims 
the mark CONTOUR CHAIR-LOUNGE for ‘‘upholstered chairs of the elongated 
type which are longitudinally adjustable for variation of inclination.’’ 
The word cHaiR and the word LOUNGE are disclaimed apart from the 
mark shown. Five specimens are attached showing the trade mark as 
‘actually used in connection with such goods, the trade mark being applied 
to the goods and to wrapping materials for the goods.”’ 

The trade mark is valid. The use of the word CONTOUR in conjunction 
with the mark is fanciful. It is not descriptive of the article—the chair. 
It refers to the contour of the body of the person sitting in it.** 

There can be no denial that the acts of the defendants as here epito- 
mized, resulted in confusion in the minds of prospective purchasers who 
mistook the accused product for the patented article. This was aggravated 
by the proved attempts of the defendants to represent their chair as an 
‘‘improved model’’ of the patented design. These facts, even in the absence 
of direct infringement, constitute unfair practices for which the courts 
grant relief.'® 


17. Restatement, Torts, Sec. 728, Comment (a). 


18. See, the writer’s opinions in Silvers v. Russell, D.C.Cal., 1953, 113 F.Supp. 119 
{44 TMR 144]; Looz, Inc. v. Ormont, D.C.Cal., 1953, 114 F.Supp. 211 [44 TMR 267]. 

19. Looz, Inc. v. Ormont, supra, Note 18, pp. 216-218. Unfair competition is 
governed by state law. And the conclusion expressed in the text and in the opinion just 
cited accords with the law of California. 

‘*The test of whether or not a secondary meaning has been acquired is set 
forth in 3 Restatement of the Law of Torts, section 717(b), as follows: ‘The issue 
in each case is whether or not in fact a substantial number of present or prospective 
purchasers understand the designation, when used in connection with the goods, 
services, or a business, not in its primary lexicographical sense, but as referring to 
a particular person or association. * * * It is not necessary that respondents prove 
fraudulent intent. Appellants may be enjoined ‘if the natural consequences of 
their conduct is such as to cause deception.’ Hoover Co. v. Groger, 12 Cal.App.2d 
417, 419 (55 P.2d 529)’’ (Weatherford v. Eytchison, 149 90 Cal.App.2d 379, 384 
[39 TMR 339]). 

See, Eastern Columbia, Inc. v. Waldman, 1947, 30 Cal.App.2d 268, 271-272. 
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V. Tue CounTERCLAIM 


By way of counterclaim the defendants allege infringement of adver- 
tising material which had been copyrighted by them. Advertisements, 
whether in the form of words or pictorial illustrations, may be made the 
subject of copyright despite the absence of any high artistic or literary 
merit.*° 

A copyright claim in the record, dated May 25, 1953, refers chiefly to 
a label entitled ‘‘This is Nature’s most relaxing pause’’ accompanying 
which are illustrations of the plaintiff’s chair with a human form in them. 
The claim of copyright refers to a publication in the Pasadena Independent 
as of October 24, 1950. There was an advertisement bearing the copyright 
mark of 1950 of a similar chair with a photograph of a person in it as 
published in Life of July 24, 1950. A copyright claim for it was made as 
of October 5, 1950. 

It is very obvious that these advertisements were composed at a time 
when the defendants were acting as distributing agents for the product and 
were required under the terms of their latest contract, dated August 25, 
1952, to spend a definite amount of money ($4.00 per chair) for advertis- 
ing. The plaintiff shared in the cost of the advertising by making allow- 
ances to the defendant in the price of the product sold to them and the 
public. The wording of the clause is revealing: 


**8. It is contemplated by the Parties that it is in the best interest 
of the Parties during the continuance of this contract that the Dis- 
tributor expend the sum of Four ($4.00) Dollars per chair in national 
advertising. It is recognized that the Distributor is not now financially 
able to commit itself to expend such amount at this time. It is there- 
fore agreed that both Parties cooperate to the fullest extent possible 
to the end that such expenditure be made.’’ (Emphasis added.) 

This cle. rly contemplates cooperation in advertising. And there was such. 


An examination of the ‘illustrations shows that the chair pictured is the 
plaintiff’s model into which a human being is made to recline. 

I do not think that phrases such as ‘‘This is Nature’s most restful 
posture’’ or phrases emphasizing* ‘‘the relaxing’’ qualities of the chair, 
which are so purely descriptive of the product, comply even with the slight 
requirement of originality in the law of copyright as applied to advertise- 
ments.”1. For, as said by the Court of Appeals for the Sixth Circuit, one 


‘‘@uld not copyright a system or method of selling a product.’’** 
And, while under the teachings of the case just cited, the defendants could 


copyright a set of original symbols or designs used as a means in the sale 


20. Bleistein v. Donaldson Lithographing Co., 1903, 188 U.S. 230, 251-252. See, 
Alfred Bell § Co. v. Catalda Fine Arts, 2 Cir., 1951, 191 F.2d 99, 102-104; Stein v. 
Mazer, 4 Cir., 1953, 204 F.2d 472, 474-475; and see, Yankwich, Originality in the Law 
of Intellectual Property, 1951, 11 F.R.D., 457, 481. 

21. Gross v. Seligman, 2 Cir., 1914, 212 F. 930. 

22. Kaeser §& Blair, Inc. v. Merchants Assn., 6 Cir., 1933, 64 F.2d 575, 577 [23 
TMR 171]. 
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of their product, a representation, either photographic or linear, of the 
plaintiff’s product with a human form in it does not constitute protectible 
originality.?° 

More, the material having been produced at the time when the defend- 
ants were the sole distributors of the plaintiff’s product and used in pro- 
moting for mutual benefit (‘‘in the best interest of the parties’’ as the 
contract puts it) the sale of the chairs of the patented design, the defend- 
ants, as already noted, participating in the cost of the exploitation through 
price adjustment, the advertisements were the result of joint authorship,— 
produced for the joint benefit of the parties to the contract.** 


23. See, Baker v. Selden, 1879, 101 U.S. 99, 106-107, in which the Supreme Court 
in an early and leading case in the law of copyright, approved certain English cases 
which enunciated the principle just stated. 

Among the cases referred to is one which,—strange as is may seem,—presents a 
situation almost identical with the situation which confronts us here. The case is 
Cobbett v. Woodward, 1872, 14 L.R. Eq. 407. There the plaintiff, an upholsterer and 
house-furnisher, who carried on an extensive business and executed orders for furniture 
and other articles for various parts of England, published in 1866, a work on the subject 
of furnishing and furniture under the title of ‘‘Cobbett & Co.’s New Furnishing Guide’’ 
or the ‘‘Illustrated Furnishing Guide’’. The book contained many engravings and 
illustrations of the designs of articles of furniture sold by the firm made from goods 
manufactured and sold by them. The work was registered as a new publication. The 
defendant published a work entitled ‘‘F. Woodward & Co.’s Illustrated Furniture 
Guide’’ or ‘‘New Furnishing Guide’’, which was, in a great measure, copied from the 
plaintiff’s book. The plaintiff brought suit in equity, claiming infringement of copy- 
righted material. Although the Court found that the style of plaintiff’s book had been 
adopted and as many as fifty-five of his drawings of decorated furniture had been 
copied, nonetheless, the Court held that plaintiff was not entitled to injunctive relief 
because the illustrations were not copyrightable material. Lord Romilly, the Master of 
the Rolls stated: 

‘«* * * this is a mere advertisement for the sale of particular articles which any 

one might imitate, and any one might advertise for sale’’ (p. 413). 

And, after drawing the distinction between this type of composition and compilations 
such as a directory, concordance or a dictionary, he stated: 

‘“To draw the distinction more clearly; If a man not being a vendor of any of 
the articles in question were to publish a work for the purpose of informing the 
the public of what was the most convenient species of articles of house furniture, 
or the most graceful species of decorations for articles of house furniture, what 
they ought to cost, and where they might be bought, and were to illustrate his 
work with designs and with drawings of each article he described—such a work as 
this could not be pirated with impunity, and the attempt to do so would be stopped 
by the injunction of the Court of Chancery; yet, if it were done with no such 
object, but solely for the purpose of advertising particular articles for sale, and 
promoting the private trade of the publisher by the sale of articles which any other 
person might sell as well as the first advertiser, and if in fact it contained little 
more than an illustrated inventory of the contents of a warehouse, I know of no 
law which, while it would not prevent the second advertiser from selling the same 
articles would prevent him from using the same advertisement, provided he did not 
in such advertisement by any device suggest that he was selling the works and 
designs of the first advertiser’’ (p. 413). 

The entire paragraph just quoted is reproduced and approved by the Court in Baker v. 
Selden, supra. So we have, not only an approval of the principle declared, but of the 
very words into which it is cast. Later cases have followed this ruling. They also 
hold that one cannot obtain a copyright on a reproduction of one’s own unpatented 
article. See, Cheney Bros. v. Doris Silk Corp., 2 Cir., 1929, 35 F.2d 279 [19 TMR 491]; 
Adelman, Inc. v. Sonners & Gordon, D.C. N.Y., 1934, 112 F.Supp. 187, 188-190. 

24. 18 C.J.8., Copyright and Literary Property. Sec. 11; and see, Maurel v. Smith, 
D.C. N.Y., 1915, 220 F. 197 (per LEARNED HAND); Bisel v. Ladner, 3 Cir., 1924, 1 F.2d 
436; Edward B. Marks v. Jerry Vogel Music Co., 2 Cir., 1944, 140 F.2d 266, 267; 
Machaty v. Astra Pictures, 2 Cir., 1952, 197 F.2d 138, 144. 
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It does not appear that up to the time the present controversy arose, 
the defendants made any claim to the exclusive right to the advertising 
material or symbols. After the termination of the relationship, the symbols 
which represented the plaintiff’s chair were not changed so as to represent 
the infringing chair. 

And it is not reasonable that a claim of damages should arise in favor 
of the defendants for the representation of the plaintiff’s product, by the 
addition of the human form to it. 

So we are confronted with a situation in which the words of the Court 
of Appeals for the Second Circuit in an old case apply with great appro- 
priateness : 


‘‘The result is that there was a joint cooperation in carrying out 
the effort * * *’”5 
Here, the advertisement was for the benefit of the joint adventurers. In 


the making of it, the chair of the plaintiff was used. The entire object was 
to publicize it. Photographic or other representations of the chair were 
used. The plaintiffs shared in the cost of the exploitation by means of this 
advertising material. Therefore, regardless of the extent of the contribution 
which each made to it, we have a case of joint proprietorship or authorship 
of an advertising scheme for the benefit of a joint venture. The ownership 
inured to the benefit of both with the right to each to use it not only when 
the relationship existed, but also afterwards. The copyright was in the 
name of the defendant corporation. But, to use the words of Judge Learned 
Hand, when the case just cited was before him: 


‘‘The defendants became constructive trustees for (the plaintiffs) 
in whatever right they got, legal or equitable.’’** 
It follows that the defendants have not shown any grounds for recov- 


ery under their counterclaim. 


VI. DAMAGES 


The plaintiffs seek several kinds of damages. The rules as to damages, 
incidental to infringement of qa design patent, have been clarified by recent 
statutory amendments. The measure of damages for an infringement of 
patent design to an article of manufacture is the 

‘total profit of the infringer, but not less than $250.00.’’7 
The section also allows such general recovery as is permitted under the 
general patent law. However, in order to avoid the recovery of profits 
twice, it*provides that the plaintiff 

‘*shall not twice recover the profit made from the infringement.’”** 

As to the recovery of the profit, the object of the amendment would 
seem to make the law of damages for infringement of design patents con- 


25. Maurel v. Smith, 2 Cir., 1921, 27##7F. 211, 215. 
26. Maurel v. Smith, supra, Note 24, p. 201. 

27. 35 U.S.C.A., Sec. 289. 

28. 35 U.S.C.A., See. 289. 
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form to the provisions relating to infringement of copyright.*® They lodge 
discretion in the court to allow the statutory maximum even where the 
profit is shown to be less.*° 

The presumption of loss flows from infringement. Recovery of profits 
may be had when there is proof of use of the mark and sales.** An account- 
ing, however, will not be ordered merely upon a showing of infringement. 
Indeed, under the Trade Mark Acts, an accounting may be denied where 
an injunction will satisfy the equities of the case.** 

The same rule applies in unfair competition.** 

In addition to compensatory damages for infringement and unfair 
competition, the plaintiffs in the third cause of action, based on diversity 
of citizenship, have another demand for damages. The count reiterates 
the contractual relationship between the parties, charges the defendants 
with palming off their own devices as those of the plaintiff since its termina- 
tion, alleges damage to its reputation and good will, and loss of profits in 
the sum of $50,000.00. It also alleges that the defendants and their affili- 
ates ‘‘have derived unjust profits, the true amount of which are at present 
unknown to plaintiff.’’ 

Frankly, the plaintiffs’ demands for damages give the impression of a 
desire—to use the words of John Milton,—‘‘to execute fierce vengeance.’’ 
For, after praying for the full recovery allowable for infringement and 
unfair competition, the complaint restates the acts which constitute the 
infringement of the patent, trade mark and trade name, and the unfair 
competition, presumably as a distinct, general tort, and asks the damages 
noted. Additionally, punitive damages are sought in the sum of $100,000.00, 
and a trebling of the general damages, both statutory and other. 

The award of compensatory damages for patent infringement is man- 
datory under the statute.** And, while the Court may increase them and 
also award punitive damages when oppressive or fraudulent conduct on the 
part of the defendant is shown to exist, the exercise of this power is dis- 
eretionary.*° Whatever may have been the practice prior to the recent 


29. 17 U.S.C.A., See. 101(b). 

30. F. W. Woolworth Co. v. Contemporary Aris, Inc., 1952, 344 U.S. 228. 

31. Mishawaka Rubber §& Wool Co. v. S. 8S. Kresge, 1942, 316 U.S. 203, 206 [32 
TMR 254]. 

32. Golden West Brewing Co. v. Milonas §& Sons, 9 Cir., 1939, 104 F.2d 880, 882 
[29 TMR 540]; Hemmeter Cigar Co. v. Congress Cigar Co., 6 Cir., 1941, 118 F.2d 64, 
71 [31 TMR 182]; Durable Toy §& Novelty Corp. v. J. Chein & Co., 2 Cir., 1943, 133 
F.2d 853 [33 TMR 186]; Champion Spark Plug Co. v. Sanders, 1947, 331 U.S. 125, 131; 
Q-Tips v. Johnson & Johnson, 3 Cir., 1953, 206 F.2d 144, 149 [44 TMR 39]. 

33. Straus v. Notaseme Co., 1916, 240 U.S. 179, 181-183; Champion Spark Plug Co. 
v. Sanders, 1947, 331 U.S. 125, 131-132; McCormick ¢& Co. v. B. Manischewitz Co., 6 
Cir., 1953, 206 F.2d 744, 747-748 [44 TMR 165]. 

34. 35 U.S.C.A., Sec. 284; Switzer Bros. v. Centennial Liquor Stores, 5 Cir., 1951, 
186 F.2d 414, 415; Middleton v. Wiley, 8 Cir., 1952, 195 F.2d 844, 847; Livesay Indus- 
tries, Inc. v. Livesay Window Co., 5 Cir., 1953, 202 F.2d 378, 380-381. 

35. Kelley-Koett Mfg. Co. v. McEuen, 6 Cir., 1942, 130 F.2d 488, 495; Amusement 
Corp. of America v. Mattson, 5 Cir., 193, 138 F.2d 693, 697; Enterprise Mfg. Co. v. 
Shakespeare Co., 6 Cir., 1944, 141 F.2d 921; Russell Box Co. v. Grant Paper Box Co., 
1 Cir., 1953, 203 F.2d 177, 183. 
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statutory amendments, the general damages now recoverable are the detri- 
ment suffered by the plaintiffs through the infringement.** The profits of 
the infringer may be the measure, when no other is adequate.** Whichever 
determinative method is used, the aim is to ‘‘compensate (the plaintiff) for 
the infringement,’’ as the statute declares specifically. And when the 
profits or a reasonable royalty are chosen as a basis, there is no room for 
the award of other damages.** In ascertaining damages, the object has 
always been to approximate, as nearly as possible, the actual loss suffered 
by the patentee.*® 

Under a claim of ‘‘unfair competition,’’ recovery may be had for 
inequitable practices in conjunction with redress for patent, trade mark or 
trade name infringement. But we know of no principle of law or equity 
which would allow an additional recovery of general damages, in the name 
of a nebulous tort which is created by grouping together all the wrongs 
the plaintiff asserts. 

Recovery in this case should be limited to such compensatory damages 
as may be found. The reasons are obvious. A very friendly and seem- 
ingly profitable association existed for many years between the parties. As 
the sole distributor of the product, the defendants expended large sums of 
money in making it known. The individual defendants participated in 
many meetings of the entire group interested in its promotion. The sub- 
sidiaries organized by the defendants and the agencies they established 
exploited the patented article and helped to popularize the name CONTOUR 
for this type of chaise-longue. 


36. 35 U.S.C.A., Sec. 284. 

37. Duplicate Corp. v. Triplex Safety Glass Co., 1936, 298 U.S. 448, 457. 

‘‘The wrongdoer must yield the gains begotten of his wrong.’’ (Emphasis 
added.) 

‘<TIn patent nomenclature what the infringer makes is ‘profits’, what the owner 
of the patent loses by such infringement is ‘damages’ ’’ (Diamond Stone-Sawing 
Mach. Co. v. Brown, 2 Cir., 1908, 166 F. 306). (Emphasis added.) 

This statement is quoted with approval in Duplicate Corp. v. Triplex Safety Glass Co., 
supra, p. 451. 

‘* As the exclusive right conferred by the patent was property and the infringe- 
ment was a tortious taking of a part of that property, the normal measure of 
damages was the value of what was taken’’ (Dowagiac Mfg. Co. v. Minnesota 
Plow Co., 1915, 235 U.S. 641, 648). 

38. 69 C.J.S., Patents, Secs. 357-358; Restatement, Torts, Secs. 745-747. 

‘<The recent provision does not use the word ‘profits’. It provides recovery 
for nothing other than ‘general damages’. What elements may be included in such 
damages is not stated, except they ‘shall be due compensation’. The language 
appears to make it plain that profits realized by an infringer are not recoverable as 
such. ‘General damages’ is a broad term which no doubt may inelude numerous 
elements depending upon the circumstances of the case. And whether an infringer’s 
profits is an element of such damages depends upon the facts of each individual 
ease’’ (Ric-Wil Co. v. E. B. Kaiser Co., 7 Cir., 1950, 179 F.2d 401, 407). 

The Court of Appeals for the Ninth Circuit has expressed the same view. See, Faulkner 
v. Gibbs, 9 Cir., 1952, 199 F.2d 635, 638, where the analysis just given of the meaning 
of ‘‘general damages’’ is referred to in Note 56. 

39. Power Specialty Co. v. Connecticut Light & Power Co., 2 Cir., 1936, 80 F.2d 
874; Reynolds Spring Co. v. L. A. Young Industries, Inc., 6 Cir., 1939, 101 F.2d 257, 
261; Condenser Corp. of America v. Micamold Radio Corp., 2 Cir., 1944, 145 F.2d 878, 
880. 
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The fact that allowance was made in price adjustment for the promo- 
tional expenditures does not detract from the beneficial effect of the joint 
efforts. On the contrary, it attests to their worth to the common enterprise. 
In the circumstances, the Court would not be warranted in penalizing the 
defendants, either by increasing or trebling the damages or by awarding 
punitive damages.*® The same considerations lead to the conviction that an 
injunction will achieve a full measure of equity between the parties as to 
the infringement of the trade mark and the count for unfair competition, 
and that no accounting for profits, as to these matters, should be allowed. 
As to the statutory compensatory damages, the Court is of the view that 
there should not be, for the present, a reference to a master, but that the 
matter should wait the finality of the Judgment and Decree, unless, of 
course, the parties agree otherwise. 

Judgment and Decree will be for the plaintiffs, the terms to conform 
to the views here expressed. 


SHULSINGER et al., doing business as SHULSINGER BROTHERS 
LINOTYPING AND PUBLISHING CO. v. 
GROSSMAN et al., doing business as 


YAVNE PUBLISHING CO., et al. 
No. 90-101 —U.S. D.C., N.Y. — March 4, 1954 


CoPYRIGHTS—INFRINGEMENTS 


Plaintiffs move for an injunction pendente lite against the publication by 
defendants of edition of books of Moses which were copied from a set plaintiff 
had previously photographed and printed at considerable expense from an old 
edition in the public domain and to which plaintiff had made corrections in accents 
and cantillation marks on negatives, from which were made prints and then copy- 
righted books were printed. An injunction will issue since the work is subject to 
copyright as it involved independent scholarship and art in the making of the 
corrections and the evidence shows that defendants had merely photographed the 
result of plaintiff’s work. Had scholars employed by defendants independently 
arrived at the same corrections there would be no infringement but such was not 
the case. 


40. A court of equity will be more inclined to listen to him who heeds the Biblical 
command, ‘‘Thou shalt not avenge’’ (Leviticus XIX, 18) than to one who, like Corio- 
lanus, is ‘‘vengeance proud’’ (Shakespeare, Coriolanus, Act II, Se. 2, L. 6). Appro- 
priate are the words of the Court of Appeals for the Second Circuit in Diamond 
Stone-Sawing Mach. Co. v. Brown, supra, Note 37, p. 308: 

‘*An infringer is not an outlaw. If convinced that the patent is invalid or 
that he is not infringing he can go on and use the machine said to be covered by 
the claims, subject to the risk of an injunction and an accounting. If the patent 
be newly issued and generally infringed his act should not be viewed in the same 
light as if the patent had been adjudicated and a license fee established. Ordinar- 
ily it is not until the validity of the patent has been established that parties are 
willing to pay for privileges under it.’’ (Emphasis added.) 
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Action by Samuel Shulsinger and Michael Shulsinger, copartners doing 
business as Shulsinger Brothers Linotyping and Publishing Co. v. Eugen 
Grossman and Leib Reinman, copartners doing business as Yavne Pub- 
lishing Co., Eugen Grossman, and M. P. Press, Inc., for copyright infringe- 
ment. Plaintiffs move for injunction pendente lite. Motion granted. 
Leon Shapiro, of New York, N. Y., for plaintiffs. 

Abraham Chaice, of New York, N. Y., for defendant Grossman. 
Jacob Hecht, of New York, N. Y., for defendant M. P. Press, Inc. 
Dimock, District Judge. 

Plaintiffs move for an injunction pendente lite against the publication 
by defendants of a set of books entitled ‘‘The Pentateuch Mikraoth 
Gedoloth With Many Commentaries’’ which includes a copy of most of the 
text of a set of books published by plaintiffs under a title beginning 
**Mikraoth Gedoloth The Pentateuch With 60 Commentaries.’’ 

The books published by plaintiffs have been copyrighted. They con- 
sist of the five books of Moses: Genesis, Exodus, Leviticus, Numbers and 
Deuteronomy, printed in the Hebrew language with commentaries. Some 
of the commentaries are in the margins of the text of the Pentateuch and 


some in the form of an appendix. 
The part of plaintiffs’ books containing the text of the Pentateuch and 
the marginal commentaries was produced by photographing an edition of 


the five books of Moses published in Vilna in 1899, which is an exact copy 
of an earlier edition published in 1889, except for some changes in the 
commentaries. It is conceded that the marginal commentaries are in the 
public domain. Plaintiffs say that, in producing their books, they obtained 
the services of Hebrew scholars who carefully went over the Vilna edition 
and made many corrections in the accents and cantillation marks over the 
Hebrew characters. Plaintiffs claim to have spent $50,000 upon this editing 
and to have produced the first absolutely accurate edition of the five books 
of Moses. They do not claim that any of this work was creative but do 
claim that it is original in the sense that it was the product of the editors. 
I was told that the rules for the work done are well known and that any- 
one with the requisite scholarship could have done the work, although it 
was said that the work had never before been done with complete accuracy. 

The process by which the plaintiffs’ books were produced involved 
making photographic negatives of the pages of the Vilna edition, then 
making corrections upon those negatives, then making printing plates from 
the negatives and, finally, printing the books from these plates. 

The pages of the five books of Moses in defendants’ books are perfect 
facsimiles of the pages of plaintiff’s books, even as to pagination and 
include the marginal commentaries. The appendices differ from plaintiffs’. 
Defendants, who are respectively the publishers and printers of what I 
have referred to as defendants’ books, conceded upon argument that their 
books had been produced by the same photographie process as plaintiffs’ 
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but both defendants denied under oath that plaintiffs’ books had been 
copied. Nevertheless, when I requested that defendants supply me with 
the material which had been photographed to produce their books, I was 
supplied with several books, none of which could have been the model for 
defendants’ books without some such amendments as plaintiffs made to the 
old Vilna edition. Indeed, none of the works supplied as having furnished 
models for defendants’ books contain these amendments which defendants 
had made to the Vilna edition. I find, therefore, so far as necessary for 
the motion for an injunction pendente lite, that defendants’ books were 
produced by photographing the pages of plaintiffs’ books. 

Defendants contend that the five books of Moses are in the public 
domain and not subject to copyright. The law is to the contrary as to an 
edition of the five books of Moses with aecents and cantillation marks 
supplied by the scholarship of the authors. On the argument I suggested 
that their work was much like the work in production of a set of loga- 
rithmic tables and was interested to find on research that logarithmic tables 
have been specifically ruled by the Register of Copyrights to be subject to 
copyright. This appears in the opinion of Edwards & Deutsch Litho- 
graphing Co. v. Boorman, 7 Cir., 15 F.2d 35, cert. denied 273 U.S. 738. 
In that case, a publication described as Heinz Interest and Discount Time 
Teller was held subject to copyright. As Judge Learned Hand pointed 
out in Fred Fisher, Inc. v. Dillingham, D.C.S.D.N.Y., 298 F. 145, two 
identical works may each be original. Thus, if defendants had employed 
scholars and the scholars had made the same corrections in the Vilna 
edition as did the scholars employed by plaintiffs, defendants’ books would 
not have infringed plaintiffs’ copyright. In the light, however, of my 
finding that defendants have photographed plaintiffs’ books instead of 
paying to have scholars make the corrections by original work, I am forced 
to the conclusion that defendants have infringed plaintiffs’ copyright. 

An injunction pendente lite will issue. 


G. B. KENT & SONS, LTD. v. P. LORILLARD COMPANY 


No. 200 —C.A. 2—Decided March 24, 1954 


Appeal from District Court for Southern District of New York, 
WEINFELD, J.; 44 TMR 153. 

Action by G. B. Kent & Sons, Ltd. v. P. Lorillard Company for trade- 
mark infringement and unfair competition in which defendant counter- 
claimed for declaratory judgment. From judgment for defendant, plaintiff 
appeals. Affirmed. 

Lewis & Mound (Milton N. Mound, Richard Wincor, and Herbert F. 

Schmelzer of counsel), of New York, N. Y. for appellant. 

Campbell, Brumbaugh, Free & Graves (Walter H. Free, Thomas L. Per- 





Vol. 44 T. M. R. ALLIED LABORATORIES v. ALUMAC 


kins, Robert McCormack, and James N. Buckner of counsel), of New 
York, N. Y. for appellee. 
Before Cuase, Chief Judge, and Frank and Hincks, Circuit Judges. 
PER CURIAM. 
Judgment affirmed on the opinion below. G. B. Kent & Sons v. P. 
Lorillard Co., 114 F.Supp. 621 [44 TMR 153]. 


ALLIED LABORATORIES, INC. v. 
ALUMAC CHEMICAL COMPANY, INC. 


No. 31036 — Commissioner of Patents — January 4, 1954 


REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 
Opposer’s registration was issued on application prior to applicant’s, but since 
registration issued and was introduced subsequent to period for taking opposer’s 
testimony-in-chief, it cannot be considered as evidence of opposer’s ownership, valid- 
ity of registration, or right to exclusive use of mark. 
REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 


Affidavit filed with opposer’s application is not evidence of use of mark. 


Opposition proceeding by Allied Laboratories, Inc. v. Alumac Chem- 
ical Company, Inc., application, Serial No. 600,751 filed July 17, 1950. 
Applicant appeals from decision of Examiner of Interferences sustaining 


opposition. Reversed. 

John W. Lee, of Indianapolis, Indiana for opposer-appellee. 
B. P. Fishburne, of Washington, D. C. for applicant-appellant. 
LEEDs, Assistant Commissioner. 

Application has been filed to register on the Principal Register the 
word ALUMAC for a preparation for the relief of stomach distress due to 
hyperacidity, indigestion, dyspepsia, gas or bloating and disturbed diges- 
tive balance. The date of first use is claimed to be June 19, 1950. Opposer 
claims ownership of ALUPEC as a mark for an antacid preparation contain- 
ing aluminum hydroxide, pectin and magnesium carbonate and asserts 
continued use since in or about the year 1946. The Examiner of Inter- 
ferences sustained the opposition and adjudged that the applicant is not 
entitled to the registration for which it has made application. Applicant 
has appealed. 

Opposer took no testimony, but relied on its application for registra- 
tion (S.N. 569,418) filed November 26, 1948. This application matured 
into registration No. 563,533, issued September 2, 1952, a date subsequent 
to the closing date for the taking of opposer’s testimony-in-chief (August 
16, 1952). A certified copy of the registration was introduced under Rule 
282, and it was asserted that this registration would be relied upon as 
evidence. Since the registration issued, and was therefore introduced, 
subsequent to the period for taking opposer’s testimony-in-chief, it cannot 
be here considered as evidence of opposer’s ownership, validity of the 
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registration or of the right to exclusive use of the mark. Nor is the affidavit 
filed with the application evidence of use of the mark. In Cameo, Ine. Vv. 
Phillips, 92 USPQ 77 (42 TMR 146) (Com’r., 1952), the Examiner-in- 
Chief held in a cancellation proceeding: 

‘‘The allegations made in the application could have no more 
standing than allegations made in the petition for cancelation itself. 
The application for registration has not even been introduced in 
evidence under the applicable rule (Patent Rule 282) and hence it is 
not part of the record of the cancelation proceeding, but even if it 
were it would have no effect as evidence of the facts alleged therein 
since it could have no more status than other ex parte statements, not 
being a registration and not being involved in the proceeding as is an 
opposed application in an opposition proceeding or an application 
involved in an interference.’’ 

This reasoning is equally applicable to the present case. 

There is no competent evidence here to support any of the allegations 
of the notice of opposition; and in the absence of proof, the opposition 
must be dismissed. 

The Examiner of Interferences is reversed; and the Examiner of 
Trade Marks is instructed to examine the application in the light of 
Registration No. 563,533. 


BROWN SHOE COMPANY, INC. v. CHRIS LAGANAS SHOE CO. 


No. 30674 — Commissioner of Patents — January 5, 1954 


REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 

Where opposer neither filed brief nor appeared at hearing, and no testimony 
was taken, opposition should have been dismissed; ex parte consideration should 
have been given to applicant’s right to register. 

Where no proof was offered of present ownership of third party registrations 
pleaded in notice of opposition, and applicant denied such ownership, certificates 
of registration were incompetent as evidence of ownership, validity, or exclusive 
right to use of marks. 

TRADE-MARK ACT OF 1946—REGISTRABILITY—IN GENERAL 

When highly suggestive words in common usage are adopted and used as parts 
of marks, area of likelihood of conflict is somewhat limited, and scope of protection 
is less extensive than in case of coined, fanciful, and arbitrary marks. 

TRADE-MarRK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 


AIR STRIDE, for women’s shoes, is confusingly similar to AIR/STEP, for men’s, 
women’s and children’s shoes; marks are substantially identical in meaning. 
Opposition proceeding by Brown Shoe Company, Inc. v. Chris Laganas 
Shoe Co., application, Serial No. 591,707 filed January 18, 1950. Applicant 
appeals from decision of Examiner of Interferences sustaining opposition. 
Affirmed. 
Carr & Gravely, of St. Louis, Missouri for opposer-appellee. 
James Atkins, of Washington, D. C. for applicant-appellant. 
LEEDs, Assistant Commissioner. 
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Application has been filed to register on the Principal Register the 
term AIR STRIDE, written in script, for women’s shoes. Use is claimed since 
August 1, 1946. Opposer claims ownership of registration No. 327,676, 
AIR/STEP for men’s, women’s and children’s shoes of leather, fabric, com- 
positions and combinations thereof, issued on September 3, 1935; registra- 
tion No. 387,963, LIFE sTRIDE, for women’s shoes made of leather, rubber, 
fabric or combinations thereof, issued on June 10, 1941; and registration 
No. 390,461, LIFE STRIDE with a design, for women’s shoes made of leather, 
rubber, fabric, or combinations thereof, issued on September 23, 1941; 
and asserts that confusion, mistake or deception of purchasers is likely if 
applicant’s mark is registered. The Examiner of Interferences held arr 
STRIDE and LIFE STRIDE to be not confusingly similar, but sustained the 
opposition on the basis of likelihood of confusion between AIR STRIDE and 
alr/steP. Applicant has appealed. 

Neither party took testimony nor did either party introduce any 
evidence of any kind. In fact, prosecution of this case throughout presents, 
on behalf of both parties, an appearance of half-heartedness. 

Applicant’s answer was due on October 17, 1951. No answer was 
filed, and on November 9, 1951, opposer filed a motion for judgment by 
default. A notice of default was entered by the Examiner of Interferences 
on November 16, 1951, and applicant was allowed twenty days from that 
date within which to show cause why judgment should not be entered. 
On November 19, 1951, applicant filed an answer, accompanied by a motion 
for acceptance of the late answer and an affidavit by applicant stating 
that it was his ‘‘intention to instruct his attorney to prepare and file a 
formal answer to the same; that through inadvertence, accident or mistake 
such instructions were not sent * * *.’’ No excusable neglect or other 
good cause was presented. The Examiner of Interferences, in the exercise 
of his discretion, accepted the answer and fixed the periods for taking 
testimony. 

As stated, no testimony was taken. Opposer neither filed a brief nor 
appeared at the hearing before the examiner. Under the circumstances, 
the opposition should have been dismissed, and ex parte consideration 
should have been given to applicant’s right to register, either by the 
Examiner of Interferences or by the Examiner of Trade Marks. 

Both parties have filed briefs on appeal, and both parties were repre- 
sented at the hearing. 

On the record before me, Registrations No. 387,963 and No. 390,461 
(LIFE STRIDE and LIFE STRIDE with a design) were issued to a party other 
than opposer; and although transfers and present ownership were pleaded 
in the notice of opposition, no proofs were offered. Applicant denied such 
ownership, and requested strict proof. Accordingly, the certificates of 
registration are incompetent as evidence of ownership, validity, or the 
exclusive right of this opposer to use the marks shown therein. McKesson 
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& Robbins, Inc. v. The Vad Corporation, 69 USPQ 107 (36 TMR 155) 
(CCPA, 1946) ; Aktiebolaget Sveriges Forenade Konservfabriker v. Cape 
Fear Cold Storage Company, 99 USPQ 420, (44 TMR 447) (Com’r., 1953). 

There remains only the question of likelihood of confusion, mistake 
or deception of purchasers from contemporaneous registration of AIR/STEP 
and AIR STRIDE for women’s shoes. AIR (AIRE) STEP and STRIDE are all 
words in common usage as parts of marks in the shoe manufacturing 
industry. Each has been registered in the Patent Office scores of times 
in combination with other words. When highly suggestive words in com- 
mon usage are adopted and used as parts of marks, the area of likelihood 
of conflict is somewhat limited, and the aura of protection is less extensive 
than in the ease of coined, fanciful and arbitrary marks. A mark claimed 
to conflict, under these circumstances, must be substantially identical in 
sound, appearance or significance with an opposer’s mark before likelihood 
of confusion, mistake or deception will be found, particularly when there 
is no evidence of any kind upon which a determination may be made. 


AIR STRIDE and AIR/STEP are substantially identical in meaning. There 
is some doubt in my mind as to whether or not the two marks could 


appear upon competitive goods in the marketplace without causing con- 
fusion, mistake or deception of purchasers. Resolving that doubt, as I 
must, in favor of the prior user here, the opposition is sustained. 

The decision of the Examiner of Interferences is affirmed. 


HAT CORPORATION OF AMERICA v. 
JOHN B. STETSON COMPANY 


No. 30612 — Commissioner of Patents — January 5, 1954 


TRADE-MARK AcT OF 1946—REGISTRABILITY—-IN GENERAL 


Style designation may also function as trade-mark; test is whether it indicates 
style (unregistrable) or origin of goods. 


TRADE-MARK AcT oF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 


RAILBIRD, for men’s hats, is not confusingly similar to GAME BIRD, for men’s and 
women’s hats. 


Opposition proceeding by Hat Corporation of America v. John B. 
Stetson Company, application, Serial No. 596,593, filed May 1, 1950. Ap- 
plicant appeals from decision of Examiner of Interferences sustaining 
opposition. Reversed, but applicant adjudged not entitled to registration. 
Alexander, Cooper, Maltitz, Derenberg & Daniels, of New York, N. Y. for 

opposer-appellee. 

Thomas W. Y. Clark, of Baltimore, Maryland for applicant-appellant. 
LEEpDs, Assistant Commissioner. 

Applieation has been filed to register RAILBIRD as a trade mark for 
men’s hats. Use is claimed since April 26, 1950. Registration has been 
opposed by the owner of GAME BIRD (Reg. No. 324,210) registered on May 
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14, 1935 and published under Section 12(c) of the Act of 1946 on June 
14, 1949, for hats for men and women. The Examiner of Interferences 
sustained the opposition, and applicant has appealed. 

Opposer took no testimony, but relied upon its registration, a certified 
copy of which was introduced in evidence under Rule 282. By stipulation, 
opposer also introduced copies of the definitions of ‘‘rail’’ and ‘‘railbird”’ 
from Funk & Wagnalls New Standard Dictionary (1951) and Webster’s 
New Twentieth Century Dictionary (1942). 

Applicant took testimony of two of its employees. Most of the testi- 
mony and exhibits are irrelevant and immaterial to the issue, namely 
whether RAILBIRD so closely resembles GAME BIRD as to be likely when applied 
to hats to cause confusion or mistake or deception of purchasers. It 
appears from the record that applicant adopted and used for a period 
beginning in 1907 the word RAILBIRD as a style designation for a hat manu- 
factured and sold by it, but the word was not used on hats and was not 
advertised; it was again used as a style designation from 1940 to 1951, 
although the hats designated by the style RaILBirD differed in design from 
time to time; in the December, 1950 issue of ‘‘Esquire’’ magazine an 
advertisement was inserted by applicant showing the picture of a man 
obviously at a race track, since he has a binoculars case over his shoulder, 
a seat cane in one hand and a race chart in the other; said advertisement 
featured the word RAILBIRD, the word first appeared on labels or on the 
hatband in 1950; the well-known ‘‘beaver and eagle’’ device with the 
mark sTETSON long used by applicant in its trade mark, although one of 
the witnesses thought that style names would become a trade mark ‘“‘if 
they are registered and continued in use.’’ 

Applicant, according to the testimony does not use ‘‘catalog numbers”’ 
to designate its styles, but uses names instead; style names or designations 
are used to set up orders in the order section to identify the hats; they 
are used by salesmen in selling hats to retailers; if it is a ‘‘promoted item”’ 
it is advertised, though all hats are not promoted items; and the RAILBIRD 
hat is a hat ‘‘for sport occasions, not a homburg or a derby.’’ 

It appears that the only difference between applicant’s present use of 
RAILBIRD and the earlier uses is that at the present time it is stamped in 
the hatband and has been advertised at least once in a nationally circulated 
magazine. The advertisement indicates that RAILBIRD is a certain style of 
STETSON hat. Although a style designation may also function as a trade 
mark, (Tillman & Bendel, Inc. v. California Packing Corp., 16 USPQ 332 
(23 TMR 131) [C.A. 9, 1933]; Keebler Weyl Baking Company v. J. S. 
Ivins’ Sons, Inc., 23 USPQ 21 (24 TMR 161) [D.C. E.D. Pa. 1934], the 
record before me is not convincing that this applicant’s mark so functions. 
The situation is comparable to use of a number to identify a style or grade. 
The fundamental question is whether it indicates a style or the origin of 
the goods. Ex parte Eastman Kodak Co., 55 USPQ 361 (32 TMR 386) 
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(Com’r., 1942). So far as it appears, the word RAILBIRD has been called 
to the attention of the public in one advertisement as a particular type or 
style of sTeTSON hat, it is used to set up orders in the order section of 
applicant and is used by salesmen in selling hats to retailers. It is true 
that the word appears in the hatband, but that fact alone, unaccompanied 
by evidence of advertising and advancement as a trade mark showing the 
‘‘indisputable intention of acquiring it as such’” is insufficient to over- 
come the evidence indicating that the word is used only to designate a 
particular style. Style designations, as such, are not registrable. American 
Dirigold Corp. v. Dirigold Metals Corp., 52 USPQ 510 (C.A. 6, 1942) (37 
TMR 506); Hamilton Watch Co. v. Longines-Wittnauer Watch Co., Inc., 
53 USPQ 553 (32 TMR 399) (Com’r., 1942); Columbia v. Alcorn, 150 
U.S. 460 (1893); Royal Silver Mfg. Co., Inc. v. National Silver Co., 65 
USPQ 463 (35 TMR 215) (S.D. N.Y., 1945) ; Dolleraft Co. et al. v. Nancy 
Ann Storybook Dolls, Inc., 88 USPQ 18 (41 TMR 155) (D.C., N.D. Calif. 
S.Div., 1950); Ex parte Ippolito, 98 USPQ 457 (44 TMR 212) (Com’r., 
1953). 

If the proofs had shown that RAmsBIRD functions as a trade mark, 
I should be constrained to disagree with the examiner of interferences as 
to likelihood of confusion on the grounds that the marks of both parties 
are apparently always used in conjunction with the more familiar and 
better known trade marks poBBs (opposer’s) and STETSON and device 
(applicant’s), thereby eliminating likelihood that purchasers would be 
confused, misled or deceived into believing that the hats so marked 
emanate from the same source; and the marks do not look alike, do not 
sound alike and have distinctly different connotations. 

The decision of the Examiner of Interferences is reversed, the opposi- 
tion is dismissed, and applicant is adjudged not entitled to registration. 


WOLLENSAK OPTICAL COMPANY v. 
HEILAND RESEARCH CORPORATION 


No. 30325 — Commissioner of Patents — January 7, 1954 


REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 
Since applicant took no testimony, it is restricted to record date of its ap- 
plication. 
REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 
Applicant referred in brief to third party registrations, but such registrations 
were not offered in evidence under applicable rule and may not be considered. 
TRADE-MARK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 


SYNCHRONAR, for synchronized photographic flash bulb equipment, is confus- 
ingly similar to SYNCHROMATIC, for photographic shutters. 


Opposition proceeding by Wollensak Optical Company v. Heiland 





l. Keebler Weyl Baking Co. v. J. 8. Ivins’ Sons, Inc., 23 USPQ 21 (24 TMR 161) 
(D.C., E.D. Pa., 1934). 
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Research Corporation, application, Serial No. 582,476, filed July 25, 1949. 
Applicant appeals from decision of Examiner of Interferences sustaining 
opposition. Affirmed. 

Charles Shepard, of Rochester, New York, for opposer-appellee. 

P. H. Lamphere, of Denver, Colorado for applicant-appellant. 

LEEDs, Assistant Commissioner 

Application has been filed to register the word syNCHRONAR for syn- 
chronized photographic flash bulb equipment, namely battery case power 
units for use with many types of reflectors. The date of first use is claimed 
to be April 11, 1949. Opposition has been filed by the owner of the trade 
mark SYNCHROMATIC, registered on March 28, 1950 (Reg. No. 522,974) for 
photographic shutters. The Examiner of Interferences sustained the opposi- 
tion and denied registration. Applicant has appealed from his decision. 

Opposer has established by competent testimony that it first com- 
menced use of SYNCHROMATIC as a trade mark for photographic shutters 
in April, 1946. Since applicant took no testimony it is restricted to the 
record date of its application; namely July 25, 1949. 

Opposer’s testimony shows that SYNCHROMATIC shutters have been 
widely advertised in magazines dealing primarily with photography and 
for photographic arts, such as ‘‘Photography’’, ‘‘Modern’’, ‘“‘U. 8. 
Camera’’, ‘‘ Photographie Trade News’’, ‘‘ National Photographic Dealer’’, 
and ‘‘PSA Journal’’; over 300,000 shutters bearing the mark SYNCHRO- 
MATIC have been sold from 1946 to 1951; and sales presently average about 
50,000 a year. The record indicates that some of applicant’s customers 
who are camera manufacturers, order the SYNCHROMATIC shutters for use 
on cameras of their own manufacture, and during the past four years they 
have asked that the trade mark SYNCHROMATIC be included on the face 
plates of the shutters ordered. 

The applicant pleaded that ‘‘synchro’’ is descriptive, being a well- 
known and commonly used term to describe a certain characteristic; that 
it is short for ‘‘synchronous’’ or ‘‘synchronize’’, and, therefore, no one is 
entitled to preempt the field of photography with respect to ‘‘synchro’’; 
that ‘‘synchro’’, being descriptive, is not the dominant part of the mark; 
that the dominant part of the respective marks are the suffixes which are 
entirely different; and that the marks when considered in their entireties 
are distinctive in character. 

Applicant has presented no proof in support of its contention that 
‘‘synchro’’ is descriptive; no evidence of the meaning of ‘‘synchro’’ has 
been submitted; and the dictionaries do not show that ‘‘synchro’’ is a 


word or a combining form meaning ‘‘synchronous’’ or ‘‘synehronize’’ 
Applicant has referred in its brief to third party registrations, presumably 
in an effort to support its contention, but such registrations were not 
offered in evidence under the applicable rule. Therefore, they may not be 
considered. Langendorf United Bakeries, Inc. v. General Foods Corpora- 
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tion, 52 USPQ 323 (32 TMR 137) (CCPA, 1942); Lever Brothers Com- 
pany v. The Diwersey Corporation, 91 USPQ 251 (42 TMR 65) (Com’r., 
1951) ; Royal Home Products, Inc. v. Gorman, 97 USPQ 184 (43 TMR 764) 
(Com’r., 1953). Even if they had been placed in evidence, they would 
not be competent to show that ‘‘synchro’’ is descriptive. Furthermore, we 
are concerned here with SYNCHRONAR and SYNCHROMATIC and not the com- 
ponent parts thereof. 

While the goods are different, they are closely related, both being 
photographie supplies, and are used in conjunction with each other. They 
are items which might reasonably be assumed to be manufactured by a 
single producer. Purchasers familiar with syNCHROMATIC photographic 
shutters, upon seeing SYNCHRONAR on flash bulb equipment, are likely, 
in my opinion, to believe that the latter is opposer’s trade mark for flash 
equipment; in other words, the purchasing public is likely to believe that 
the two products emanate from the same source. 

The decision of the Examiner of Interferences is affirmed. 


EX PARTE JAMES H. FORBES TEA & COFFEE CO. 


Commissioner of Patents—January 20, 1954 


TRADE-MaArRK AcT or 1946—SECONDARY MEANING MARKS 
Where applicant seeks registration of the term CULTURE RIPENED for coffee on 
the Principal Register and claims distinctiveness through substantially exclusive use 
since 1926 the rejection by the Examiner on the grounds that the term is ‘‘ gener- 
ically descriptive’’ was error since even if CULTURE RIPENED is descriptive, as 
applied to coffee, the evidence shows that it has become distinctive and is therefore 
registrable under section 2(f). 
REGISTRATION PROCEDURE—EVIDENCE 
Excerpts of letters received by applicant from consumers and which were 
included in a sales manual which was properly identified by applicant’s president, 
while not the best evidence nevertheless were entitled to consideration. 
Statute does not provide that ‘‘generically descriptive’’ marks should be 
refused registration. 


Application by James H. Forbes Tea & Coffee Co., for registration of 
trade-mark, Serial No. 542,458 filed November 26, 1947. Applicant appeals 
from decision of Examiner of Trade-Marks refusing registration. Reversed. 
Koenig & Pope, of St. Louis, Missouri, for applicant. 

LEEDs, Assistant Commissioner. 

Application has been filed to register on the principal register the 
term CULTURE RIPENED for coffee. The mark is claimed to have become 
distinctive through substantially exclusive use since January 11, 1926. 
A quantity of evidence in support of the claim of secondary meaning has 
been submitted. The Examiner of Trade Marks has refused registration 
on the ground that the term is ‘‘generically descriptive’’ of the goods and 
incapable of distinguishing them in commerce. Applicant has appealed. 
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The evidence submitted shows that the term CULTURE RIPENED has been 
used as an identification for applicant’s coffee since 1926, and so far as 
the record shows, including certain data placed in the file by the examiner, 
the use has been exclusive; during the past ten years more than $100,000 
has been spent in advertising CULTURE RIPENED coffee, and sales have been 
in excess of two million pounds; three wholesalers of coffee and tea have 
stated that they have, through the years, purchased substantial quantities 
of coffee under applicant’s trade mark CULTURE RIPENED, and to the best 
of their knowledge no other person has used the term; three substantial 
competitors of applicant have given affidavits to the effect that they have 
been acquainted with CULTURE RIPENED coffee for 12, 16 and 20 years, 
respectively, that the term means coffee sold by this applicant, and appli- 
cant’s use of the mark has been continuous and exclusive for the period 
during which they have known of the mark; advertisements, brochures, 
and photographs of displays featuring CULTURE RIPENED have been placed 
in evidence; and excerpts from letters received by applicant from con- 
sumers in Kentucky, New Hampshire, Missouri, Virginia, Oregon, Kansas, 
California, Maryland, and Pennsylvania clearly indicate that CULTURE 
RIPENED is coffee distributed by applicant. The excerpts were included in 
a sales manual published by applicant and properly identified by appli- 
cant’s President. Although they are not the best evidence from a legal 
viewpoint, they are nevertheless, entitled to consideration. A photostat of 
a letter dated January 29, 1926 from a St. Louis resident, and one dated 
April 29, 1926 from a physician in Marion, Kentucky, addressed to appli- 
cant clearly recognize CULTURE RIPENED as identifying applicant’s coffee. 

The examiner has placed in the file a copy of Patent No. 1,313,209 
granted on August 12, 1919 for a ‘‘Process of Treating Coffee.’’ The 
specifications refer to ‘‘a culture suitable for the purpose’’ and the claims 
refer to ‘‘placing the coffee in a condition suitable for mold growth, per- 
mitting a mold growth to attain a condition desired, and arresting further 
mold development.’’ The examiner also placed in the file an article enti- 
tled ‘‘ Coffee, The Beverage’’ published by The Spice Mill Publishing Com- 
pany in 1925, in which the author discussed a patent ‘‘recently issued for 
what is called ‘Cultured Coffee.’’’ Nowhere in these exhibits does the 
term CULTURE RIPENED appear, nor does the word ‘‘ripen’’ or ‘‘ripened’’ 
appear. In commenting on these exhibits the examiner stated, ‘‘a reading 
of these references shows that the process described therein is a curing 
process. To cure coffee is to ripen it. That is, as applied to coffee, the 
words ‘curing’ and ‘ripening’ are used synonymously.’’ I find nothing 
in the references which supports this conclusion. The patent refers to 
‘‘treating’’, ‘‘inoculation’’ and ‘‘ineubation’’, of ‘‘green or unroasted’’ 
coffee. An exhibit filed by applicant shows that CULTURE RIPENED coffee is 
‘‘ripe when roasted.’’ 

The precise meaning of the phrase ‘‘generically descriptive’ 
the examiner is not clear to me. It does not appear in the statute as a 


‘ , 


used by 
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basis for refusing registration. If a mark sought to be registered is 
‘‘merely descriptive’’ registration may be refused under the provisions of 
Section 2(¢c), but if a ‘‘merely descriptive’’ term has become distinctive 
of an applicant’s goods in commerce, Section 2(f) provides that nothing, 
except as expressly excluded in paragraphs (a), (b), (c) and (d) of See- 
tion 2 shall prevent registration. 

CULTURE RIPENED is not the recognized name of anything. ‘‘Culture’’ 
is a generic word, but this applicant is selling coffee, not cultures. CULTURE 
RIPENED is, in a sense, descriptive—it may be merely descriptive but if it 
has become distinctive, ie. if it has acquired a secondary meaning, and 
points to applicant as its producer, it is registrable. The question of 
secondary meaning is one of fact to be resolved from the evidence. To say, 
as the examiner did, that evidence of distinctiveness is not pertinent if his 
position is correct, is to place the cart before the horse. The correctness 
of his position must be determined on the basis of the evidence. 

A word or phrase might be so highly descriptive as to be in common 
use by others to describe the same or a similar product—or it might be 
one which is necessary, in the ordinary course of another’s business, to 
describe his product. Such words or phrases are not registrable since they 
cannot serve to distinguish the product of one person from those of another. 
CULTURE RIPENED does not appear to fall in either category. The evidence 
shows substantially exclusive use by this applicant over a long period of 
time, and it is sufficient to show that as a result of such use, CULTURE 
RIPENED functions as an indication of origin in applicant. 


The decision of the Examiner of Trade Marks is reversed. 


WIETA v. YOUNG’S MERCHANDISING CORPORATION 


No. 106 — Commissioner of Patents — January 26, 1954 
TRADE-MARK AcT OF 1946—REGISTRABILITY—CONCURRENT USE 
In concurrent use proceeding, appeal by one party necessarily determines rights 
of both parties. 
TRADE-MARK ACT OF 1946—REGISTRABILITY—IN GENERAL 


Use by hat retailer of mark for gift certificates is not trade-mark use, in that 
it does not identify retailer’s goods or distinguish them from those manufactured 
or sold by others. 


Use by printer of mark for gift certificates which it manufactures and sells 
is valid trade-mark use, for it identifies printer’s goods and distinguishes them 
from those manufactured and sold by others. 


Concurrent use proceeding by Donald A. Wieta, application, Serial 
No. 617,223 filed August 11, 1951 and Young’s Merchandising Corporation, 
application, Serial No. 546,337 filed January 27, 1948. Wieta appeals from 
decision of Examiner of Interferences holding neither party entitled to 


registration. Modified. 
Charles A. Morton, of New York, N. Y. for Wieta. 
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M. 8S. Meem, of Washington, D. C. for Young’s Merchandising Corporation. 
Leeps, Assistant Commissioner. 

On Januray 27, 1948, Young’s Merchandising Corporation filed an 
application to register YOUNG’s GIFTICKET for ‘‘transfer certificates,’’ com- 
monly called gift certificates, exchangeable for merchandise in Young’s 
stores. Use is claimed since December of 1939. 

On April 8, 1947, Donald A. Wieta filed an application to register 
GIFTICATE for ‘‘partially printed gift certificates sold in bulk at wholesale’’ 
to retailers who, in turn, use them as gift certificates exchangeable for 
merchandise in their respective stores. Use is claimed since March 1, 1947. 

An interference which was instituted between the pending applications 
was dissolved on a joint motion in which the parties agreed to seek con- 
current registration. 

Applicant Wieta, on August 11, 1951 filed a substitute application 
seeking registration limited territorially to the States of Massachusetts, 
Ohio, Indiana, Michigan, Illinois, Missouri, Maine, Vermont, Rhode Island, 
New Hampshire, Virginia, West Virginia, Delaware, Maryland, North 
Carolina and South Carolina. Applicant Young’s amended its original 
application on February 4, 1952, and sought registration limited terri- 
torially to the States of New York, New Jersey, Connecticut and Pennsyl- 
vania. The Examiner of Interferences held that neither party was entitled 
to registration, and applicant Wieta appealed. Ten days after the appeal 
period expired applicant Young’s filed a paper stating that it concurred 
in the appeal theretofore filed by applicant Wieta. This paper cannot be 
considered as a proper appeal, but in view of the fact that the Wieta 
application seeks concurrent registration, the rights of both parties will 
necessarily be determined. 

No testimony was taken, but an agreed statement of fact was filed. 
The substance of the agreed statement is not very helpful in making a 
determination, but the appellant filed a brief, concurred in by applicant 
Young’s in which additional facts are recited. 

It appears that Young’s Merchandising Corporation is engaged in the 
operation of retail stores in the metropolitan New York retail zone. The 
various papers do not disclose either the number or location of such stores. 
Young’s is in the business of selling men’s hats, and similar accessories, 
and in promoting and furthering the sale of its merchandise, it sells 
transfer or gift certificates to customers. These certificates are redeem- 
able at Young’s stores and not elsewhere. Gift certificates, or GIFTICKETS, 
as utilized by Young’s are, in practical effect, certificates of deposit issued 
by the retailer identified therein and by the terms of which the retailer 
agrees to redeem them in merchandise of equal monetary value upon 
demand. Young’s is not engaged in the business of selling gift tickets, 
but is in the business of selling merchandise at retail. The fact that it 
issues certificates of deposit exchangeable for merchandise does not alter 
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the fact that it is engaged in selling merchandise at retail. Its gift tickets 
are not merchandise. Applicant Young’s is not using GIFTICKET to identify 
its goods and distinguish them from those manufactured or sold by other. 
In other words, GIFTICKET as used by this applicant does not perform a 
trade mark function—and it is, therefore, not eligible for registration. 

Applicant Wieta is engaged in the business of printing (partially) 
gift certificates and selling them in bulk at wholesale under the mark 
GIFTICATE to retailers of all types. For purposes of this application, the 
only merchandise which applicant sells is gift certificates. The mark 
GIFTICATE is applied to shipments of the certificates which are supplied on 
order of retail users. The name and address of the retail merchant to 
whom the certificates are sold are sometimes printed thereon before de- 
livery; and on other orders the certificates are printed with blank spaces 
and the name and address of the purchasing retailer may be printed or 
written in after delivery. They are then issued by the retailers as certifi- 
cates of deposit exchangeable for merchandise of equal monetary value. 

The use of the mark GirTicaTE by applicant Wieta is use of a mark to 
identify his goods and distinguish them from those manufactured or sold 
by others. It performs a trade mark function and is, therefore, eligible 
for registration. 

On the basis of the foregoing conclusions, applicant Wieta is entitled 


to registration unlimited territorially, and he is authorized to proceed 
accordingly. 

The decision of the Examiner of Interferences is modified to the extent 
indicated herein. 


REED v. BAKERS ENGINEERING & EQUIPMENT COMPANY 
No. 5732 — Commissioner of Patents — January 27, 1954 


TRADE-MARK ACT OF 1946—TITLE—ABANDONMENT 

Non-use of mark during war years might be explained and excused under sec- 

tion 8 of Act of 1946 when question of abandonment is raised. 
CANCELLATION—IN GENERAL 

Affidavit containing false statements as to use during war years would be suffi- 
cient ground for cancellation of registration; consideration of this point is unneces- 
sary in instant case. 

TRADE-MARK ACT OF 1946—CONSTRUCTION—SECTION 2(c) 

Section 2(c) of Act of 1946 contemplates that subject matter is used as trade- 
mark since opening phrase of section 2 and sub-section 2(c) read together state 
that trade-mark by which goods may be distinguished from goods of others shall 
be refused registration if it consists of or comprises name identifying living in- 
dividual, except by his written consent. 

Laches, acquiescence, and estoppel have nothing to do with section 2(¢), which 
contains an absolute requirement for registration. 

TRADE-MARK ACT OF 1946—REGISTRABILITY—IN GENERAL 


Holding that since respondent had right to use mark, with petitioner’s consent, 
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it also had right to register it, is non sequitur because of need to meet specific statu- 
tory requirements, 
TRADE-MaRK AcT OF 1946—CONSTRUCTION—SECTION 2(c) 


Since word ‘‘comprises’’ is used as well as words, ‘‘Consists of’’ in section 
2(¢), trade-mark falling within its purview may include matters other than name. 


Since section 2(c) uses words ‘‘a name’’ and not words ‘‘the name’’, ‘‘names’’ 
is not restricted to full name of individual, but refers to any name. 


EFFECT OF REGISTRATION—THE PRINCIPAL REGISTER 
CANCELLATION—PLEADING AND PRACTICE 


REED was name selected for ovens because of reference to petitioner Paul N. 
Reed, who designed and built them; REED also identified petitioner to customers at 
least during first several years of business. Under these circumstances, burden of 
proof is on respondent to show that REED does not refer to and identify petitioner, 
burden is not sustained, and registration is cancelled. 


Cancellation proceeding by Paul N. Reed v. Bakers Engineering Equip- 

ment Company, Registration No. 528,997 issued August 15, 1950. Peti- 
tioner appeals from decision of Examiner of Interferences dismissing 
petition. Reversed. 
O. T. Thomsen, of Kansas City, Missouri for petitioner-appellant. 
Fishburn & Mullendorf, of Kansas City, Missouri for registrant-appellee. 
FEDERICO, Examiner in Chief. 

This is an appeal by the petitioner from the decision of the Examiner 


of Interferences dismissing his petition to cancel a registration. 


The registration involved, No. 528,997, dated August 15, 1950, discloses 
the phrase REED REEL OVEN as a trade mark for ovens with the words 
REEL and OVEN disclaimed apart from the mark shown. REEL OVEN is the 
name of the goods, a particular type of baker’s oven, on which the mark 
is used. Use since June 14, 1932 is alleged. 


The application for this registration was filed on January 5, 1948. In 
the first action the examiner refused registration on the ground that the 
mark is composed of a surname and generic matter. In reply the applicant 
conceded that the mark includes a surname and the name of the product, 
but urged that it was registrable by virtue of section 2(f) of the Trade 
Mark Act of 1946. The application was amended to indicate recourse to 
section 2(f) and a statement, sworn to by the president of applicant cor- 
poration, was filed, claiming that ‘‘the mark has become distinctive of 
applicant’s goods in commerce, through more than five years substantially 
exclusive and continuous use thereof by applicant immediately preceding 
the date of filing of this application.’’ Section 2(f) provides that ‘‘The 
Commissioner may accept as prima facie evidence that the mark has become 
distinctive, as applied to the applicant’s goods in commerce, proof of sub- 
stantially exclusive and continuous use thereof as a mark by the applicant 
in commerce for the five years next preceding the date of the filing of the 
application for its registration.’’ The sworn statement referred to was 
filed as the proof of five years continuous use next preceding the applica- 
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tion; no other proof of such use or of distinctiveness was filed. After 
requiring a disclaimer of the generic portion of the mark, the application 
was allowed. 

The petition to cancel the registration was filed on April 3, 1951 and is 
predicated upon the assertion that the name REED in the registered mark 
identifies a particular living individual, namely, the petitioner himself, 
Paul N. Reed, and that the registration was obtained without his consent 
as required by section 2(c) of the Trade Mark Act of 1946. 

Respondent in the answer denied various allegations of the petition and 
in addition averred that petitioner had actual knowledge of respondent’s 
use of the mark for nineteen years and made no protest or objection prior 
to the filing of the present petition, and petitioner is hence guilty of laches, 
acquiescence, and estoppel. The answer further avers that petitioner con- 
sented to respondent’s use of the mark and hence a written consent to 
register was not necessary. 

Both parties took testimony, petitioner presented the testimony of 
himself and James A. Harper, and respondent presented the testimony of 
Phil B. Pursell, its president, and Elden L. Wolf, its secretary-treasurer. 

At about the beginning of 1932 James A. Harper, of the James A. 
Harper Supply Company dealing in bakers’ supplies in Kansas City, Mis- 
souri, and two of the salesmen of this company, Phil B. Pursell and another, 
decided to start a separate business of building bakery ovens. Paul N. 
Reed, an engineer, was asked to design the oven, and the four formed an 
informal association with three supplying the money and Reed his services. 
Harper’s share in the enterprise was 40%, Reed’s was 20%, and the re- 
mainder belonged to the other two. Reed was the only one to work full 
time, receiving a nominal salary to cover living expenses, the other part- 
ners continuing their previous occupations. Reed designed the ovens and 
built them himself with the assistance of part time labor. The others sold 
whatever ovens were built and Reed installed and serviced them. Appar- 


ently the only quarters of the association, which adopted the name ‘‘ Bakers 


Engineering and Equipment Company’’ so sound impressive, at this time 
was first a room off a plumber’s shop and later a basement room. 

On the first few ovens which he built Reed placed the name REED OVEN 
Or REED REVOLVING OVEN, and then used REED REEL OVEN continuously there- 
after. This was done apparently on his own initiative to, as he says, 
identify himself. Harper states ‘‘knowing he designed it, we put his name 
on it.’’ 

The partnership continued until July 1933, by which time six or seven 
ovens had been made, when a corporation with the same name was formed 
with the partners receiving stock in proportion to their interests. At about 
the same time Pursell left his other employment and devoted his full time 
to the new company in the capacity of managing the front office and doing 
the selling; Reed continued with the designing and production. Later, in 
1935, Pursell acquired the interest of the other two, thus owning 80% of 
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the stock (probably a third person had a nominal interest) and Reed 20%. 
However, it has been agreed that Reed and Pursell would share equally in 
the profits of the corporation. The corporation continued its activities 
until 1942, with this same arrangement. By this time a total of about 200 
ovens had been built. On each of the ovens the term REED REEL OVEN 
(except the variations noted in the first few) appeared, with the name of 
the company. The corporation has never paid any dividends, all profits 
being absorbed in salaries and bonuses, which, as stated, were shared 
equally by Reed and Pursell. 

In January 1942, Reed was called into military service and complete 
conduct of the company was left with Pursell. It was found impossible to 
manufacture ovens and most of the assets of the company were liquidated, 
Reed receiving between $16,000 and $17,000 as his half share. The building 
occupied was vacated and rented, and various unliquidated items, consist- 
ing primarily of parts, were stored. No ovens had been built in the latter 
part of 1942 and in December operations were formally suspended except 
for the sale of some replacement parts. 

Reed returned from military service in the fall of 1945, and plans 
were made for the reactivation of the business and steps were taken in 
December toward the purchase of equipment. However, Reed became dis- 
satisfied and remained in the services of the company for only several 
weeks. The cause for the dissatisfaction was that Pursell was bringing his 
son-in-law into the firm and Reed was informed that he would no longer 
receive 50% of the profits. The company resumed the manufacture of 
ovens, after the beginning of 1946, without Reed’s services. 

After leaving the services of respondent, Reed worked for another 
oven company for a while, then, in the spring of 1947, he purchased an 
interest in the Ideal Bakery Equipment Company, a sales organization 
which soon thereafter began the manufacture of ovens using the name Reed. 
From the fall of 1948 Reed has been manufacturing under the name Reed 
Oven Company. Reed also continued to act as a consultant and engineer 
in oven design during this period. The record in this case does not show, 
but a published decision on a motion (Bakers Engineering & Equipment 
Co. v. Reed and Reed Oven Co., 93 USPQ 99) indicates that respondent has 
filed an action for trade mark infringement and unfair competition. 

The application for registration was filed, as has been stated, on Janu- 
ary 5, 1948, and the registration issued in 1950. It should be noted that 
the affidavit alleging five years continuous use of the mark immediately 
prior to January 5, 1948, was not true since there was no use during slightly 
more than three years of this five year period. This nonuse is shown 
positively by the testimony of Reed and Pursell and by exhibits introduced 
by the respondent. While nonuse of this character might be explained 
and excused (note the reference in section 8 of the Trade Mark Act to 
nonuse ‘‘due to special circumstances which excuse such nonuse’’) when a 
question of abandonment of a trade mark is raised, this fact does not 
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justify a statement that a trade mark has been used when it was not used. 
The affidavit can only be regarded as a false material representation made 
in order to obtain the registration, and this would be sufficient ground for 
cancellation of the registration, even though there is nothing in the record 
to suggest that the false statement may not have been due solely to mis- 
understanding. However, this ground was neither raised in the petition to 
cancel nor urged in the briefs and in view of the action taken herein it is 
not necessary to consider whether the registration can be cancelled in this 
proceeding directly on this ground which has not been raised. 

The primary issue involved in this case is whether the registration was 
barred by section 2(c) of the Trade Mark Act, which, together with the 
opening paragraph of the section, reads as follows: 

‘*No trade mark by which the goods of the applicant may be dis- 
tinguished from the goods of others shall be refused registration on 
the principal register on account of its nature unless it— 

‘*(e) Consists of or comprises a name, portrait, or signature 
identifying a particular living individual except by his written consent, 
or the name, signature, or portrait of a deceased President of the 
United States during the life of his widow, if any, except by the written 
consent of the widow.’’ 

The examiner stated ‘‘the real issues involved in this proceeding’’ to 
be as follows: 

‘1. Was the use of the notation REED REEL OVEN on the Ovens 
sold by the partnership and afterwards by the corporation, a trade 
mark use as contended by Respondent, or was it merely used to denote 
Petitioner as the designer of the oven, as contended by Petitioner? 

‘*2. Was it necessary for the Respondent to obtain the written 
consent of Petitioner for the registration of the notation REED REEL 
OVEN ?”’ 

A good deal of the examiner’s decision is taken up with determining 
that the phrase REED REEL OVEN was used as a trade mark and it is indi- 
cated that since it was so used it does not identify any particular individual. 
The first issue as stated by the examiner is not believed to be a correct 
statement of an issue in the case. If the mark was not used as a trade 
mark then it is not registrable for this reason, and section 2(c) is of no 
moment. Section 2(c) contemplates that the subject matter is used as a 
trade mark since reading the opening phrase and section 2(c) together 
the statute states that a trade mark by which the goods may be distin- 
guished from the goods of others shall be refused registration if it consists 
of or comprises a name identifying a particular living individual except 
by his written consent. Therefore the fact that the phrase was used as a 


trade mark is not decisive of the primary issue in the case. 


The examiner also held that ‘‘In view of Petitioner’s acquiescence in 
the use of the mark in question by Respondent and the predecessor part- 
nership for nearly nineteen years prior to the filing of the petition, and the 
building up by Respondent of an important good will under this mark, 
it is believed that the defense of laches, acquiescence and estoppel raised by 
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respondent is well founded.’’ However, laches, acquiescence, and estoppel 
have nothing to do with section 2(c) of the Trade Mark Act, which con- 
tains an absolute requirement for registration. There certainly was no 
laches or acquiescence in a registration since the petition for cancellation 
was filed shortly after the registration was obtained and neither these nor 
estoppel can constitute the written paper required by statute. The exam- 
iner also appeared to hold that since respondent had the right to use the 
mark, with the oral or implied consent of the petitioner, it also had the 
right to register it. This, however, is a non sequitur; while the right to 
register derives from the right to use, the right to register is based upon 
the specific requirements of the statute relating to registration and if the 
requirements are not met there is no right to register. 

The statute requires the written consent of a particular individual in 
certain cases and if this written consent does not exist in those cases in 
which it is required there can not be any registration. The only material 
question involved is whether this is a case where the written consent of a 
particular individual is required. Consent to register must be distinguished 
from consent to use. There may very well be consent to use without any 
consent to register. And neither is consent to register sufficient under the 
statute unless it is a written consent as specified in the statute. 

Respondent states that the trade mark is not PAUL N. REED and that 
petitioner’s name is not REED REEL OVEN and argues in effect that the 
statute is applicable only when the full name of an individual is used. 
However, the statute refers to a trade mark which ‘‘consists of or com- 
prises a name, * * * identifying a particular living individual.’’ It should 
be noted first that the word ‘‘comprises’’ is used as well as ‘‘consists of’’ 
and hence the trade mark in question may include other matters than the 
name. 

Second, the statute uses the words ‘‘a name’’ and not the words ‘‘the 
name.’’ Hence ‘‘name’’ in section 2(c) is not restricted to the full name 
of an individual but refers to any name regardless of whether it is a full 
name, or a surname or given name, or even a nickname, which identifies a 
particular living individual, although in the case of the use of the surname 
only it is possible that the name may lose all significance of identifying a 
particular individual. 

There is no question in this case but that the name Reed appearing 
on the ovens was selected because of its reference to petitioner Paul N. 
Reed who designed and built the ovens and in this respect the name Reed 
identified Reed the designer and builder of ovens. There is also no ques- 
tion but that the name REED on the ovens identifies petitioner within 
respondent’s organization. It seems to me that REED on the ovens also 
identified petitioner to the customers at least during the first several years 
of the business in view of the personal contact of the petitioner with the 
customers in installing and servicing the ovens. Under these circumstances 
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it seems to me that the burden of proof is upon the respondent to show 
that Reed does not refer to and identify the petitioner. No such burden 
has been sustained. No advantage can be derived by the respondent from 
any presumption of validity of the registration since, as pointed out above, 
an affidavit which was not true was made in obtaining the registration, 
and respondent produced no witnesses to show that the name Reed appear- 
ing in REED REEL OVENS does not refer to and identify the petitioner in the 


particular trade. 
The decision of the Examiner of Interferences is reversed and the 
petition for cancellation is sustained. 


EX PARTE BEMIS BRO. BAG COMPANY 


Commissioner of Patents — February 1, 1954 


TRADE-MARK AcT OF 1946—REGISTRABILITY—SECONDARY MEANING MARKS 
Combination of unregistrable components does not result in arbitrary mark; 
eases so holding do not bar registration of mark which has acquired secondary 
meaning. 
REGISTRATION PROCEDURE—EVIDENCE 
In application to register fabric bags, affidavits of publishing officials are en- 
titled to considerable weight since they are given by person familiar with ap- 
plicant’s trade, and use of similar marks would likely come to their attention. 
Affidavits of produce people are entitled to weight a statement of purchasing 
public. 
Extent of advertising and sales of bags bearing mark is of material conse- 
quence in determining whether mark has acquired distinctiveness. 
TRADE-MARK ACT OF 1946—REGISTRABILITY—SECONDARY MEANING MARKS 


LENONET has become a distinctive mark for fabric bags made of woven paper. 


Application by Bemis Bro. Bag Company, Serial No. 526,858 filed 
July 5, 1947. Applicant appeals from decision of Examiner of Trade- 
Marks refusing registration. Reversed. 

Koenig & Pope, of St. Louis, Missouri for applicant. 
LEEDs, Assistant Commissioner. 

Application has been filed to register on the principal register the 
mark LENONET for fabric bags made of woven paper. The mark is claimed 
to have become distinctive of applicant’s goods through substantially 
exclusive use since November 1, 1932, and a quantity of evidence in support 
of the claim has been submitted. The Examiner of Trade Marks has refused 
registration on the ground that ‘‘the term is so highly descriptive, being 
merely the generic name of the net material of which the bags are made, 
that it is deemed incapable of distinguishing the applicant’s goods from 
goods of others.’’ 

According to Webster’s New International Dictionary, Second Edition 
(1945) the word ‘‘leno’’ means ‘‘a light open cotton fabric, used for 
window curtains, ete.; a similar dress fabric usually of cotton or silk.’’ A 
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book entitled ‘‘ Fabries’’ by Grace G. Denny (Copr. 1947) has been referred 
to by the examiner in support of his position. The publication includes 
a section called ‘‘Textile Terms or Definitions,’’ and listed therein is the 
word ‘‘Leno’’ defined as a ‘‘type of weave in which warp yarns are 
arranged in pairs twisting around each other between picks of filling yarn, 
as in marquisette. Lacy designs in plain cloth are not true leno tnless 
’ It appears that ‘‘leno’’ is the name of a type of 
weave, and therefore all who make a fabric so woven may use the word to 
deseribe the weave. The specimen filed with the application indicates that 
the open mesh bags involved here are of the ‘‘leno’’ weave. Applicant, 
however, is seeking registration of LENONET, not LENO. 


warps twisted in pairs.’ 


The examiner has stated that it is believed ‘‘that the word ‘net’ is a 
generic name of the type of material of which applicant’s bag is made,’ 
citing Webster’s New International Dictionary (Second Edition) ; and ‘‘the 
word LENO is the generic name of the type of net used in making the bags.’’ 
Having thus broken the single word into two parts and analyzed the 
meaning of the parts separately, it was concluded that ‘‘the term LENONET 
generically describes the specific tvpe of material of which applicant’s 
open-mesh bag is made.’’ Applicant has contended that the notation 
LENONET written as a unitary word is ‘‘a coined one-word mark. It will 
not be found in any dictionary.’’ In disposing of this contention the 
examiner stated ‘‘But the combination of two descriptive words does not 
eliminate the descriptive nature of either,’’ citing In re Midy Laboratories, 
Inc., 42 USPQ 17 (29 TMR 392) (CCPA, 1939); Ex Parte Goodall- 
Sanford, Inc., 80 USPQ 28 (39 TMR 265) (Com’r., 1948); Ez parte 
Foilrapp, Inc., 87 USPQ 170 (40 TMR 1119) (Com’r., 1950) ; and Ex parte 
Pacific Coast Aggregates, Inc., 91 USPQ 214 (41 TMR 1132) (Com’r., 
1951). An examination of these cases discloses that the first two involved 
applications were filed under the Trade Mark Act of 1905 which did not 
provide for registration of secondary meaning marks except those which 
were in exclusive use from 1895 to 1905; and the last two involved the 
question of registrability as arbitrary marks of words comprising unregis- 
trable components. These cases stand for the proposition that the com- 
bination of unregistrable components does not result in an arbitrary mark. 


This applicant seeks registration of a mark claimed to have acquired a 
secondary meaning—not a mark claimed to be arbitrary. We must, there- 
fore, consider the evidence to determine whether the claim is supported. 


It appears that the mark LENONET has been used by this applicant 
since 1932; during the past five years approximately seven and one-half 
million dollars worth of the open-mesh bags have been sold under the 
mark; during the past five years applicant has spent more than $91,000 
in advertising its open-mesh bags under the mark; the advertising media 
used include Chain Store Age, The Packer, Produce News, Progressive 
Grocer, Super Market Merchandising, Pre-Pack-Age, California Citrograph, 
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Citrus Leaves and National Grocers Bulletin. The bags are not sold to 
the public generally, but are sold to users in the food products field for 
packaging produce such os oranges, grapefruit, onions, potatoes and the 
like; the Vice-President of the publisher of Chain Store Age and the 
President of the publisher of Progressive Grocer have given affidavits to 
the effect that they were familiar with the LENONET bags advertised by 
applicant in their respective publications, to the best of their knowledge no 
one other than applicant has used the mark, and they have found that 
LENONET means to purchasers that the bags bearing the mark come from 
applicant; officials of eight large produce companies, located variously in 
the states of Missouri, Idaho, Washington, Nebraska, and Colorado, have 
given affidavits stating that during the preceding seven to twenty years 
they have known of applicant’s bags sold under the trade mark LENONET, 
their respective companies have purchased substantial quantities of bags 
bearing the mark, and to the best of their knowledge applicant has had 
substantially exclusive and continuous use of the mark. 

The affidavits of the officials of the publishing houses are entitled to 
considerable weight since they are given by persons familiar with the trade 
in which applicant is engaged, and use of the same or a mark confusingly 
similar to applicant’s would be likely to come to their attention. 

Those of the produce people represent affidavits of the ‘‘ purchasing 
public’’ so far as this applicant’s open-mesh bags sold under the trade 
mark LENONET are concerned, and they are, therefore, entitled to weight. 

The extent of advertising and sales of the bags bearing the mark is 
of material consequence in making a determination as to whether or not a 
mark has acquired distinctiveness; and where, as here, the use of the mark 
has been so substantial and widespread over a long period of time, and it 
appears that there has been no adverse use, and purchasers recognize the 
mark as an indication of origin, it must be concluded that the mark 
LENONET has become distinctive of applicant’s goods, i.e., it has acquired 
a secondary meaning. 

The decision of the Examiner of Trade Marks is reversed. 


THE CROWN OVERALL MANUFACTURING COMPANY v. 
ECLIPSE KNITTING MILLS, INC. 


No. 5666 — Commissioner of Patents — February 3, 1954 


CANCELLATION PROCEDURE—IN GENERAL 

Petitioner seeks cancellation of the registered mark CRONIES for wearing ap- 
parel which was registered in 1939 on the basis of its claim of damage to its 
registered mark CROWN, registered in 1900 and the mark CROWNIES allegedly in use 
since prior to the adoption of CRONIES, said marks being used on similar goods, 
but the decision of the Examiner dismissing the petition is affirmed since CRONIFS 
is not confusingly similar to CROWN and the evidence fails to show claim of right 
by petitioner to mark CROWNIES between 1931 and 1951 and whatever use there 
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was of mark was sporadic, intermittent and insubstantial and particularly in view 
of registrant’s expansion over a period of 15 years without protest by petitioner 
and without evidence of actual confusion. 
CANCELLATION PROCEDURE—EVIDENCE 
Advertisements allegedly featuring CROWNIES which are not properly identi- 
fied may not be considered. 


Stamping in small letters of the word CROWNIES on a CROWN label is not a 
trade-mark use and use of the mark on price lists is insufficient to show use of 
mark as trade-mark in the absence of supporting data. 


Cancellation proceeding by The Crown Overall Manufacturing Com- 
pany V. Eclipse Knitting Mills, Inc., Registration No. 365,357, issued March 
7, 1939. Petitioner appeals from decision of Examiner of Interferences 
dismissing petition. Affirmed. 

Zugelter & Zugelter, of Cincinnati, Ohio for petitioner-appellant. 
T. W. Miller, of Chicago, Illinois and Harry Sommers, of Newark, New 

Jersey for respondent-appellee. 

LeeEpDs, Assistant Commissioner. 

A petition has been filed to cancel the trade mark crRoNIEs (Reg. 
No. 365,357) issued on March 7, 1939 (published under Section 12(¢) on 
July 4, 1950) on an application filed on August 29, 1938, for men’s, 
women’s and children’s wearing apparel, particularly sweaters, cardigans, 
hosiery, jackets and slacks; and women’s and children’s caps, hats, under 
and outer shirts and blouses. Petitioner bases its claim of damage upon 
likelihood of confusion with its registered mark CROWN, and with a mark 
CROWNIES which it alleges to have used continuously since a date prior to 
the filing date of respondent’s application. The cRowN mark was first 
registered by a predecessor in 1900 in design form (Reg. No. 34,662— 
expired) for collars and cuffs; it was again registered by a predecessor 
in 1905 in a slightly different design form (Reg. No. 44,995) for collars 
and cuffs; the word crown, together with the representation of a crown, 
was registered as a composite mark in 1920 (Reg. No. 128,351) for overalls; 
and the words CROWN ADJUST-ALLS enclosed within a rectangle were regis- 
tered in 1925 for overalls and union-suit work garments. CROWNIES is not 
registered, but an application to register was filed in 1950. The petition 
alleges use of CROWNIEs on children’s play clothes comprising trousers, 
overalls, shorts, rompers, shirts and jackets, pants and shirts. 

The Examiner of Interferences dismissed the petition, holding that 
because of laches petitioner is estopped from asserting that it is or will be 
damaged by the registration. Petitioner has appealed. 

Petitioner took testimony of its chairman of the board and treasurer 
and its president. This testimony and the identified exhibits show con- 
tinuous use of CROWN as a trade mark for garments manufactured and 
sold by petitioner for many years prior to respondent’s entry into the 
field. As regards CROWN and CRONIEs, they are sufficiently dissimilar in 
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sound, appearance and meaning, in my opinion, to prevent likelihood of 
confusion, mistake or deception of purchasers. 

The testimony and exhibits show that cRowNIEs first appeared in one 
of petitioner’s price lists in 1931. Although petitioner apparently relies 
upon the inclusion of CROWNIEs in price lists in 1931, 1935, 1936, 1937, 1938, 
1939, 1941, 1942 and 1943 to establish continuous use of CROWNIES as a 
trade mark, an examination of the list seems to indicate that the word was 
used more in the nature of a style name. There are no price lists in the 
record later than 1943. 

The 1931 price list includes a page of advertising featuring ‘‘ cROWNIES, 
the Fad, the Fashion, the Hit of the Season.’’ It shows small boys and 
young ladies wearing trousers or slacks, and the copy includes: ‘‘ CROWNIES 
—an original Crown creation for young men, boys and girls are stylish, 
clever and practical, novel, distinctive materials characterize these ultra- 
modern sport trousers, while the attractive, vivid contrasting trims empha- 
size their unique design. CROWNIES have extra wide, full cuff bottoms; 
convertible three-quarter top pockets with lined triangular flaps; extra 
long belt loops, three brass buttons on the waist band, and an adjustment 
buckle at the back. For sports, play or dress they qualify in every respect. 
CROWNIES are the ‘hit’ of the season. They have taken the country by 
storm and are shattering sales records everywhere. Campers, tourists, 
playboys; in fact all men and boys who want to be ahead of the times 
accept CROWNIES as the ultimate in sports apparel.’’ The advertisement 
shows the word CROWNIES displayed on a pennant. Photostats of what 
appear to be advertisements featuring CROWNIES were introduced, but they 
are not properly identified and may not be considered. Aside from the 
foregoing, it does not appear that CROWNIES have been advertised. Fur- 
thermore, the witnesses testified that they had not seen the label featuring 
CROWNIES in a pennant for some years. A second label was introduced, 
but it shows the word CROWNIES stamped in small letters on the familiar 
CROWN label. Such use is clearly not a trade mark use. In addition, the 
witnesses testified that they ‘‘used that designation CROWNIES on there for 
identification,’’ and that the label was eight or ten years old. No other 
labels or tags bearing the word CROWNIES were introduced, except one 
which was adopted and used in 1951, some time after this petition was filed. 

There are no orders for CROWNIEs in the record, and it, therefore, does 
not appear that the retailers recognized the word as identifying a product 
emanating from this petitioner. The absence of advertising of the mark 
leads me to the conclusion that the ultimate purchasers did not know the 
mark. 

The testimony indicates that Lot Nos. 79, 199, 299 and 399 represented 
the CROWNIES model or design. There are sales analyses for 1935, 1936 and 
1937 showing cuttings and sales of these lot numbers, but there is no con- 
vineing evidence that any garments were marked or sold as CROWNIEs. 
There are a few 1940 and 1941 invoices to retailers upon which the word 
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CROWNIES appears in conjunction with the lot numbers, but since there is 
nothing in the record to show that the garments were labeled and sold 
under the name CROWNIES, or that the word had any significance other 
than to the petitioner, it must be assumed that the word was used on the 
invoices for internal operating purposes. A few 1942 invoices to a sub- 
sidiary of petitioner show the word CROWNIEs, but there is nothing to show 
that the garments were labeled or that they were sold to the publie as 
CROWNIES. A few invoices dated 1947, 1948 and 1949 show the word 
CROWNIES, but they suffer the same evidentiary defects as those above 
mentioned. An annual report for 1950 shows that a total of seven dozen 
garments of lot numbers 79, 199, 299 and 399 were cut, but there is no evi- 
dence that any of these garments were sold under the mark CROWNIES. 

One of the witnesses testified that he recalls corresponding with 
retailers throughout the country on CROWNIES from 1930 to 1942, but not 
a single letter or copy of such correspondence was introduced. 

One of the witnesses testified that petitioner had decided in 1951 to 
commence promoting CROWNIES, but the record shows that only four and 
one-half dozen CROWNIES garments were cut, and there is no evidence that 
those garments were sold as CROWNIES. The single advertisement of peti- 
tioner’s products in 1951 which was introduced does not mention CROWNIES. 

When asked on cross-examination whether there was anything in the 
record to indicate an offering for sale of CROWNIES since April, 1943, the 
president of petitioner stated that there was nothing in the exhibits before 
him to indicate that there was such an offering, but there were people who 
could testify as to the offering to individual dealers and to salesmen. No 
such ‘‘people’’ were called as witnesses. 

The chairman of the board testified that the ‘‘line’’ was withdrawn 
in 1942, and he had not been able to find any labels which were being used 
at that time or after alleged resumption of manufacture of the line, except 
the label currently in use in 1951. 

Respondent filed a stipulation of fact in lieu of testimony. This indi- 
cates that CRONIES and CHUMS have been used continuously as trade marks 
for garments manufactured by the respondent since 1938; sales under the 
CRONIES mark in 1951 exceeded $428,000; numerous advertisements show 
widespread advertising of the mark by retailers; and representative orders 
from retailers show that they recognize the mark CRONIES and place their 
orders with respondent by trade mark designation. 

It is clear from the record that crowntes was first introduced by 
petitioner as an identification of its garments in 1931 and that first use 
was at least analogous to a trade mark use; the word appeared in price 
lists until 1943, but the price lists are insufficient to show trade mark use 
of CROWNIES in the absence of supporting data comprising orders or labels 
or evidence of actual sales under the mark; no price lists since 1943 are 
in the record; and, so far as the record shows, no advertising of CROWNIES 





i a 


THE TRADE-MARK REPORTER Vol. 44 T. M. BR. 


has been disseminated since 1931. In short, there is nothing here to show 
that this petitioner claimed any rights in CROWNIEs as a trade mark between 
1931 and 1951. Whatever mention has been made of CROWNIES through 
those years has been sporadic, intermittent and insubstantial; and under 
such circumstances, the respondent should not now suffer the damage of 
loss of its registration, particularly where its business has been built up 
over the past fifteen years without any protest from petitioner and without 
any evidence of actual confusion. Elizabeth Arden Sales Corp. v. Bomze 
& Bros. Inc., 89 USPQ 643 (41 TMR 748) (Com’r., 1951). 

It must be presumed that petitioner has made the strongest showing 
possible. Plough, Inc. v. Coupland, 45 USPQ 617 (30 TMR 409) (Com’r., 
1940) ; H. D. Hudson Mfg. Co. v. Wizard, Inc., 100 USPQ 24 (44 TMR 
558) (Com’r., 1953); Horowitz Bros. & Margareten v. Homart Foods, 
Inc., 100 USPQ 60 (44 TMR 585) (Com’r., 1953). We are not free to 
speculate what the facts are (Desmond’s, Inc. v. The Shirtcraft Company, 
Inc., 100 USPQ 28 (44 TMR 569) |Com’r., 1953]) ; and there are no facts 
before me from which it can be concluded that petitioner is or will be dam- 
aged, within the meaning of the statute, by respondent’s registration. 

Since petitioner has not discharged its burden of proving its case, it 
is not necessary to pass upon respondent’s affirmative defenses. The deci- 
sion of the Examiner of Interferences is affirmed, but for the foregoing 
reasons. 


THE GROVE COMPANY v. 
LORD JEFF KNITTING COMPANY, INCORPORATED 


No. 30512 — Commissioner of Patents — February 9, 1954 


REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 


Since applicant took no testimony as to date of first use it is restricted to filing 
date of its application. 


Assertion of descriptiveness in answer to opposition is an affirmative pleading, 
and burden of proof is on party asserting it. 
TRADE-MARK AcT oF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
In determining question of confusing similarity between TWINN-JAC and 
THERMO-JAC, Patent Office is not concerned with term JAC standing alone; precise 
meaning of JAC does not have much bearing on determination. 


REGISTRATION PROCEDURE—OPPOSITION—DEFENSES 


Applicant’s affirmative defense of estoppel by acquiescence fails where no 
proof is offered. 


TRADE-MARK AcT oF 1946—REGISTRABILITY—IN GENERAL 
Opposer’s testimony includes reference to its use of THERMO-BIL, THERMO-JIL, 
THERMO-JEAN and THERMO-JAC; it is thus apparent that opposer considers THERMO 
portion of its mark THERMO-JAC to be the significant indication of origin. 
TRADE-MaRK ACT oFf 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
TWINN-JAC for knitted sweaters, is not confusingly similar to THERMO-JAC, for 
outer garments of jacket type. 
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Opposition proceeding by The Grove Company v. Lord Jeff Knitting 
Company, Incorporated, application, denial No. 590,319 filed January 4, 
1950. Opposer appeals from decision of Examiner of Interferences dis- 
missing opposition. Affirmed. 

Kingsland, Rogers & Ezell, of St. Louis, Missouri for opposer-appellant. 

Abraham Rosenfeld and Francis J. Sullivan, of New York, N. Y. for 
applicant-appellant. 

Leeps, Assistant Commissioner. 

Application has been filed to register on the Principal Register the 
term TWINN-JAC (JAc disclaimed) for knitted sweaters for men, women, 
boys and girls. Use is claimed since October 3, 1949. Opposer relies upon 
ownership of the unregistered mark THERMO-JAC for outer garments of the 
jacket type for men, women, boys and girls, and asserts continued use 
since June 7, 1949. The Examiner of Interferences dismissed the opposi- 
tion, and opposer has appealed. 

Opposer has established by competent testimony that it first com- 
menced use of THERMO-JAC as a trade mark for jackets on June 7, 1949 
and such use has been continuous. Since applicant took no testimony it 
is restricted to the filing date of its application, namely January 4, 1950. 
There is no doubt that the goods are closely related and this is, in effect, 
conceded by the applicant. 


Opposer’s testimony shows that THERMO-JAC jackets have been widely 
advertised in magazines and newspapers; approximately $365,000 has been 
spent by opposer and its customers in advertising THERMO-JAC jackets; 
sales for the fiscal year 1949 approximated $500,000; sales for the fiscal 
year 1950 exceeded one million dollars; and sales presently average in 
excess of one million dollars annually. 


Applicant pleaded in its answer that ‘‘jac’’ is a descriptive word, the 
phonetic equivalent of ‘‘jack’’ and a synonym for ‘‘jacket,’’ and that no 
one may lawfully claim exclusive use of Jac in respect of outer garments. 
No proofs were offered in support of the pleading. Applicant argued in 
its brief that the burden of proof (of non-descriptiveness) was on the 
opposer and stated: ‘‘It is submitted that in the absence of proof to the 
contrary, opposer’s belated contention that Jac is not a descriptive term 
must be disregarded.’’ An assertion of descriptiveness in an answer to an 
opposition is an affirmative pleading and the burden of proof is on the 
party asserting it. It is true that the Examiner of Trade Marks during 
the prosecution of the application here involved required a disclaimer of 
Jac on the grounds of descriptiveness, and the applicant complied with the 
requirement without protest; and the Examiner of Interferences stated in 
his opinion that ‘‘ Reference to Webster’s International Dictionary supports 
the above position of the Examiner of Trade Marks. Consequently, it 
appears that Jac is descriptive of the goods involved.’’ Webster’s Inter- 
national Dictionary includes a listing of ‘‘jack’’ defined as ‘‘a short close- 
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fitting upper garment; a jacket. Obs.’’ We are not concerned, however, 
with the term Jac standing alone, but the question presented here is 
whether TWINN-JAC and THERMO-JAC are likely to cause confusion, mistake 
or deception among purchasers as to origin when applied to the goods of 
the respective parties. The precise meaning of Jac does not have much 
bearing on the determination to be made. 

Applicant also pleaded the affirmative defense of estoppel by acqui- 
escence, but offered no proofs. Therefore, the defense must fail. 

The testimony of opposer shows that it uses THERMO-BIL for caps, 
THERMO-JIL for shorts, THERMO-JEAN for overalls and THERMO-JAC for 
jackets, and that each of the first three marks is used on a label with the 
phrase MIX ’N MATCH WITH THERMO-JAac. Under such circumstances it is 
apparent that opposer itself considers the THERMO portion of its mark to 
be the significant indication of origin. 

THERMO-JAC and TWINN-JAC do not look or sound alike, nor do they 
have the same suggestive significance. The former suggests a reference to 
temperature—in fact, opposer has advertised THERMO-JAc—It is tailored 
to the temperature for maximum protection—and the latter suggests two 
or a pair. I am of the opinion that confusion, mistake or deception of 
purchasers is unlikely, and no facts are proved from which it can be con- 
cluded that opposer will be damaged by the registration. 























The decision of the Examiner of Interferences is affirmed. 







JOHNSTON v. STATE PRODUCE CO. 
No. 30688 — Commissioner of Patents — February 9, 1954 







REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 





Since applicant took no testimony as to date of first use, it is restricted to 
record date of its application. 
TRADE-MaArRK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
Marks must be considered in their entireties, including disclaimed matter. 







SALAD QUEEN, for fresh vegetables, is confusingly similar to KING SALAD for 
fresh avocados. 








Opposition proceeding by Everett Johnston v. State Produce Co., 
application, Serial No. 603,085 filed September 1, 1950. Applicant appeals 
) from decision of Examiner of Interferences sustaining opposition. Affirmed. 
Harris, Kiech, Foster & Harris, of Los Angeles, California for opposer- 
| appellee. 

M. 8S. Meem, of Washington, D. C. for applicant-appellant. 

LeeEps, Assistant Commissioner. 

Application has been filed to register the words SALAD QUEEN (SALAD 
disclaimed) for fresh vegetables. Use is claimed since March 17, 1950. 
Opposition has been filed by the owner of a composite mark featuring 
prominently the words KING SALAD (SALAD disclaimed), registered Sep- 
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tember 27, 1938 (Registration No. 360,809) for fresh avocados. The 
Examiner of Interferences sustained the opposition and applicant has 
appealed. 

Both parties took testimony. Opposer has established by testimony 
that it first commenced use of KING SALAD, superimposed on the represen- 
tation of a crown, as a trademark for fresh avocados on February 17, 1938. 

Since the applicant took no testimony as to its date of first use, it is 
restricted to the record date of its application; namely, September 1, 1950. 

Opposer’s testimony shows that KING SALAD avocados have been adver- 
tised in national publications directed to the produce trade such as ‘‘Cali- 
fornia Fruit and Vegetable Review’’ and ‘‘Packer’’; in newspapers such 
as ‘‘Christian Science Monitor’’; in displays at state fairs; in store window 
displays; in advertising pamphlets; in recipe booklets; and in radio broad- 
casts. Over 20,000,000 avocados have been sold under the trademark KING 
SALAD since 1938 for a dollar volume in excess of $2,500,000. 

The applicant’s testimony shows that its mark SALAD QUEEN is used as 
a trademark for tomatoes only and that approximately 2,000,000 pounds 
of tomatoes have been sold under the trademark SALAD QUEEN. 

Applicant emphasizes the fact that it applies its mark only to tomatoes 
and that opposer applies its mark only to avocados. It is noted, however, 
that the description of goods in the opposed application is not limited to 
tomatoes, but recites use in connection with ‘‘fresh vegetables.’’ It is 
doubtful whether or not the description ‘‘fresh vegetables’’ is proper in 
view of the fact that the mark is used only in connection with tomatoes; 
but it is immaterial to the issues involved since the opposer’s testimony 
clearly shows that avocados and tomatoes are usually considered to be fresh 
vegetable produce and it is common knowledge that they are used in salads, 
both separately and together. 

The goods of the parties are produce for human consumption, sold 
through the same channels of trade, and displayed for sale in the same 
sections of the same stores. 

The applicant contends that there is no resemblance between the marks 
except for the word saLaD which is disclaimed and that KING and QUEEN 
are dissimilar. In addition to the fact that we must consider the marks 
in their entireties, including disclaimed matter, I am not convinced that 
KING and QUEEN are sufficiently dissimilar to prevent confusion. 

The products are items which might reasonably be assumed to be 
packed and distributed by a single produce dealer. Purchasers familiar 
with KING SALAD avocados upon seeing SALAD QUEEN in connection with 
tomatoes are likely, in my opinion, to believe that the two products emanate 
from the same source. 

The decision of the Examiner of Interferences is affirmed. 


LL 
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ENDO PRODUCTS, INC. v. NATIONAL PACKAGE DRUGS, INC. 
No. 31076 — Commissioner of Patents — February 11, 1954 


TRADE-MARK ACT oF 1946—REGISTRABILITY—IN GENERAL 


It is common practice in drug industry to ‘‘fabricate’’ marks from syllables 
of generic designation of ingredients; no single manufacturer can claim exclusive 
rights in name of goods or ingredients or syllables of names; purchasing public is 
entitled to be protected from confusion which may result from marks thus ‘‘fabri- 
eated,’’ so Commissioner of Patents serves as guardian of public interest. 


TRADE-MARK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 


Considerations peculiar to determination of confusion between drug marks in- 
clude manner of sale of products, potency and intended uses. 


REGISTRATION—PROCEDURE-—EVIDENCE 


It is common knowledge that anti-histamine tablets are sold over the counter, 
without a prescription, and are intended for internal use. 


REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 


Specimen label for opposer’s product attached to notice of opposition is not 
in evidence since no proof was offered in connection therewith, but it may be 
considered to extent that it may constitute admission against interest. 


TRADE-MARK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 


Degree of dissimilarity required is lessened when products move through dif- 
ferent channels, such as drug sold to public generally and drugs available only by 
prescription. 


HISTAPRO, for anti-histamine tablets is not confusingly similar to HISTAPON, 
for injections of histamine phosphate. 


Opposition proceeding by Endo Products, Inc. v. National Package 
Drugs, Inc., application, Serial No. 590,824 filed January 13, 1950. 
Opposer appeals from decision of Examiner of Interferences dismissing 
opposition. Affirmed. 

Mock & Blum, of New York, N. Y. for opposer-appellant. 
Koenig & Pope, of St. Louis, Missouri for applicant-appellee. 
LEEps, Assistant Commissioner. 

Application has been filed to register on the Principal Register the 
term HISTAPRO for anti-histamine tablets. Use is claimed since January 83, 
1950. Opposer claims ownership of Registration No. 433,031, nistTaPon 
for a medicinal preparation, used for the treatment of gastric ulcers, 
issued December 9, 1947. The Examiner of Interferences dismissed the 
opposition, and opposer has appealed. 

Neither party took testimony, but since the registration which is in 
evidence issued prior to the filing date of the application, no question of 
priority is involved. 

There remains only the question of likelihood of confusion. HIST as a 
suffix, a prefix, or as a component of trade marks for pharmaceutical 
products is in common usage for anti-histamine products and for products 
containing a histamine. Here it appears that the applicant has adopted 
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Hist from ‘‘anti-histamine’’ and opposer has adopted nist from ‘‘ histamine 
phosphate. ”’ 

It is a common practice in the drug and pharmaceutical industry to 
‘*fabricate’’ marks from syllables of the generic designation of one or more 
ingredients, or from the generic name of the product itself, by combining 
such syllables into a single word or combining them with a more or less 
arbitrary suffix or prefix. Obviously, no single manufacturer can claim 
exclusive rights in the name of the goods or their ingredients or in the 
syllables of such names. The purchasing public, however, is entitled to be 
protected from the confusion, mistake or deception which may result from 
marks which too closely resemble each other, even though they are both 
‘*fabricated’’ in the manner common to the industry. In proceedings such 
as these, the Commissioner of Patents serves in a capacity in the nature 
of guardian of the public interest. 

In arriving at a conclusion as to likelihood of confusion, mistake or 
deception from the instant marks, there are considerations which are not 
always present in registration proceedings involving marks in other fields. 
For example, are the products sold over the counter or by prescription 
only? If both are sold over the counter, are they of the same potency? 
Are the intended uses of the products substantially the same, i.e., for 
internal or external use? 

There is no evidence here which provides explicit answers to the 
questions, but it is apparent from the description of goods in the opposed 
application, and from the specimens showing the mark as actually used, 
that applicant’s product is an ordinary anti-histamine tablet for relief 
from symptoms accompanying the common cold. It is common knowledge 
that such tablets are sold over the counter, without a prescription, and 
are intended for internal use. 

The specimen label for opposer’s product attached to the notice of 
opposition is not in evidence since no proof was offered in connection there- 
with, but it may be considered to the extent that it may constitute an 
admission against interest. It appears that opposer’s product is a ‘‘reposi- 
tory injection of histamine phosphate’’ and is ‘‘for intramuscular use 
only.’’ The Federal Food, Drug and Cosmetic Act (21 U.S.C. Chapter 9) 
and regulations promulgated thereunder permit the sale of such a product 
only on prescription of a physician, and the label must include the pre- 


? 


seribed ‘‘Caution’’ statement. 

It is clearly apparent, therefore, that applicant’s product is for sale to 
the public generally on order, whereas opposer’s product can be sold only if 
prescribed by a physician. Under such circumstances, confusion, mistake, 
or deception as to origin is less likely than when products move competi- 
tively through the same trade channels to the same type and class of 
purchasers for substantially the same use. In other words, the degree of 


dissimilarity required here may be less than in some other cases. 
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In view of the foregoing, I am of the opinion that purchasers are not 
likely to be led, by the marks of the respective parties, to believe that 
HISTAPRO anti-histamine tablets and HISTAPON injections of histamine 
phosphate emanate from the same source. 

The decision of the Examiner of Interferences is affirmed. 





BOOKBINDER’S SEA FOOD HOUSE, INC. v. 
BOOKBINDER’S RESTAURANT, INC. 


No. 31916 — Commissioner of Patents — February 12, 1954 


REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 


Applicant’s claim to right to registration was predicated upon allegation of 
substantially exclusive use during period specified in section 2(f); question whether 
it might be entitled to registration upon any other theory is not irrelevant; theory 
upon which applicant bases right to registration, that mark becomes distinctive of 
goods, has not been changed, and applicant is not precluded, merely because evi- 
dence submitted in ex parte prosecution of its application was of particular char- 
acter, from producing any relevant testimony or competent evidence in this pro- 
ceeding to establish its right. 


TRADE-MARK AcT orf 1946—REGISTRABILITY—IN GENERAL 


Unlike language of ‘‘ten-year proviso’’ of 1905 Act, there is no requirement 
in Section 2(f) or elsewhere in 1946 Act that applicant must have used mark 
during five year period immediately preceding filing date of application in order 
to qualify for registration. 


TRADE-MARK AcT oF 1946—REGISTRABILITY—SECONDARY MEANING MARKS 


Distinctiveness, or secondary meaning is question of fact to be resolved from 
evidence. 


Opposition proceeding by Bookbinder’s Sea Food House, Inc. v. Book- 
binder’s Restaurant, Inc., application, Serial No. 596,066 filed April 21, 
1950. Applicant appeals from decision of Examiner of Interferences 
sustaining opposition. Reversed. 

Arthur N. Klein, of Philadelphia, Pennsylvania for opposer-appellant. 
Leonard L. Kalish, of Philadelphia, Pennsylvania for applicant-appellant. 
LEEps, Assistant Commissioner. 

Applicant has appealed from a decision of the Examiner of Inter- 
ferences granting opposer’s motion for judgment on the pleadings and 
sustaining the opposition. 

Bookbinder’s Restaurant, Ine. filed an application to register OLD 
ORIGINAL BOOKBINDER’S as a trade mark for soups, French dressing, pack- 
aged and frozen lobsters and coffee, claiming that the mark had become 
distinctive of applicant’s goods in commerce, i.e., had acquired a secondary 
meaning. In accordance with the provisions of Section 2(f) of the Trade 
Mark Act of 1946, the examiner accepted as prima facie evidence that the 
mark had become distinctive a verified statement of substantially exclusive 
and continuous use of the mark by applicant for the period of five years 
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next preceding the filing of the application, and the mark was published 
for opposition purposes. 

Bookbinder’s Sea Food House, Inc., filed an opposition alleging use of 
its corporate name since 1935. The opposition is not based on the ordinary 
allegations of likelihood of confusion, mistake or deception of purchasers. 
In fact, it contains assertions that ‘‘The public is, and for many years has 
been, fully cognizant of the further fact that there are two separate and 
unrelated businesses (i.e., Opposer’s and Applicant’s) located in Phila- 
delphia, Pennsylvania, both having the surname BOOKBINDER’s as the prin- 
cipal and dominant part of their respective names’’; and ‘‘The advertise- 
ments and other forms of publicity employed by Opposer and by Applicant 
have stressed the fact that the two businesses are entirely separate and 
distinct, and the public, in Philadelphia and elsewhere, are fully cognizant 
of that fact.’’ Apparently the opposer believes that it will be damaged 
by the registration on the alleged ground that: ‘‘If a Certificate of Regis- 
tration were granted upon Applicant’s application opposed herein, such 
Certificate would, under Section 7(b) of the Act of July 5, 1946, constitute 
prima facie evidence of Applicant’s exclusive right to use the expression 
OLD ORIGINAL BOOKBINDER’S in commerce in connection with the goods 
specified, and would be in derogation of Opposer’s right to continue using 
the surname BOOKBINDER’s and the adjective ORIGINAL * * *.’’ 

According to the pleadings, applicant has used the term OLD ORIGINAL 
BOOKBINDER’S as a trade mark for soups, French dressing, packaged and 
frozen lobsters and coffee since 1938, and the name BOOKBINDER’s has been 
used by applicant and its predecessors to identify a restaurant since 1865 
Opposer has used ‘‘Bookbinder’s Sea Food House, Ine.’’ to identify its 
restaurant since its incorporation in October of 1935. It does not appear 
from the pleadings that opposer has used BOOKBINDER’s as a trade mark 
or a part of a trade mark for goods sold in commerce. Opposer does not 
allege that it has ever used OLD ORIGINAL BOOKBINDER’S, nor does it allege 
that it has any right to use the phrase, but it asserts that it has advertised 
that it is owned and operated by members of the original Bookbinder 
family. 

Applicant contended before the examiner, and here, that it should be 
given an opportunity to take testimony for the purpose of establishing that 
its mark OLD ORIGINAL BOOKBINDER’s has acquired a secondary meaning as 
an indication of origin of its goods, irrespective of the question of exclusive 
use of the name BOOKBINDER’s during the five year period immediately 
preceding the filing of application. The examiner in disposing of the 
contention said: ‘‘ Referring to (1), the applicant’s claim to the right of 
registration having been predicated upon an allegation of substantially 
exclusive use of its mark during the five-year period specified in Section 
2(f) of the Act, the question whether it might be entitled to registration 
upon any other theory is irrelevant here * * *.’’ It was error to hold that 
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‘the question whether it might be entitled to registration upon any other 
theory is irrelevant.’’ 

The theory upon which applicant bases its right to registration, that 
the mark has become distinctive of its goods in commerce, has not been 
changed; and applicant is not precluded, merely because the evidence sub- 
mitted in the ex parte prosecution of its application was of a particular 
character, from producing any relevant testimony or other competent 
evidence in this proceeding to establish its right. 

Unlike the language of the ‘‘ten-year proviso’’ of the Trade Mark Act 
of 1905, there is no requirement in Section 2(f), or elsewhere in the Act 
of 1946, that an applicant must have used the mark—either exclusively 
or substantially exclusively—during the five year period immediately pre- 
ceding the filing date of the application in order to qualify for registration. 
In this case, the examiner accepted the applicant’s verified statement as 
prima facie evidence that the mark has become distinctive. Even if the 
pleadings are such as to establish use of the name BOOKBINDER’S as a part 
of the name of opposer’s business, applicant will not be deprived of an 
opportunity to offer proofs that its mark OLD ORIGINAL BOOKBINDER’Ss has, 
in fact, become distinctive of its goods. 

Distinctiveness, or secondary meaning, is a question of fact to be 
resolved from the evidence; and to grant a motion for judgment on the 


pleadings is to deprive applicant of the opportunity to prove facts in sup- 
port of its claim. It is not proper to resolve a fact issue on a motion for 
judgment on the pleadings. Frederick Hart & Co., Inc. v. Recordograph 
Corp., 783 USPQ 310 (C.A. 3, 1948); Sarnoff v. Ciaglia, 165 F.2d 167 
(C.A. 3, 1947). 

The decision of the Examiner of Interferences is reversed. 


EX PARTE MELETIO SEA FOOD COMPANY 


Commissioner of Patents — February 12, 1954 


TRADE-MaARK AcT or 1946—REGISTRABILITY—GENERIC TERMS 
READY-MIXED BREADING, for dehydrated batter, is unregistrable, for it is actu- 
ally the name of the goods. 

Application for registration of trade-mark by Meletio Sea Food Com- 
pany, Serial No. 605,110 filed October 18, 1950. Applicant appeals from 
decision of Examiner of Trade-Marks refusing registration. Affirmed. 
Bruninga & Sutherland, of St. Louis, Mo. for applicant. 

LEEDs, Assistant Commissioner. 

Registration is sought for READY-MIXED BREADING for a ‘‘dehydrated 
batter.’’ The specimens show that it is used for all breading purposes. 
The question arises whether READY-MIXED BREADING is the mark or the name 
of the goods. The answer is that it is claimed to be the mark but it is 
actually the name of the goods. It is, therefore, unregistrable. 

The decision of the Examiner of Trade Marks is affirmed. 
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ALL-BRIGHT ELECTRIC PRODUCTS v. ANDERS 
No. 5702 — Commissioner of Patents — February 15, 1954 


CANCELLLATION—IN GENERAL 
Proofs in record show that respondent did not have exclusive use of its mark 
for one year preceding application filing date, so he was not entitled to registration 
under 1920 Act, which must now be cancelled. 
CANCELLATION—DEFENSES 
In view of fact that respondent was not entitled to registration at time of 
issuance and of further fact that considerable confusion has resulted from use of 
mark, affirmative defenses of laches, acquiesecnce and estoppel need not be con- 
sidered, even if they had been proved. 


Cancellation proceeding by All-Bright Electric Products Company Vv. 
Ernest O. Anders, Registration No. 430,501 issued June 10, 1947. Regis- 
trant appeals from decision of Examiner of Interferences sustaining 


petition. Affirmed. 

Eli Mullin, of Chicago, Illinois for petitioner-appellee. 

J. E. Trabucco, of San Francisco, California for registrant-appellant. 
LEEpDs, Assistant Commissioner. 

This is an appeal from the decision of the Examiner of Interferences 
sustaining a petition to cancel Registration No. 430,501, issued on June 10, 
1947 under the Trade Mark Act of March 19, 1920. The application upon 
which registration issued was filed on May 6, 1946, and use was alleged 
since October 1, 1944. 

The mark disclosed in the registration is ALL-BRITE enclosed within a 
design, and petitioner claims prior use of ALL-BriGHT. The products of 
both parties are fluroscent lighting fixtures. Petitioner’s mark is unreg- 
istered, but it has filed two applications to register the mark (Ser. No. 
517,879, filed February 21, 1947, and Ser. No. 596,006, filed April 20, 1950), 
both of which have been suspended pending termination of the present 
proceeding. 

Petitioner’s testimony shows that one Robert Kozak established a 
fluorescent lighting fixture business in 1939 and used the trade name of 
All-Bright Electric Products Company, and a decaleomania bearing the 
word ALL-BRIGHT as a trade mark was applied to each fixture ; documentary 
evidence shows use of the trade name as early as August 6, 1940. In 1940 
the business was sold by Kozak to one J. Arthur Louis Gold who had been 
Kozak’s superintendent and designer of lighting; documentary evidence 
shows an order signed by Gold for a classified telephone directory adver- 
tisement to be inserted in the September 1940 issue; other documents in 
evidence are a purchase order for fixtures dated September 17, 1940, and 
a delivery memo from All-Bright Electric Products Company dated October 
10, 1940, for six fixtures delivered to Hecht Fixture Company. The trade 
mark ALL-BRIGHT was continuously used by Gold during the period of his 
ownership of the business. 
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In 1941 a partnership, formed by one Max Klein and an unidentified 
partner, purchased All-Bright Electric Products Company from Gold. At 
some later date an Illinois corporation named All-Bright Products Company 
was formed and Klein, its president since incorporation, testified that the 
partnership assets were transferred to the corporation and the corporation 
has continued to manufacture fluorescent lighting fixtures and has used the 
mark ALL-BRIGHT to identify them. There is no documentary evidence to 
support the successive transfers; but Kozak, Gold and Klein all testified 
as to the establishment of the business, the assignments, and the continuous 
use of ‘‘ All-Bright Electric Products Company’”’ as a commercial name and 
ALL-BRIGHT as a trade mark for fluorescent lighting fixtures manufactured 
and sold by the continuing business. 

At a date, not clearly fixed, in the early 1940’s after Klein had 
acquired the business, the respondent Anders called on Klein at his place 
of business and identified himself as being associated with Fluorescent 
Fixtures, Incorporated, of Milwaukee. The testimony, supported by docu- 
mentary evidence, shows that in 1942 and 1943 Fluorescent Fixtures, In- 
corporated, purchased parts from petitioner, and, at least as early as 1943, 
fixtures were purchased from petitioner. Some time after the commence- 
ment of this business relationship, petitioner learned that Fluorescent 
Fixtures, Incorporated was using ALL-BRITE in connection with its lighting 
fixtures; and upon learning of such use, Klein spoke to Charles Kahn, one 
of the owners of the Milwaukee concern, and objected to the use of ALL- 
BRITE. Subsequently, Kahn informed Klein ‘‘No more ALL-BRITE. I have 
changed to FIREFLY.’’ 

Anders testified that Fluorescent Fixtures, Incorporated, of Milwaukee 
adopted and used the mark ALL-BRITE in 1941 to identify its lighting fix- 
tures, but there is no documentary evidence to support the testimony. 

Respondent Anders moved to San Francisco in March of 1944 and 
opened what he called ‘‘a branch office (of the Milwaukee concern), and 
continued selling electrical lighting fixtures under the name ALL-BRITE. 
In September of 1944, according to respondent’s testimony, ‘‘* * * we 
(Fluorescent Fixtures, Inc.) dissolved; and I became the sole owner of 
the business in California. I acquired the California business, and the 
name ALL-BRITE, while the Milwaukee concern changed to Kahn Manufac- 
turing Company, using the trade name FIREFLY for their products * * *. 
I acquired both the business and the right to use the trade name ALL-BRITE.’’ 
The record is devoid of corroborating testimony and of documentary evi- 
dence in support of the dissolution and of the acquisition of the term 
ALL-BRITE. 

It appears that in March of 1944, respondent Anders visited Klein in 
Chicago and attempted to make a business arrangement for handling 
petitioner’s products in California. 

On May 6, 1946 respondent Anders filed the application which matured 
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into the registration involved here. The application contained a sworn 
statement that ‘‘The trade mark has been in bona fide use for not less 
than one year in interstate commerce by applicant.’’ 

Anders again visited Klein in Chicago in 1946, and on July 16, 1946, 
Klein wrote a letter to respondent making inquiry about some cycle and 
voltage ballasts. 

On December 5, 1946, petitioner, through its attorney, wrote a letter 
to respondent stating that it had come to petitioner’s attention through an 
advertisement in the November, 1946, issue of ‘‘Electrical West’’ that 
respondent was using ALL-BRITE to identify its fixtures; that the term was 
an infringement of petitioner’s mark ALL-BRIGHT ; and requesting immediate 
discontinuance of use of the term ALL-BRITE. 

On December 10, 1946, respondent, through his attorney, replied that 
his mark was spelled differently and was associated with a distinctive 
design, so it was believed that confusion in the trade was not probable. 

On September 29, 1947, petitioner, through his attorney, wrote to 
respondent’s attorney asserting that since the previous correspondence, 
considerable confusion in the trade had resulted, and demanding discon- 
tinuance of use of ALL-BRITE. 

On October 7, 1947, respondent, through his attorney, asserted in a 
letter that ALL-BRIGHT is descriptive; stated that differences in appearance 
between petitioner’s mark and respondent’s were sufficient to avoid con- 
fusion; and refused to discontinue use of ALL-BRITE. 

The testimony indicates that on December 31, 1947, Anders formed a 
California Corporation called Fluorescent Fixtures of California. An 
assignment of ALL-BRITE, executed on December 31, 1947 by respondent 
Anders to the California corporation, was recorded in the Patent Office on 
November 5, 1951, some time after this proceeding was instituted. There 
is nothing in the record to show that Anders acquired anything from the 
Milwaukee concern, except Anders’ testimony that the California corpora- 
tion ‘‘and its predecessors in interest continuously used the trade mark 
ALL-BRITE in the sale of electrical lighting fixtures’’ since 1941. It is note- 
worthy that respondent did not claim use by any ‘‘predecessor’’ when he 
filed his application to register. 

On May 18, 1950, a third ‘‘infringement letter’’ was written to re- 
spondent by petitioner, through its attorney, and a third request for dis- 
continuance of use of ALL-BRITE was made. 

On May 23, 1950, respondent, through his attorney, replied that his 
mark was registered in the Patent Office and that respondent had been 
advised by counsel that he need not discontinue use of ALL-BRITE. 

It is clearly apparent from the record that respondent Anders was 
thoroughly familiar with the business of petitioner as early as 1942 and 
he knew of petitioner’s use of ALL-BRIGHT in its trade name and as a trade 
mark for its fluorescent lighting fixtures. His subsequent adoption of the 
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phonetic equivalent ALL-BRITE for competitive products could not have been 
in good faith. 

The proofs in the record here are conclusive that respondent did not 
have exclusive use of its mark for one year preceding the application filing 
date; and he was, therefore, not entitled to register ALL-BRITE at the time 
he filed his application. Registration No. 430,501 must, under the pro- 
visions of Section 2 of the Trade Mark Act of 1920, be canceled. 

In view of the fact that respondent was not entitled to the registration 
at the time of issuance and of the further fact that a considerable amount 
of actual confusion has resulted from respondent’s use of ALL-BRITE, the 
affirmative defenses of laches, acquiescence and estoppel need not be con- 
sidered even if they had been proved. 

The decision of the Examiner of Interferences is affirmed. 











































GOODALL-SANFORD, INC. v. 
J. M. WOOD MANUFACTURING COMPANY, INC. 


No. 30970 — Commissioner of Patents — February 15, 1954 
TRADE-MARK AcT or 1905—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS— 
Goops oF SAME DESCRIPTIVE PROPERTIES 


Wearing apparel and piece goods are ‘‘ goods of the same descriptive proper- 
ties.’’ 


TRADE-MARK AcT or 1905—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
WOODALLS, for various wearing apparel, is confusingly similar to GOODALL, for 
piece goods. 


Opposition proceeding by Goodall-Sanford, Inc. v. J. M. Wood Manu- 
facturing Company, Inc., application, Serial No. 499,933 filed April 9, 
1946. Applicant appeals from decision of Examiner of Interferences 
sustaining opposition. Affirmed. 

Borowsky & Burrows, of New York, N. Y. for opposer-appellee. 
Emmett F. Salter, Eugene E. Stevens, and Eugene E. Stevens, III, of 

Washington, D. C. for applicant-appellant. 

LEEDs, Assistant Commissioner. 

Application has been filed under the Trade Mark Act of 1905 to 
register the word woopaLis for one-piece work suits, shirts and pants; 
sport shirts, slack pants and western type pants for men, women and 
children; and dungarees, dress pants and corduroy jackets for juveniles. 
Use is claimed since October 1, 1945. 

Opposer owns Registration No. 384,406, GoopaLL, issued under the 
Trade Mark Act of 1920 on January 14, 1941, for piece goods. The Exam- 
iner of Interferences sustained the opposition and denied registration. 
Applicant has appealed. 

In view of the stipulated facts filed by both parties, the sole question 
for determination is whether wWoopALLs when applied to work garments 
and sportswear for men, women, juveniles and children is likely to lead 








Vol.44T.M.R. H. E. KOONTZ CREAMERY v. KRASS-JOSEPH 713 





the purchasing public to believe that they originate with the manufacturer 
of GOODALL piece goods, particularly when the piece goods are sold for and 
manufactured into various articles of wearing apparel. 

Bearing in mind that this is a proceeding under the Act of 1905, it is 
necessary first to determine whether the involved goods are of the same 
descriptive properties. It has already been decided for us in a number 
of cases that wearing apparel and piece goods are considered to be ‘‘ goods 
of the same descriptive properties.’’ A. D. Juilliard & Co. v. American 
Woolen Co., 77 USPQ 21 (38 TMR 574) (Com’r., 1948); The Enro Shirt 
Co. v. Raytron Fabrics, Inc., 75 USPQ 362 (38 TMR 108) (Com’r., 1947) ; 
Rice-Stix Dry Goods Co. v. Industrial Undergarment Corp., 68 USPQ 186 
(C.C.P.A., 1946); Vanity Fair Mills, Inc. v. Pedigree Fabrics, Inc. 73 
USPQ 438 (C.C.P.A., 1947) ; Botany Worsted Mills v. Barbara Coat Co., 
58 USPQ 567 (33 TMR 426) (Com’r., 1943). 

There is left only for consideration the similarities and dissimilarities 
of the marks themselves. I am of the opinion that similarity in the sound 
of GOODALL and WOODALLS is sufficient to warrant refusal to register. 
Resolving whatever doubt may exist in favor of the opposer whose use 
antedates applicant’s by more than thirty years, I agree with the examiner 
that the opposition should be sustained. 


The decision of the Examiner of Interferences is affirmed. 





THE H. E. KOONTZ CREAMERY, INC. v. KRASS-JOSEPH, INC. 
No. 30026 — Commissioner of Patents — February 16, 1954 


TRADE-MARK ACT OF 1946—REGISTRABILITY—IN GENERAL 


Application to register the mark CARRIAGE TRADE as trade-mark for fruit when 
used in connection with pictorial representation of coach and pair is allowed even 
though opposed by owner of unregistered slogan, FIRST WITH THE CARRIAGE TRADE 
used in connection with dairy products since slogan is used in association with 
the silhouette of a woman pushing a baby carriage and confusion of source is 
unlikely in view of difference of goods and subordination of slogan to dominant 
use of Koontz Creamery. 


REGISTRATION PROCEDURE—IN GENERAL 
Specimens attached to notice of opposition showing phrase as used on cartons 

are identified in stipulated facts and may, therefore be considered as evidence. 

Opposition proceeding by The H. E. Koontz Creamery, Inc. v. Krass- 
Joseph, Inc., Serial No. 589,217 filed December 12, 1949. Applicant 
appeals from decision of Examiner of Interferences sustaining opposition. 
Reversed. 
Stone, Boyden & Mack, of Washington, D. C. for opposer-appellee. 
William G. Mackay, of San Francisco, California for applicant-appellant. 
LeEEpDs, Assistant Commissioner. 

Application has been filed to register CARRIAGE TRADE as a trade mark 
for fresh deciduous fruits. Use is claimed since November 4, 1949. Regis- 
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tration has been opposed by the user of the unregistered slogan FIRST WITH 
THE CARRIAGE TRADE in connection with milk, cream, cheese, butter and eggs. 
The Examiner of Interferences sustained the opposition, and applicant has 
appealed. 

Both parties filed stipulated facts in lieu of testimony. The stipula- 
tion filed by opposer shows that the phrase FIRST WITH THE CARRIAGE TRADE 
was first advertised by opposer in December of 1945 and it first appeared 
on the cartons and containers for its milk, cream, cheese, butter and eggs in 
the spring of 1946; substantial sums of money have been spent in advertis- 
ing FIRST WITH THE CARRIAGE TRADE through the usual media of newspapers, 
billboards, direct mail, point of purchase display cards, radio and tele- 
vision; sales outlets comprise some 18,000 retailers and 1400 wholesalers; 
and the phrase FIRST WITH THE CARRIAGE TRADE has always been used in 
association with the name KOONTZ CREAMERY. 

The specimens attached to the notice of opposition showing the phrase 
as actually used by opposer on its cartons and containers are identified in 
the stipulation and may, therefore, be considered as evidence. These 
specimens show KOONTZ CREAMERY as the dominant identification of source 
and subordinately the phrase FIRST WITH THE CARRIAGE TRADE appears in 
direct association with the silhouette of a women pushing a baby in a 
baby carriage, enclosed within a circle. 

Applicant’s stipulation shows that it first advertised FRUIT FOR THE 
CARRIAGE TRADE on August 7, 1948, and first used CARRIAGE TRADE as a 
trade mark for fresh apples on November 4, 1949; the mark is used in 
association with a pictorial representation of a coach and pair design; 
and applicant has sold on a nationwide basis more than $345,000 worth 
of apples bearing the mark. 

Three things are apparent from the record: (1) opposer’s slogan and 
design are subordinate to KOONTZ CREAMERY, whereas applicant’s primary 
mark is CARRIAGE TRADE; (2) opposer’s design feature, together with the 
use of quotation marks around the word CARRIAGE suggests a connotation 
different from the ordinary connotation of CARRIAGE TRADE whereas the 
design feature used by the applicant suggests the ordinary connotation 
of the phrase; and (3) the products of the parties are distinctly different. 
It is my opinion that these cumulative differences are sufficient to prevent 
the purchasing public from believing that applicant’s apples and opposer’s 
dairy products have a common origin. 

The decision of the Examiner of Interferences is reversed. 





JOHN T. STANLEY CO., INC. v. 
FLORESKUL, doing business as THE SF LABORATORIES 


No. 31206— Commissioner of Patents — February 16, 1954 


TRADE-MarRK AcT oF 1946—REGISTRABILITY—IN GENERAL 
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STANE written in a fancy script, for soaps is not confusingly similar to 
STANLEY’s or STANOX in block letters when used on identical products. 
Opposition proceeding by John T. Stanley Co., Inc. v. Stanley Flores- 

kul, doing business as The SF Laboratories, Serial No. 587,034 filed April 
5, 1950. Applicant appeals from decision of Examiner of Interferences 
sustaining opposition. Reversed. 

Munn, Liddy & Nathanson, of New York, N. Y. for opposer-appellee. 
Joseph Zallen, of Boston, Massachusetts for applicant-appellant. 

LEEDs, Assistant Commissioner. 


Application has been filed to register STANE, written in a fancy script, 
for toilet soaps, cream, soapless, and coconut oil shampoos. Use is claimed 
since January 20, 1950. Opposition has been filed by the owner of 
STANLEY’s in block letters for soap (Reg. No. 106,379—October 19, 1915), 
STANLEY’s in script for soap (Reg. No. 344,171—March 16, 1937), 
STANLEY’s in block letters for soap, dog soap, household polishing powder 
and cleansers (Reg. No. 503,782—November 9, 1948), and sTanox in block 
letters for soap (Reg. No. 419,188—February 5, 1946). The Examiner of 
Interferences sustained the opposition, and applicant has appealed. 

For purposes of this proceeding, the goods of the parties are the same, 
and there is no doubt that opposer’s use of its marks antedates applicant’s 


by many years. The only question is whether STANE so resembles STANLEY’S 
or STANOX as to be likely to cause confusion, mistake or deception of pur- 
chasers. The answer, it seems to me, depends largely on the pronunciation 
of applicant’s mark. Those members of the purchasing public who recog- 
nize the acute accent as being a commonly used marking in the French 
language would, in all probability, pronounce the word ‘‘Stah-nay.’’ 
Those who are unfamiliar with the effect of the acute accent, or who might 
mistake it for a syllable marking, would, in all probability, pronounce the 
word as if it were spelled ‘‘stain’’. Either pronunciation would, I believe, 
obviate likelihood of confusion, mistake, or deception. 

Opposer contends that the prefix sTaAN suggests the word sTANLEY, 
but there is nothing in the record to support the contention—and I enter- 


tain grave doubt that purchasers would view the word STANE as suggesting 
the name STANLEY. Opposer points out that applicant’s Christian name is 
Stanley, but it is noted that the application, supported by the specimens 
showing the mark as actually used, identifies his business name as SF 
Laboratories. 

It is my opinion that the applicant’s mark is sufficiently unlike op- 
poser’s marks in sound and appearance to prevent likelihood of confusion, 
mistake or deception of purchasers. 

The decision of the Examiner of Interferences is reversed. 
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BORDENKIRCHER v. 
SOLIS ENTRIALGO Y CIA., S.A. (formerly SOLIS ENTRIALGO Y CIA.) 


No. 5473 — Commissioner of Patents — 
August 14, 1953 and February 17, 1954 


CANCELLATION PROCEDURE—IN GENERAL 

In proceeding to cancel registration of mark FORBIDDEN LOVE for perfume, 
registered in 1936, on basis of ownership of registration issued in 1928 for LE 
FRUIT DEFENDU for same goods, petition asserts marks are confusingly similar and 
rests on priority and abandonment while respondent raises affirmative defenses of 
laches and unclean hands. Petitioner fails to establish abandonment while re- 
spondent also fails to establish laches and acquiescence sufficient to create an 
estoppel. However, conduct of petitioner in refusing to answer questions pro- 
pounded by respondent as to items material to the issues and to produce relevant 
invoices and proof of sales casts serious doubt on validity of affidavit filed under 
section 12(c) and on petition and therefore the petition to cancel is dismissed. 

On rehearing the power of the Patent Office to consider matters of unclean 
hands and fraud touching on the validity of a registration relied on by petitioner 
and to take action where a witness refuses to answer questions or produce documents 
which are pertinent, proper and material is upheld and dismissal is affirmed. 


TITLE—ABANDONMENT 

Evidence submitted by petitioner was of negative character and insufficient to 

establish non use and abandonment. 
LACHES 

Respondent introduced no evidence as to its business or use of the registered 
mark and since mere lapse of time without more is not sufficient to prove the 
defense, and respondent has not been shown to have changed its position in 
reliance upon any acquiescence creating an estoppel and as the party asserting 
estoppel has the burden to establish all the facts necessary to constitute it, the 
defense must be dismissed as insufficient. 

CANCELLATION—CONFUSING SIMILARITY 

FORBIDDEN LOVE is confusingly similar to LE FRUIT DEFENDU since it is the 
English equivalent of the French term, they are practically identical in connotation 
and the products involved include perfume, in connection with which suggestive 
marks are commonly used. 

CANCELLATION—UNCLEAN HANDS 

Registrant attacks title of petitioner to registration and asserts registration 
was obtained purely for purpose of petition and to harass respondent; and 
republication of mark under section 12(¢) was obtained by false representations; 
however although evidence indicates business of Renoir was nominal, proof of 
positive evidence of lack of use by Renoir for some period prior to transfer was 
necessary to invalidate the transfer. 

Proof shows number of prior attempts to eliminate respondents’ registration 
all handled by same attorney but there is no proof that petitioner’s action was 
instigated by some third person and it is no defense to an action that there is 
a champertous contract between plaintiff and his attorney or some other person. 


CANCELLATION PROCEDURE—PLEADING AND PRACTICE 


Petitioner refused to produce books and records in accordance with terms of 
subpoena duces tecum and produced only token invoices showing only partial use of 
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mark in commerce but since items called for were particularly relevant and material 
in view of petitioner’s evasive testimony, peculiar manner of conducting her busi- 
ness, and question of validity of affidavit under section 12(c) petition for can- 
cellation must be dismissed. 


Patent Office has power to strike deposition of witness for refusal to answer 
but this power should be exercised only in unusual cases and exercise of such power 
here would actually aid petitioner. 

Rehearing: 
CANCELLATION PROCEDURE—APPEALS—TO COMMISSIONER 

Petitioner seeks rehearing before Commissioner in person but since this would 
in effect be an appeal to one officer of the Patent Office from another the request 
is improper and is denied and rehearing is had in the usual way. 

Cancellation proceeding by Vivian Bordenkircher v. Solis Entrialgo y 
Cia., S.A. (formerly Solis Entrialgo y Cia.), Registration No. 334,967 
issued May 19, 1936. Registrant appeals from decision of Examiner of 
Interferences sustaining petition. 

Case below reported at 37 TMR 602 and 39 TMR 699. 

McKnight & Comstock, of Chicago, Illinois for petitioner-appellant. 

Richardson, David & Nordon and 8S. Stephen Baker, of New York, N. Y. 
for registrant-appellee. 

FEpERICO, Examiner in Chief. 

This is an appeal by the respondent, Solis, Entrialgo y Cia., 8S. A., 
from the decision of the Examiner of Interferences sustaining a petition to 
eancel its registration. 

The registration involved, No. 334,967, was issued May 19, 1936 on an 
application filed November 7, 1935, and discloses the words FORBIDDEN LOVE 
used as a trade mark for perfumes and about twenty other named cosmetic 
and toilet preparations. Use since January 23, 1934, is alleged in the 
registration. 

The petition for cancellation asserts ownership (through predecessors), 
in the petitioner, Vivian Bordenkircher, of Registration No. 224,022 issued 
July 3, 1928 and renewed, for the mark LE FRUIT DEFENDU applied to goods 
identical in kind with those of respondent’s registration. The petition 
asserts that ‘‘ Petitioner and her predecessors have so extensively used the 
trade mark LE FRUIT DEFENDU on the said goods that said trade mark is 
associated in the minds of the trade and the purchasing public with peti- 
tioner, and as indicating that said products are petitioner’s products.’’ 
None of this has been proven and the petition rests solely on the prior 
registration. As grounds for cancellation the petitioner asserts that the 
respective marks are confusingly similar, and that the respondent has 
abandoned the mark. 

The respondent’s answer, in addition to denying allegations of the 
petition, raises two affirmative defenses, laches in bringing the petition for 
cancellation, and a defense set forth as unclean hands. 

There is no issue of priority since petitioner’s registration is prior to 


any date asserted by respondent. The issues involved in this appeal relate 
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to (1) confusing similarity of the respective marks; (2) abandonment of 
respondent’s mark; (3) laches in bringing the petition; and (4) unclean 
hands. 

Petitioner took no testimony during her time for taking testimony-in- 
chief but filed a copy of the registration relied on, and the assignment 
papers to show a chain of title. Respondent, during its time for taking 
testimony, took the testimony of petitioner herself and two other witnesses 
in connection with the fourth issue. During the time for taking her rebuttal 
testimony, petitioner took the testimony of several witnesses to attempt to 
show abandonment of respondent’s mark; there is a motion to strike this 
testimony as not being proper rebuttal. 

With respect to the question of abandonment of respondent’s mark, 
the examiner stated that the evidence submitted by the petitioner was 
negative in character and insufficient to establish non-use and abandonment. 
I agree with this conclusion and furthermore rule that the evidence sub- 
mitted is not proper rebuttal and cannot be considered. Petitioner’s state- 
ments attempting to justify this evidence as proper rebuttal are merely 
incorrect statements of fact (this is believed to be due solely to inad- 
vertence ). 

With respect to the defense of laches and acquiescence, respondent has 
introduced no evidence whatsoever concerning its business and its use of 
the registered mark. This is enough to dispose of the defense since mere 
lapse of time, without more, does not prove this defense. The examiner’s 
discussion of this matter is so thorough that it is quoted in full. 

**As an affirmative defense, the respondent stresses the fact that 

its registration has been a matter of public record since May 19, 1936, 

and it is respondent’s contention that the delay of the petitioner, and 

its predecessors in business, of more than thirteen years in seeking 
cancellation thereof constitutes such laches as to preclude the peti- 
tioner from maintaining its asserted cause of action. It is the universal 

rule in trade mark matters, however, that mere delay in asserting a 

trade mark right cannot, without more, sustain the defense of laches, 

and that, to establish this defense, it affirmatively must appear that 
such delay was accompanied by circumstances compelling enough to 
give rise to an estoppel. As was stated by the court of Customs and 

Patent Appeals in West Disinfecting Co. v. Owen, 76 USPQ 315, 318 

(38 TMR 318) : 

‘Furthermore, the elements of estoppel whereby appellee may 
have been injured through the delay by the proceedings here 
involved, are wholly absent in this case. It is well settled that 
before the doctrine of laches may be applied something more than 
a mere lapse of time must exist. See Menendez v. Holt, 128 U.S. 
514, 523; Johnston v. Standard Mining Co., 148 U.S. 360, 370; and 
Standard Oil Co. v. Michie, 24 F.2d 802, 804 |19 TMR 361].’ 

Otherwise, there could have been no occasion for the Court to remand 

the case of Willson v. Graphol Products Co., Inc. to the Patent Office 

to introduce evidence ‘for and against the alleged laches’ (76 USPQ 

312, 315; and it is to be noted that the findings of laches in the final 

decision of the Court in that case (89 USPQ 382) (41 TMR 591) was 
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predicated not merely upon the delay in the filing of the application 

for cancellation, but upon proof that the registrant’s mark, during 

the period of such delay, had come to represent a valuable goodwill in 
connection with its business. See also the discussion on this subject in 

Nims on Unfair Competition and Trade Marks (4th Ed.) pp. 1278 to 

1301. In the present case, the respondent has introduced no testimony 

bearing on this question, and it has not otherwise been made to appear 

that the respondent’s business in connection with the mark FORBIDDEN 

LOVE is now, or at any time in the past has been substantial, or that its 

use of said mark has occurred under such other conditions that the 

cancellation of the registration in question, should it hereinafter be 
found to be warranted, would place the respondent in a materially 
different position that would have been the case had this earlier been 

accomplished. Cf. Reid, Murdoch & Co. v. H. P. Coffee Co. (C.C.A., 

8th Cir.), 8 USPQ 420 (21 TMR 172) ; Rahtzer’s American Composi- 

tion Co. v. Holzappel’s Composition Co. (C.C.A., 2nd Cir.), 101 F. 

257) ; Wesson v. Galef (D.C., 8.D., N.Y.), 286 F. 621. In other words, 

it has not been established that the delay in bringing this proceeding 

has been accompanied by circumstances sufficient to create an estoppel 
in favor of the respondent herein; and the burden of introducing 
proofs in that regard has rested exclusively upon the party asserting 

the defense. As stated in 31 C.J.S. Page 454: 

‘* * * A party who alleges * * * and relies on an estoppel 
has the burden to establish all the facts necessary to constitute 
it * * wil 
** Accordingly, upon the record presented in this case, the equitable 

principle of laches is deemed not to be applicable.’’ 

Respondent urges that activities and expenditures in improving prop- 
erty are sufficient to bring laches into effect, and that it has undergone 
great expense in twice defending the registration from prior attacks. But 
there is no testimony concerning these expenses (in connection with one 
attack the expenses could only have been nominal as will appear here- 
inafter), nor is there any testimony that respondent has any substantial 
business, or any business at all, in connection with goods bearing the regis- 
tered mark. While it was not necessary for respondent to take any testi- 
mony concerning its use of the mark in connection with the question of 
confusing similarity since petitioner’s registration is earlier in date, nor 
was it necessary for respondent to take such testimony in connection with 
the charge of abandonment since the petitioner failed to take any testi- 
mony at the proper time to sustain its charge, and this charge fails, not 
because of any proof that the mark was not abandoned, but merely because 
of absence of proof that it was, I believe that it was incumbent upon 
respondent to show in a positive manner that there was a business of some 
kind in connection with its affirmative equitable defense. 

The examiner held the two marks LE FRUIT DEFENDU and FORBIDDEN 
LOVE to be confusingly similar on the ground that LE FRUIT DEFENDU is the 
French equivalent of FORBIDDEN FRUIT, that this term and FORBIDDEN LOVE 
are practically identical in connotation, and that there is no distinction 
between English terms and their equivalents in a foreign language in trade 
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marks. This later may be considered particularly true where the foreign 
language is French and the goods include perfumes, and the similarity in 
connotation of the two terms may also be heightened by the fact that the 
products include perfumes, in connection with which suggestive terms are 
commonly used, Ex parte Parfum L’Orle, Inc., 93 USPQ 481 (42 TMR 
697). No error can be found in the examiner’s holding of confusing 
similarity. 

There remains for consideration matters grouped under the defense of 
unclean hands, under which respondent maintains that petitioner did not 
acquire good title to the registration, that petitioner is taking part in a 
concerted action aimed at eliminating respondent’s registration from the 
record; that the acquisition of the petitioner’s registration was not bona 
fide but was solely for the purpose of the present cancellation proceeding 
and to harass respondent; that petitioner never made bona fide use of the 
mark; that petitioner was not engaged in any business at the time of filing 
the petition or subsequently ; and that the republication of the mark under 
section 12(c) of the Trade Mark Act was obtained by false and misleading 
representations. In effect respondent charges that petitioner is merely a 
dummy acting on behalf of some other party, that petitioner is not engaged 
in any business or if she is the business is phony, and that petitioner made 
false statements to the Patent Office. 

The registration on which petitioner relies was acquired on July 22, 
1949, by assignment from Renoir Parfums, Ltd., a New York corporation, 
its then record owner. Respondent asserts that the assignment was void 
as there was no good will or business to be transferred. (Respondent in its 
brief refers to Renoir as ‘‘a defunct cosmetics concern’’; this is completely 
without foundation in the record.) There is no evidence as to any lack of 
good will or business of Renoir Parfums prior to the transfer. It is true 
that the stock accompanying the transfer, described hereinafter, has the 
aspect of some dregs swept out of the cellar and suggests that the business 
of Renoir connected with the mark may have reached the vanishing point, 
nevertheless I believe that there should have been some positive evidence of 
lack of use by Renoir for some period prior to the transfer, in order to 
hold that there was no valid transfer. There are in the record for some 
other purpose two 1947 advertisements of Renoir perfume bearing the 
mark, and the file of the registration contains an affidavit, executed Sep- 
tember 1947, by Renoir that the mark was then still in use. These are not 
competent evidence of use of the mark but are mentioned as indicating the 
necessity for some positive evidence of nonuse and lack of good will. 

Respondent refers to three other attempts to eliminate its registration, 
all handled by the same attorney handling the present proceedings for the 
petitioner, as the basis for alleging concerted action. The first was in 1945 
in connection with an application for registration, by a Chicago company, 
which had been rejected by the examiner on respondent’s registration. The 
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applicant sought to overcome this rejection by filing a prima facie showing 
that the mark had been abandoned by the respondent. All that was neces- 
sary to overcome this showing was a rebuttal affidavit, and whether the 
rebuttal affidavit was filed or not would not affect the registration under the 
practice in such cases. At about the same time, however, a cancellation 
proceeding was filed against respondent’s registration by the Valpo Com- 
pany, which was finally determined on June 28, 1949, by the Court of 
Customs and Patent Appeals, in respondent’s favor, Valpo Company v. 
Solis Entrialgo y Compama, 82 USPQ 182 (39 TMR 699). The third 
attempt to eliminate the registration is stated to be an attempt to purchase 
respondent’s registration on behalf of the applicant mentioned above, but 
there is no properly introduced evidence of this in the record. The pur- 
chase of petitioner’s registration and the institution of the present can- 
cellation proceedings followed the above-mentioned decision of the Court 
in 24 and 39 days, respectively. All of these proceedings were handled by 
the same attorney. 

The examiner indicated that there was no actual proof that petitioner’s 
action was instigated by some third person (nor is there any actual proof 
of a concerted action to eliminate respondent’s registration), and stated 
that assuming such to be the case it could not defeat any prior right the 
petitioner may possess, citing The Foster & Reynolds Co. v. Brown & Big- 
elow, 173 Ms.D. 517 (41 TMR 1114), in which the Assistant Commissioner 
of Patents said: 

‘*In regard to the allegation of unclean hands, I am in agreement 
with the examiner, as stated in his decision on the motion to dismiss, 
that it has no bearing upon the cancellation petitioner’s right of action 
in the cancellation proceeding. It appears to be well settled that it is 
no defense to an action that there is a champertous contract between 


the plaintiff and his attorney or some other person, in relation to the 
prosecution of the suit. See 14 Corpus Juris Secundum 382.’’ 


There remains to be considered the charges that the petitioner’s busi- 
ness is a fabrication and the false statements filed in the Patent Office in 
connection with the republication of the mark. The respondent called the 
petitioner herself as its witness as well as two other witnesses in this con- 
nection. The petitioner’s testimony is characterized by numerous refusals 
to answer, evasions, and inconsistencies. 

Petitioner is a housewife living in Poland, Ohio, with her husband, a 
newspaperman. They came from Chicago, where the attorney is located 
and also the party who is being accused of motivating this proceeding. In 
Chicago petitioner, while married, worked as a secretary, but refuses to 
state where, and her husband stated that he did not know where she had 
been working in Chicago. The husband states that he is aware that some 
business is going on, he thinks she is selling cosmetics, but about all he 
knows is that she has been ‘‘messing around’”’ or ‘‘playing around’’ with 
such matters. Whatever business is done is conducted by petitioner herself 
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without any assistance or employees, and one room in an ordinary family 
dwelling is devoted to the business. Petitioner does no advertising what- 
ever, and the business is entirely a mail order business. When orders are 
received they are packed and shipped by petitioner personally. Petitioner 
manufactures nothing, but obtains finished products from a manufacturing 
laboratory which produces such products for private brands. As to per- 
fume, petitioner sold none except from the stock obtained from Renoir, 
some of which is still on hand. Petitioner had some connection with cos- 
metics prior to the transaction relating to the registration, but the details 
of this do not appear. 

The transfer of the registration occurred, as stated, on July 22, 1949. 
This is evidenced by an assignment in conventional form and an accom- 
panying bill of sale. The inventory forming part of the bill of sale indi- 
cates that there were also transferred 3 dozen bottle of LE FRUIT DEFENDU 
perfume, 1 dozen empty bottles, about 100 empty packages, about 2,000 
perfume labels, and about 100 corrugated inserts. The bill of sale indi- 
eates that the consideration was the sum $3,000, stated therein to have 
been paid by petitioner to the assignor. Petitioner states that the trans- 
action was handled and the money paid over by her attorney, but refuses 
to state how she paid the money to the attorney and has no evidence in her 
possession of any payment of such money. Petitioner executed and filed in 
the Patent Office an affidavit under the provisions of Section 12(c) of the 
Trade Mark Act. This affidavit states that the trade mark is in use in 
commerce among the several states on each of the goods named in the 
registration. The goods comprise twenty-seven items which are listed as 
follows: face lotions, face creams, face powders, toilet powders, taleum 
powders, rice powders, perfumes, perfume extracts, toilet waters, bath 
salts, smelling salts, sachets, bleaches, pomades (in pots, sticks and cakes), 
hair wax, hair tonic, hair dyes, hair oil, brilliantines (solid and liquid), 
head washes, tooth washes, tooth powders, tooth pastes, rouges (liquid, 
powder and compact), eybrow pencils, nail polishes (powder and liquid), 
and preparations for scenting the breath and bath. 

The petition for cancellation was executed on July 30 (the same day 
as the affidavit) and filed in the Patent Office on August 6, 1949. 

On being called as a witness, petitioner was served with a subpoena 
duces tecum to produce all books of account, sales records and stock 
inventory records relating to the trade mark, but on advice of counsel 
failed to produce anything but copies of a small number of invoices, stated 
to be typical invoices of sales. Counsel stated that ‘‘Such a request would 
be extremely unreasonable, would be a fishing expedition into the extent of 
her business and would be entirely improper.’’ Considering the nature of 
the charges, which at least are based upon reasonable grounds, the nature 
of the alleged business, a small non-advertising mail order business con- 
ducted from a home, and the comparatively short period of time involved, 
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about a year and a half, the request was very reasonable, eminently proper, 
and not any undue burden, as well as being particularly relevant and 
material. Petitioner’s refusal to obey the subpoena is considered extremely 
unreasonable and entirely improper. It would be expected in a fabricated 
business conducted as a sham that a few ‘‘specimen’’ invoices would be 
produced, and the few invoices produced are considered a wholly insuffi- 
cient compliance with the subpoena. The refusal to produce any other 
records can be taken as showing either that there were no others or that 
the complete records would be damaging to petitioner. If there were no 
sales prior to the date of the earliest invoice produced, there would be two 
false affidavits, the affidavit filed under Section 12(c) and the petition for 
cancellation itself. If there were only sales of the half dozen or so types of 
products listed in the invoices, the Section 12(c) affidavit would be false. 

Petitioner stated that specimens of every single product recited in the 
registration were sold, but also said ‘‘on advice of my counsel and in order 
to protect my trade mark, I have put my trade mark LE FRUIT DEFENDU on 
many types of cosmetics in order to protect my trade mark, LE FRUIT DE- 
FENDU,’’ and again, ‘‘I have just used it on one of some of these things in 
order, as I said before, to protect my trade mark, on advice of counsel.’’ 
Petitioner was interrogated as to the nature of some of the products stated 
to have been sold, such as a preparation for scenting the breath, hair wax, 
hair dye, pomade, but refused to answer many questions which, considering 
the charge that there was no business or a pretended business are consid- 
ered relevant and material. It would seem that a woman conducting a 
small business from her home would know most of the products she actually 
sold, without having to read them from the trade mark registration, and 
what they looked like. 

The circumstances which have been reviewed indicate such a shameful 
situation that I am of the opinion that the petition for cancellation must be 
dismissed. Under the peculiar circumstances in this case the dismissal 
ean be based upon the refusal of the petitioner to produce records and to 
answer questions. . 

The Patent Office has the power to strike or suppress the deposition 
of a witness for such a refusal, Milligan v. Niedringhaus et al., 1887 C.D. 1, 
and although it has been held that such action should not be taken when 
there has been no recourse to a Federal court for an order to compel com- 
pliance and answer, except in an extreme case, Osgood v. Badger v. Bennett, 
1888 C.D. 125, and the Patent Office has seldom, if ever, as far as I have 
been able to ascertain, actually stricken or suppressed any testimony or 
taken other action for refusal to produce records or answer in the absence 
of an application to the court for an order, I am of the opinion that the 
situation in the present case is so unusual, involving the possibility of 
fraud on the Patent Office by the filing of a false affidavit and a pleading 
containing false allegations, and the refusal to produce records and answer 
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without any assistance or employees, and one room in an ordinary family 
dwelling is devoted to the business. Petitioner does no advertising what- 
ever, and the business is entirely a mail order business. When orders are 
received they are packed and shipped by petitioner personally. Petitioner 
manufactures nothing, but obtains finished products from a manufacturing 
laboratory which produces such products for private brands. As to per- 
fume, petitioner sold none except from the stock obtained from Renoir, 
some of which is still on hand. Petitioner had some connection with cos- 
metics prior to the transaction relating to the registration, but the details 
of this do not appear. 

The transfer of the registration occurred, as stated, on July 22, 1949. 
This is evidenced by an assignment in conventional form and an accom- 
panying bill of sale. The inventory forming part of the bill of sale indi- 
cates that there were also transferred 3 dozen bottle of LE FRUIT DEFENDU 
perfume, 1 dozen empty bottles, about 100 empty packages, about 2,000 
perfume labels, and about 100 corrugated inserts. The bill of sale indi- 
cates that the consideration was the sum $3,000, stated therein to have 
been paid by petitioner to the assignor. Petitioner states that the trans- 
action was handled and the money paid over by her attorney, but refuses 
to state how she paid the money to the attorney and has no evidence in her 
possession of any payment of such money. Petitioner executed and filed in 
the Patent Office an affidavit under the provisions of Section 12(c) of the 
Trade Mark Act. This affidavit states that the trade mark is in use in 
commerce among the several states on each of the goods named in the 
registration. The goods comprise twenty-seven items which are listed as 
follows: face lotions, face creams, face powders, toilet powders, taleum 
powders, rice powders, perfumes, perfume extracts, toilet waters, bath 
salts, smelling salts, sachets, bleaches, pomades (in pots, sticks and cakes), 
hair wax, hair tonic, hair dyes, hair oil, brilliantines (solid and liquid), 
head washes, tooth washes, tooth powders, tooth pastes, rouges (liquid, 
powder and compact), eybrow pencils, nail polishes (powder and liquid), 
and preparations for scenting the breath and bath. 

The petition for cancellation was executed on July 30 (the same day 
as the affidavit) and filed in the Patent Office on August 6, 1949. 

On being called as a witness, petitioner was served with a subpoena 
duces tecum to produce all books of account, sales records and stock 
inventory records relating to the trade mark, but on advice of counsel 
failed to produce anything but copies of a small number of invoices, stated 
to be typical invoices of sales. Counsel stated that ‘‘Such a request would 
be extremely unreasonable, would be a fishing expedition into the extent of 
her business and would be entirely improper.’’ Considering the nature of 
the charges, which at least are based upon reasonable grounds, the nature 
of the alleged business, a small non-advertising mail order business con- 
ducted from a home, and the comparatively short period of time involved, 
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about a year and a half, the request was very reasonable, eminently proper, 
and not any undue burden, as well as being particularly relevant and 
material. Petitioner’s refusal to obey the subpoena is considered extremely 
unreasonable and entirely improper. It would be expected in a fabricated 
business conducted as a sham that a few ‘‘specimen”’ invoices would be 
produced, and the few invoices produced are considered a wholly insuffi- 
cient compliance with the subpoena. The refusal to produce any other 
records can be taken as showing either that there were no others or that 
the complete records would be damaging to petitioner. If there were no 
sales prior to the date of the earliest invoice produced, there would be two 
false affidavits, the affidavit filed under Section 12(c) and the petition for 
cancellation itself. If there were only sales of the half dozen or so types of 
products listed in the invoices, the Section 12(c) affidavit would be false. 

Petitioner stated that specimens of every single product recited in the 
registration were sold, but also said ‘‘on advice of my counsel and in order 
to protect my trade mark, I have put my trade mark LE FRUIT DEFENDU on 
many types of cosmetics in order to protect my trade mark, LE FRUIT DE- 
FENDU,’’ and again, ‘‘I have just used it on one of some of these things in 
order, as I said before, to protect my trade mark, on advice of counsel.’’ 
Petitioner was interrogated as to the nature of some of the products stated 
to have been sold, such as a preparation for scenting the breath, hair wax, 
hair dye, pomade, but refused to answer many questions which, considering 
the charge that there was no business or a pretended business are consid- 
ered relevant and material. It would seem that a woman conducting a 
small business from her home would know most of the products she actually 
sold, without having to read them from the trade mark registration, and 
what they looked like. 

The circumstances which have been reviewed indicate such a shameful 
situation that I am of the opinion that the petition for cancellation must be 
dismissed. Under the peculiar circumstances in this case the dismissal 
ean be based upon the refusal of the petitioner to produce records and to 
answer questions. 

The Patent Office has the power to strike or suppress the deposition 
of a witness for such a refusal, Milligan v. Niedringhaus et al., 1887 C.D. 1, 
and although it has been held that such action should not be taken when 
there has been no recourse to a Federal court for an order to compel com- 
pliance and answer, except in an extreme case, Osgood v. Badger v. Bennett, 
1888 C.D. 125, and the Patent Office has seldom, if ever, as far as I have 
been able to ascertain, actually stricken or suppressed any testimony or 
taken other action for refusal to produce records or answer in the absence 
of an application to the court for an order, I am of the opinion that the 
situation in the present case is so unusual, involving the possibility of 
fraud on the Patent Office by the filing of a false affidavit and a pleading 
containing false allegations, and the refusal to produce records and answer 
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questions which would rebut this possibility, that the Patent Office should 
act, notwithstanding the failure of the respondent to attempt to secure 
compliance by a court order. Striking or suppressing the testimony of the 
witness in this case would, of course, be a fruitless act since it would 
merely achieve the results of the refusals, but in such cases there are alter- 
native actions which can be invoked. By analogy with Rule 37 of the 
Federal Rules of Civil Procedure (which rule relates to discovery and is 
not applicable to the present case since the testimony involved here is the 
trial testimony) a pleading can be stricken, the action or proceeding can 
be dismissed, a default judgment entered, or other action taken which 
would result in an adverse decision. Accordingly, the petition for cancella- 
tion filed by the petitioner is stricken and dismissed. 

The decision of the examiner sustaining the petition is reversed for 
the reasons given. 

Feb. 17, 1954 
Before Crocker and LEEpDs, Assistant Commissioners, and FEDERICO and 

McCann, Examiners in Chief. 

This is a decision on rehearing. The statement of the case and the 
summary of the facts appearing in the original decision, dated August 14, 
1953, will not be repeated. 

Following the adverse decision of the Examiner-in-Chief dated August 
14, 1953, the petitioner for cancellation petitioned for reconsideration and 
modification of the decision, and also for a rehearing before the Commis- 
sioner of Patents in person. 

The ground alleged in the petition was that the decision of August 14 
is contrary to law on its face. More specifically, the petition asserts that 
the Patent Office has no authority to dismiss the petition to cancel for the 
reason given in the decision, and that petitioner’s registration cannot be 
collaterally attacked. A brief in support thereof which accompanied the 
petition elaborated these reasons and further stated ‘‘There are many 
other errors apparent in this decision which are contrary to the facts and 
to the law, particularly appearing on pages 7 to 14 of the decision and 
which should be revised.’’ 

The Commissioner of Patents denied the petition in so far as it sought 


rehearing by the Commissioner of Patents in person, in a decision reading 
as follows: 


‘*Petitioner in the above entitled cancellation proceeding has 
petitioned for reconsideration and modification of the decision of the 
Examiner-in-Chief dated August 14, 1953, and in the same paper has 
petitioned for rehearing before the Commissioner of Patents in person, 
on the ground that the decision is contrary to law. 

‘Appeals to the Commissioner in trade mark cases may be heard 
and decided by the Commissioner of Patents, or by an Assistant Com- 
missioner or an Examiner-in-Chief in accordance with an order of 
delegation made by the Secretary of Commerce (16 Federal Register 
2771, 645 O.G. 1054) under Reorganization Plan No. 5 of 1950 (64 
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Stat. 1263). The decisions made by the officers to whom the authority 
has been delegated are subject to direct review by the Court of Cus- 
toms and Patent Appeals on appeal, or by the District Court in a civil 
action, in the same manner as the decisions of the Commissioner of 
Patents in such cases (a number of decisions of the courts reviewing 
decisions of an Examiner-in-Chief in trade mark cases have already 
been rendered). The petition for rehearing by the Commissioner of 
Patents in person is in a sense an appeal to one officer from the decision 
of another. It has been held in a number of instances in the Patent 
Office that there is no such ‘appeal’ to the Commissioner of Patents 
from the decision of an Assistant Commissioner of Patents on an 
appeal in a trade mark case. The same practice has been followed 
when the decision on the appeal is by another officer of the Patent 
Office to whom the same function has been delegated. 

‘*The petition is denied in so far as it seeks rehearing by the Com- 
missioner of Patents in person, and the petition will otherwise be 
considered in the same manner as any other petition for reconsidera- 
tion or rehearing of a decision on appeal.’’ 

Following this decision, the Examiner-in-Chief wrote a communication 
to the parties reading in part as follows: 


‘*The petitioner in the above entitled cancellation proceeding has 
petitioned for reconsideration and modification of the decision dated 
August 14, 1953 alleging various errors in law. 

‘The decision of August 14, 1953 will be reconsidered. 

‘*In the second paragraph on the last page of the brief in support 


of the petition for reconsideration petitioner states that there are many 
other errors in the decision which are contrary to the facts and to the 
law and which should be revised. Petitioner is requested to submit a 
detailed statement of any other errors, as alleged, in order that they 
may be reviewed, and revised if necessary. 

‘*Petitioner might have cause, in view of the form of the action 
in the decision, to request leave to produce the records which had been 
called for but which were not produced at the taking of testimony and 
to submit to further examination for the purpose of answering ques- 
tions to which answers had previously been refused. Petitioner is 
given leave to file a motion to reopen, with supporting reasons, for the 
purpose of producing such records and for re-examination of petitioner 
as a witness. 

‘*Tt is not customary to grant rehearings in the sense of a new oral 
argument except in unusual cases. If petitioner believes that a new 
argument should be had in this case, petitioner may file a request 
therefor with reasons in support of the request.’’ 

In response to this statement petitioner requested an oral hearing, but 


failed to move to reopen as was suggested, and disregarded the request for 
a detailed statement of other errors of fact and law. 

The Examiner-in-Chief thereupon set the case for rehearing ‘‘on the 
matters raised by the petition for reconsideration, modification and re- 
hearing of the decision dated August 14, 1953.’’ At the request of the 
Examiner-in-Chief the Commissioner of Patents, under authority of the 
Secretary’s order of delegation above referred to, assigned a panel of 
officers authorized to hear trade mark appeals to conduct the rehearing. 


‘ 
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No errors of fact have been asserted and no reason has been found for 
modifying any statement of fact appearing in the original decision. The 
questions of law raised by the rehearing may be summarized as follows: 

1. Can the Patent Office consider a defense which touches on the 
validity of the registration relied on by the petitioner for cancellation in a 
cancellation proceeding, particularly when the defense involves questions 
of unclean hands and fraud? 

2. Does the Patent Office have the power to take some action in case a 
witness refuses to answer questions or produce documents, and if so does 
this power extend to the dismissal of the action? 

With respect to the first question a large number of decisions in both 
opposition and cancellation proceedings are cited to support petitioner’s 
position that the Patent Office cannot consider any defense which touches 
on the validity of its registration. These decisions, however, were con- 
cerned with instances in which the respondent was attempting to urge, 
directly or indirectly, the opposer’s or cancellation petitioner’s registered 
mark was descriptive, geographical, ete., or in which the respondent was 
attempting to urge merely that the registered mark was not used. Such 
cases cannot be taken as establishing that the Patent Office cannot consider 
matters of unclean hands and fraud as a defense in an opposition or can- 
eellation proceeding. 

The Patent Office and the courts in review of Patent Office decisions 
in trade mark cases have considered defenses of unclean hands and have 
sustained such defenses when the conduct of the party against whom they 
were raised was considered sufficiently inequitable or fraudulent by the 
tribunal deciding the case. See, for example, Levi & Co. v. Uri, 1908 C.D. 
461, 31 App. D.C. 441, Coffin Redington Co. v. Turner, 46 App. D.C. 449, 
1917 C.D. 187 (trade mark interferences decided against earlier users 
because of their descriptive conduct) ; The Federal Products Co. v. Lewis, 
57 App. D.C. 338, 23 F.2d 759, 1928 C.D. 63 (opposition based on regis- 
tered mark of the opposer dismissed on the ground of opposer’s dishonest 
statements on its labels, the court specifically ruling that the doctrine of 
unclean hands was applicable) ; T. Charles, Inc. v. Inecto, Inc., 48 USPQ 
428 (opposition based on registered marks dismissed in view of opposer’s 
deceit and misrepresentation, even though likelihood of confusion was 
found) ; Medallion Wine Corp. v. Walbaum, Goulden & Co., 53 USPQ 526 
(the Commissioner stated that a cancellation petitioner practicing deception 
was disqualified from maintaining the proceeding). 

In Procter & Gamble Company v. J. L. Prescott Company, 25 USPQ 
252 (25 TMR 342), 22 C.C.P.A. 1173, 77 F.2d 98, the defense of unclean 
hands was raised by the respondent in a cancellation proceeding and the 
Court said that it found it unnecessary to decide whether this was a proper 
defense. The dictum in that case suggesting that it is not, and a similar 
dictum in George H. Ruth Candy Co. v. Curtiss Candy Co., 9 USPQ 452 
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(21 TMR 319), 18 C.C.P.A. 1471, 49 F.2d 1033, an opposition proceeding, 
have not served as precedents, see T. Charles Inc. v. Inecto, Inc., and Medal- 
lion Wine Corp. v. Walbaum, Goulden & Co., cited supra, and cannot be 
taken as overruling prior specific holdings such as was made in The Federal 
Products Co. v. Lewis, supra. 

We are of the opinion that the defense raised in this case concerning 
matters of unclean hands and fraud, relating to the conduct of the peti- 
tioner in connection with proceedings in the Patent Office with respect to 
the registration and in connection with the present proceedings, is a proper 
defense to be raised and considered, and that the record shows adequate 
grounds for raising such defense. 

The paragraph on pages 9 and 10 of the original decision implies that 
the charge that petitioner’s action was instigated by some third person is 
not a proper issue. Ordinarily, as indicated in The Foster and Reynolds 
Company v. The International Silver Company (published with the title 
Foster & Reynolds Co. v. Brown & Bigelow; Brown & Bigelow v. The 
International Silver Co., 91 USPQ 375) (41 TMR 1114) cited in the deci- 
sion, such a charge would have no bearing upon a cancellation petitioner’s 
right of action in the cancellation proceeding. However, when the matter 
involves charges of a fabricated business and a false affidavit, as was 
charged here, it does become material to the cancellation petitioner’s right 
of action. While not significant, the paragraph referred to is modified to 
this extent, and is further modified to eliminate approval of the Examiner 
of Interferences’ holding that this particular charge was not sustained 
since no finding was made in the decision on the defense of unclean hands. 

The other question is whether the Patent Office has the power to take 
some action in case a witness refuses to answer questions or produce docu- 
ments which are pertinent, proper and material, and, if so, does this power 
extend to dismissal of the action. While it has been stated in a number of 
Patent Office decisions that the Office has no power over witnesses as such, 
nevertheless the Office does have the power to take some action in appro- 
priate cases where witnesses have refused to answer questions. Refusal to 
answer questions may affect the weight of the evidence or result in pre- 
sumptions, admissions and inferences used in deciding the case; Miller v. 
Kelly, 18 App. D.C. 163, 1901 C.D. 405; Perri v. Thoma, 39 App. D.C. 460, 
1913 C.D. 326 (refusal of witness to answer proper questions warrants a 
certain presumption adverse to his contentions and deprivation of certain 
evidence of any probative force) ; Coffin Redington Co. v. Turner, 46 App. 
D.C. 449, 1917 C.D. 187 (the refusal of the party to answer certain ques- 
tions on cross examination was taken by the Court to require the finding 
that certain statements were false and to hold against the party on the 
ground of fraud and deception, reversing the decision of the Commissioner 
of Patents who had held that deception had not been proved) ; Rogers v. 
Willoughby and Lowell, 55 App. D.C. 65, 1924 C.D. 342, 1 F.2d 824 (‘‘The 
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question was proper and should have been answered. The refusal to answer 
it must therefore be regarded as admitting that the answer if given would 
have been unfavorable * * *.’’) ; Martocello v. Kobash, 17 C.C.P.A. 1095, 
1930 C.D. 395, 39 F.2d 677, 5 USPQ 269, 274 (one of the parties was under 
the necessity of proving diligence and urged poverty as excusing the delay, 
testifying that his financial condition prevented him from acting, on the 
refusal to answer a cross-examination question relating to his salary the 
court said ‘‘The refusal to answer this very important question of appel- 
lee’s salary during the period in question prevents us from finding that 
appellee’s testimony is sufficient to excuse the delay * * * because of finan- 
cial inability to proceed’’ and held against the party). Refusal to answer 
questions may also result in refusing to consider a deposition or in striking 
the testimony, Munster v. Ashworth, 29 App. D.C. 84, 1907 C.D. 556, 
Amendola v. California Date Growers Assoc., 26 USPQ 332 (25 TMR 541). 

Petitioner asserts that respondent should have sought a court order, 
but it does not appear that action by the Office is necessarily dependent 
upon a party first seeking court action to compel answers to questions. 
The party must seek court action to compel answers to questions if he 
wishes to obtain an immediate ruling on the matter; if he does not do so 
he is compelled to wait until the final hearing in the Office at which time a 
ruling might be made in connection with the decision in the case. See 
Independent Baking Powder Co. v. Fidelity Mfg. Co., 1901 C.D. 7 (‘‘ Where 
a party fails to take such action [application to a court for an order com- 
pelling the witness to answer the questions], it is the settled practice of the 
Office to postpone a decision on the matter until final hearing on priority, 
when the whole record is reviewed. This case does not present such unusual 
circumstances as would warrant a departure from the ordinary practice. 
There will be no substantial injury to appellant from a refusal to take 
action in the matter at this time, since at final hearing the objections to 
the depositions will be considered and the evidence of the witnesses will be 
given only such weight as it is entitled to in view of their refusal to answer 
the questions referred to.’’) ; Donning v. Stackpole and Laganke, 1903 
C.D. 26 (‘‘The Office has no machinery for compelling a witness to answer, 
and where the party alleged to be aggrieved fails to apply to a Federal 
court for an order to compel the witness to testify the Office cannot in 
advance of final hearing go into the materiality and relevancy of the 
questions asked in order to determine whether the witness’s refusal to 
answer such questions is a sufficient warrant for suppressing all the 
testimony given by him. A witness necessarily has some discretion in 
answering questions and may rightfully refuse to answer irrelevant ones. 
If he refuses to answer questions and no effort is made to compel him to 
answer them, the propriety and effect of his refusal must await determina- 
tion until the final hearing of the case.’’) ; Lindstrom v. Lipschutz, 1906 
C.D. 39 (‘‘As to the production in evidence of the letter in question, it is 
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well settled that this Office has no machinery for compelling a witness to 
answer or to produce evidence of any kind. The Office may at final hearing 
strike out or refuse to consider the testimony of a witness who refuses to 
furnish material evidence; but if a party is not satisfied with this remedy 
he must apply to a Federal court for the proper order compelling the wit- 
ness to furnish the desired evidence.’’); Reed & Carnrick v. Waterbury 
Chemical Co., 1912 C.D. 281. 

Petitioner asserts that the respondent should have moved to strike the 
deposition from the record. No motion was brought by the respondent and 
it does not appear from the decisions which have been cited that the bring- 
ing of a specific motion is always essential. The striking of the deposition 
in a situation such as the present one would obviously be a wholly inap- 
propriate remedy since such action here would only further the very 
purpose of the refusal to answer questions and produce documents and 
would not help the respondent in any manner. In view of this fact and 
the fact that the witness was the petitioner herself, the striking of the 
petition for cancellation and consequent dismissal of the action is con- 
sidered an available alternative to striking the deposition. It is the only 
alternative, other than the drawing of the proper inferences from the 
refusals, that would be at all effective. While it does not appear that 
action by the Office has taken the form of striking a pleading and the 
consequent dismissal of the proceeding, there is no reason why this alter- 
native cannot be used when deemed appropriate. 

It remains to be determined what action if any should be taken in this 
case with respect to the defense of unclean hands and the refusals of the 
petitioner to produce documents and answer questions. We are of the 
opinion that the material requested of the petitioner and the questions 
asked were relevant and material to proper issues in the case and that the 
request was reasonable and proper. We are also of the opinion that the 
matters involved are important enough to take some effective action. The 
original decision made no specific finding with respect to the defense of 
unclean hands and the question of fraud, but predicated the dismissal 
of the petition for cancellation solely upon the refusal of the petitioner to 
produce documents and answer questions. The panel is convinced that the 
petition for cancellation should be dismissed and is satisfied with the dis- 
missal on the ground given in the original decision, which in effect amounts 
to a judgment by default. Accordingly, the petition for cancellation 
stands dismissed. 

Only the matters discussed herein have been considered on the rehear- 
ing. The other questions decided in the original decision have not been 
reviewed or considered and as to these there is no decision by the panel. 


SS 
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THE FLINTKOTE COMPANY v. THE MOSAIC TILE COMPANY 
No. 31210 — Commissioner of Patents — February 17, 1954 


TRADE-MaRK AcT or 1946—REGISTRABILITY—DESCRIPTIVE TERMS 


Where applicant seeks to register MURATILE for floor, wall and ceiling tiles of 
clay and is opposed by registration of mark MURA-TEX for plastic wall tile first 
used in 1947 while applicant shows use from 1932, opposer’s reliance upon con- 
fusion in trade clause is without merit since applicant’s rights are superior. 


Prefix MURA is highly suggestive in both marks but not descriptive and 
opposer fails to show facts from which damage to opposer can be presumed and 
therefore dismissal of opposition is affirmed. 

Opposition proceeding by The Flintkote Company v. The Mosaic Tile 
Company, Serial No. 596,745 filed May 2, 1950. Opposer appeals from 
decision of Examiner of Interferences dismissing opposition. Affirmed. 
Edward J. Willey, of New York, N. Y. for opposer-appellant. 

Joseph F. O’Brien, of New York, N. Y. for applicant-appellee. 
LeEps, Assistant Commissioner. 

Application has been filed to register the notation MURATILE for floor, 
wall and ceiling tiles of clay for interior and exterior purposes. Use is 
claimed since November 10, 1932. Opposition has been filed by the owner 
of the trade mark MURA-TEX registered May 31, 1949 (Registration No. 
510,288) for plastic wall tile made from resinous binder, asbestos fiber 
and mineral coloring pigments. The Examiner of Interferences dismissed 
the opposition, and opposer has appealed. 

The stipulated facts show that applicant has used MURATILE as a trade 
mark for its ceramic tiles since November 10, 1932, and its sales have been 
extensive throughout the United States and in many foreign countries. 
Opposer first used MURA-TEX as a trade mark for its plastic tiles on July 22, 
1947. Under such circumstances, opposer’s reliance upon the confusion in 
trade clause of the statute is without support in the record. It is apparent 
that applicant’s rights are superior to opposer’s. 

Opposer asserts in its notice of opposition that applicant’s mark is a 
‘*slight misspelling of MURAL TILE, which is a purely descriptive term’’, and 
‘*The exclusive use of the purely descriptive trade mark sought to be 
registered by Applicant would be an unwarranted restriction on Opposer’s 
right to employ a descriptive designation in the advertisement and sale of 
its tile.’ If muRa in applicant’s mark is, as opposer contends, a slight 
misspelling of ‘‘mural’’ and therefore descriptive, opposer’s mark utilizes 
the same misspelling and therefore suffers the same weakness. It is note- 
worthy that opposer did not disclaim MURA in its application to register 
MURA-TEX. The prefix MuRA is highly suggestive in both marks, but it is not 
‘merely descriptive.’’ 

Opposer’s claim that registration of MURATILE would be an unwar- 
ranted restriction on its right to employ a descriptive designation in the 
advertisement and sale of its tile is deemed to be without merit. There is 
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nothing in the record which indicates that opposer has ever used or that 
it intends to use MURATILE descriptively in the advertising and sale of its 
product, or that the word has any meaning other than to identify appli- 
cant’s product; nor is there anything which lends support to any contention 
that the word is necessary to describe. In fact, so far as this record shows, 
opposer has not even used the descriptive term ‘‘mural tile’’ to describe 
its product. Registration of MURATILE to this applicant as an indication of 
origin would not and cannot interfere with opposer’s use of the term 
‘‘mural tile’’ in a purely descriptive sense to refer to its wall tile. No 
facts are proved from which damage to opposer can be presumed. 
The decision of the Examiner of Interferences is affirmed. 


EX PARTE TECHNICAL PORCELAIN AND CHINAWARE COMPANY 


Commissioner of Patents — February 19, 1954 
TRADE-MARK AcT OF 1946—REGISTRABILITY—IN GENERAL 
Mark TEPCO used on vitreous porcelain bathroom and kitchen fixtures is con- 
fusingly similar to TEPECO superimposed on a star within two concentric circles 
as used on similar goods since in view of similarity of marks and identity of goods 
confusion would be likely. 

Application for trade-mark registration by Technical Porcelain and 
Chinaware Company, Serial No. 516,877 filed February 3, 1947. Applicant 
appeals from decision of Examiner of Trade-Marks refusing registration. 
Affirmed. 

Henry Gifford Hardy, of San Francisco, California, for applicant. 
LeEEpDs, Assistant Commissioner. 

Application was filed on February 3, 1947 (Act of 1905) to register 
the marrk TEpco for vitreous porcelain bathroom and kitchen fixtures. The 
application was amended on September 26, 1950 to request registration on 
the principal register (Act of 1946). Use is claimed since July of 1922. 
The Examiner of Trade Marks has refused registration on the ground of 
likelihood of confusion with the mark TEPECO, superimposed on a star and 
enclosed within two concentric circles, registered on June 8, 1920 (Reg. No. 
132,058) (renewed) for porcelain, vitreous china and bone china bathroom 
and other plumbing fixtures. Applicant has appealed. 

The application indicates that applicant makes and sells vitreous 
poreelain soap holders, toilet paper holders, tumbler holders, toothbrush 
holders, single hooks, double hooks and soap dish and towel bar brackets. 
The mark obviously comes from the initial portions of applicant’s name 
‘*Technical Porcelain and Chinaware Company.”’ 

The goods listed in the cited registration include china kitchen soap 
holders, china soap dishes, china toothbrush holders, china soap holders, 
china robe or towel hangers and hooks, china toilet paper holders, glass 
towel bars with bone china knobs and brackets, as well as numerous other 
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items such as sinks, bathtubs, etc. made of earthenware, vitreous china 
and porcelain. The mark disclosed in the registration obviously comes 
from the initial portions of the registrant’s name, ‘‘Trenton Potteries 
Company.”’ 

In view of the similarities between the products of the parties—some 
of which are identical, and all of which appear to be of a type which 
ordinarily might be assumed to emanate from a single source—and in view 
of the similarities between the words by which the products would be called 
for, I agree with the Examiner that registration should be refused. 

The decision of the Examiner of Trade Marks is affirmed. 





WINTHROP-STEARNS, INC. v. 
FREEMAN, doing business as SURF LABORATORY 


No. 30415 — Commissioner of Patents — February 19, 1954 


TRADE-MARK ACT OF 1946—REGISTRABILITY—IN GENERAL 


Mark DEMEROL for an antispasmodic and analgesic preparation sold only on 
prescription is not damaged by mark HEM-O-RAL for oral preparation sold over 
counter for relief of hemorrhoids and hence HEM-O0-RAL may be registered since 
little likelihood of confusion in view of difference in marks, products and manner 
in which they are handled in trade. 


Opposition proceeding by Winthrop-Stearns, Inc. v. Francis A. Free- 
man, doing business as Surf Laboratories, Serial No. 581,940 filed July 14, 
1949. Oppposer appeals from decision of Examiner of Interferences dis- 
missing oppostion. Affirmed. 

James F. Hoge and Lenore B. Stoughton, of New York, N. Y. and E. F. 

Wenderoth, of Washington, D. C. for opposer-appellant. 

Parker Cook, of Atlantic City, New Jersey for applicant-appellee. 
FEDERICO, Examiner in Chief. 

This is an appeal by the opposer from the decision of the Examiner 
of Interferences dismissing the opposition. 

The application involved was filed July 14, 1949 and seeks to register 
HEM-O-RAL as a trade mark for ‘‘an emulsion, an oral preparation for the 
relief of hemorrhoids (piles)’’. Use since June 22, 1949 is asserted in the 
application. 

The opposition is based upon prior use by the opposer and its pred- 
ecessors of the trade mark DEMEROL for ‘‘an antispasmodic and analgesic 
preparation’’. This mark was registered September 10, 1940, Registration 
No. 381,140. 

The only question involved is whether the use by the applicant of his 
mark on his goods would be likely to cause confusion or mistake or deceive 
purchasers. The examiner held that there would be no likelihood of con- 
fusion in view of the differences in the marks and in the goods. 

Applicant’s product sold under the trade mark HEM-O-RAL is a mineral 
oil emulsion laxative containing sulfur, witch hazel and oil of peppermint, 
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intended to be taken internally for the relief of discomfort and irritation 
due to hemorrhoids and constipation. It is in the class of products sold 
to the public over the counter without the need of a prescription and with- 
out any restrictions, and is advertised in newspapers. 

Opposer is a manufacturer of an extensive line of pharmaceuticals one 
of which is a drug having antispasmodic, analgesic and sedative properties 
which it sells under the trade mark DEMEROL. The chemical name of this 
drug is ethyl-l-methyl-4-phenylpiperidine-4-carboxylate, and it is also 
known as Meperidine. It is sold by opposer in solid form, as tablets or 
powder, as well as in liquid form, and is administered either orally or by 
injection. In its properties and action DEMEROL resembles morphine and is 
used in place of morphine because of lesser undesirable effects. Its prin- 
cipal action is the relief of pain and it is used in many branches of medicine 
and surgery for this purpose. The product is subject to the Harrison 
Narcotic Act and can legally be sold only on a written prescription of a 
physician or to pharmacists and physicians under narcotic regulations. It 
is kept under lock and key and not displayed, and is not advertised to the 
public. Opposer’s product is only advertised to druggists and physicians. 

I do not believe that there would be any likelihood of confusion, either 
as to origin or as to the products themselves, in view of the actual dif- 
ferences in the marks, and the differences in the products and the manner 
in which they are handled in trade. 

Opposer urges that DEMEROL, being a sedative and analgesic for gen- 
eral purposes, could be used for relief from the pain of hemorrhoids, and 
that the two products could be administered to the same patient. It is 
also pointed out that it is permissible for a physician in charge of a patient 
in a hospital to give oral instructions to a resident physican for DEMEROL, 
and that confuson and error might result because of such oral instructions. 
This possibility seems too remote to merit serious consideration. Opposer 
does not assert that physicians are apt to prescribe or hospitals apt to 
stock a proprietary product such as applicant’s HEM-O-RAL and applicant 
admits that his product would not be recommended by physicians. 

The decision of the Examiner of Interferences dismissing the opposi- 
tion is affirmed. 


COLBURN v. PI-DO CORPORATION 
Nos. 5657 and 5658— Commissioner of Patents — February 25, 1954 


TRADE-MARK AcT OF 1946—REGISTRABILITY—DESCRIPTIVE TERMS 
Mere misspelling of common name of product does not make it registrable. 
TRADE-MARK AcT oFf 1946—TITLE—IN GENERAL 


Claim of rights under prior registration is without merit in view of assignments 
in gross. 
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TRADE-MaArRK ACT OF 1946—REGISTRABILITY—DESCRIPTIVE TERMS 
PI-DO is not registrable for pie dough, since it merely discloses common name 
(misspelled) of product. 


Cancellation proceeding by Exzene T. Colburn v. Pi-Do Corporation, 
Registration Nos. 420,320 issued April 2, 1946 and 528,892 issued August 8, 
1950. Registrant appeals from decision of Examiner of Interferences 
sustaining petitions. Affirmed. 

Leon Simon, of Washington, D. C. for petitioner-appellee. 
T. W. Miller, of Chicago, Illinois for registrant-appellant. 
LEEDS, Assistant Commissioner. 

Petitions have been filed to cancel two registrations of the name PI-DO 
for pie dough—described in the registrations as ‘‘pie and pastry crust 
mix.’’ The earlier application to register was filed on October 7, 1944, 
under the Trade Mark Act of 1920, maturing into Registration No. 
420,320 on April 2, 1946. The later application was filed on August 26, 
1947 for registration on the Principal Register, amended to seek registra- 
tion on the Supplemental Register on December 17, 1948, maturing into 
Registration No. 528,892 on August 8, 1950. Each of the certificates 
recites ownership of Registration No. 223,538, py-po, issued under the Act 
of 1920 on February 1, 1927 (expired). Petitioner claims prior use of 
py-po for pie dough—described in the petition as ‘‘prepared dough for 
use in making pies,’’ and although the petitioner does not allege owner- 
ship of Registration No. 223,538, she does assert in her petition that she 
obtained the registration and that she ‘‘is still using the py-po trade mark 
on its prepared dough for making pies.’’ The Examiner of Interferences 
sustained the petition and recommended cancellation of the two registra- 
tions. Respondent has appealed. 

The exhibits introduced show that petitioner is using MRS. COLBURN’S 
PY-DO, and respondent is using AUNT ELLEN’s PI-po. Both parties are 
making pie dough—petitioner’s product being a prepared moist dough, 
and respondent’s a prepared dry mix which becomes a moist dough upon 
addition of four tablespoonsful of water or milk to the contents of each 
package. Both parties are using misspellings of the name of the goods 
—pie dough. Anyone who makes pie dough may call it pie dough. It is 
a fundamental principle of trade mark law that no person may exclu- 
sively appropriate the name of the goods. Mere misspelling of the com- 
mon name of a product does not make it registrable. 

The record here clearly shows that respondent was not entitled to 
either of its registrations at the time it filed its applications; it did not 
have exclusive use during the one-year period immediately preceding the 
filing of the respective applications—it knew of petitioner’s use of PyY-DO 
as early as November 26, 1943, more than ten months prior to the filing 
of its earlier application—its claim of rights under the 1927 registration 
is without merit in view of two assignments in gross—and even in the 
absence of such proofs as are in the record, respondent is not entitled to 
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maintain the registrations which merely disclose the common name (mis- 
spelled) of the product which it makes and sells. 

The decision of the Examiner of Interferences is affirmed, but for 
the foregoing reasons; and Registrations No. 420,320 and No. 528,892 
should be canceled. 





THE DOBECKMUN COMPANY v. 
D-CON, INC. (by change of name, THE D-CON COMPANY, INC). 


No. 32525 — Commissioner of Patents — February 25, 1954 


TRADE-MARK AcT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 


It is highly unlikely that public will be confused by use of same mark on 
comminuted vegetable substance admixed as an attractant with a rodenticide and a 
yard and thread having a metallic appearance. 

REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 


Ordinarily Patent Office is reluctant to grant motions to dismiss opposition, 
but viewing pleadings in light most favorable to opposer, since it appears certain 
that under facts asserted and proofs which might be offered opposer would not be 
entitled to prevail, motion must be granted. 


TRADE-MARK AcT OF 1946—REGISTRABILITY—IN GENERAL 


Use of word LUREX to identify additive substance in the nature of an ingredient 
for rat poison is not trade-mark use. 


Opposition proceeding by The Dobeckmun Company v. D-Con, Inc. 
(by change of name, The D-Con Company, Inc.), application, Serial No. 
607,973 filed December 6, 1950. Opposer appeals from decision of Exam- 
iner of Interferences dismissing opposition. 

Ely, Frye & Hamilton, of Cleveland, Ohio for opposer-appellant. 
I. Irving Silverman, of Chicago, Illinois for applicant-appellee. 
LEEDs, Assistant Commissioner. 

Application has been filed for registration of LUREX for ‘‘a comminuted 
vegetable substance admixed as an attractant with a rodenticide.’’ Use 
is claimed since November, 1950. Registration has been opposed by the 
owner of Registration No. 418,535—-LUREx for yarn and thread having a 
metallic appearance—issued on January 1, 1946 under the Trade Mark 
Act of 1905. The Examiner of Interferences dismissed the opposition on 
motion of applicant, holding: ‘‘In the final analysis, the opposer’s claim 
that confusion in trade would be likely is predicated simply upon the 
identity of the marks of the parties and the celebrity which its use of its 
mark for metallic yarns and threads is said to have attained, and its 
pleading and argument on the motion are deemed to contain nothing 
tending to indicate that persons acquainted with such use thereof, upon 
encountering the employment of the same mark on a product as radically 
dissimilar therefrom as that of the applicant, would be likely to suppose 
that the opposer was in any way connected with applicant’s goods.’’ 
Opposer has appealed from the dismissal. 


: ete ay 
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Assuming, for purposes of deciding the inter partes issue on appeal, 
that applicant’s mark is registrable for the goods described in its applica- 
tion, the question for determination is whether or not, on the basis of 
applicant’s admission or all well pleaded facts and of opposer’s offers of 
proof, it is reasonable to assume that opposer might possibly be entitled 
to prevail. 

According to the pleadings, opposer makes and sells a yarn or thread 
having a metallic appearance and this yarn or thread is made into fabrics 
which are made into apparel, draperies, and other quality items. Appli- 
cant makes a rat poison containing an ingredient which attracts rats. 

Opposer has pleaded that its yarn, and the trade mark associated with 
it, renders fabrics and fabric articles attractive and attention-catching to 
ultimate users; and the apparel made from fabrics is purchased for the 
purpose of making the wearer attractive and attention-catching. In other 
words, the pleadings indicate that fabrics containing opposer’s LUREX yarn 
attract people, whereas applicant’s rat poison containing an added sub- 
stance LUREX attracts rats. Under such a state of facts, it is highly un- 
likely that the public will be misled into the belief that applicant’s prod- 
uct is ‘‘manufactured, sold, or otherwise sponsored by the opposer.’’ 

Opposer has not pleaded that its mark is so well and widely known 
that its use on any product—no matter how remote from its own—would 
suggest that such other product emanates from opposer. 


It does not appear that opposer claims that there is any relationship 
of any nature between the products of the parties, although it is argued 
in the brief before the Examiner of Interferences that: 


**The fact that rodents, particularly so-called ‘trader rats’, are 
fascinated by bright shiny objects is well known. The not impossible 
concept that opposer’s yarns in her dresses might have some peculiar 
fascination for rats and mice, which would seek out and crawl over 
her dresses, would be as repulsive to a housewife and as destructive to 
opposer’s ultimate market as the concept (likewise not impossible in 
view of applicant’s advertising) that opposer’s goods are somehow 
poisonous. ”’ 

Such an argument approaches the ludicrous. 


Opposer also argues that at least one of the largest single commercial 
outlets for dress and drapery textiles is in cloth bags for animal feeds— 
and that it is common practice to treat such fabrics so that they will repel 
or poison rodents. There is no suggestion, however, either in the plead- 
ings or in the argument, that opposer’s thread or yarn, identified in the 
pleadings as being utilized in ‘‘luxury fabries,’’ is used in cloth bags for 
animal feeds. 

Ordinarily, I am reluctant to grant motions of this nature; but view- 
ing the pleadings in the light most favorable to this opposer, as we must 
(Frederick Hart & Co., Inc. v. Recordograph Corp., 78 USPQ 310 [C.A. 3, 
1948]), it appears certain that under the state of facts asserted and the 
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proofs which might be offered in support thereof, opposer would not be 
entitled to prevail. 

An examination of the file discloses that the application as originally 
filed sought registration of LUREX for a rodenticide. The Examiner of 
Trade Marks rejected on the ground that the specimens on file do not show 
trade mark use in connection with a rodenticide—that the word is used 
merely as the name of an ingredient of the rodenticide D-con, citing Ez 
parte The Pepsodent Company, 36 USPQ 75, (28 TMR 152) (Com’r., 1937). 
Applicant amended the description of goods to ‘‘a comminuted vegetable 
The examiner 


’ 


substance admixed as an attractant with a rodenticide.’ 
then erroneously decided that the cited case was no longer applicable in 
view of the amended description. 

Applicant makes and sells a rat poison, or rodenticide, identified by 
the mark pD-con, to which it adds an attractant, or lure, described as ‘‘a 
comminuted vegetable substance.’’ It is not making and selling a com- 
minuted vegetable substance—it is making and selling a rodenticide. The 
user of the word LUREX to identify an additive substance in the nature of 
an ingredient is not a trade mark use within the meaning of the statute. 
The decision of the Commissioner in The Pepsodent Company ease cited 
above is applicable to the facts here and is deemed to be controlling. 

The decision of the Examiner of Interferences granting the motion to 
dismiss is affirmed ; but the application is rejected on the ex parte grounds 
indicated herein. 


EX PARTE STOWE-WOODWARD, INC. 


Commissioner of Patents — February 25, 1954 


TRADE-MArRK ActT oF 1946—REGISTRABILITY—DESCRIPTIVE TERMS 

EBONITE is a generic name for hard rubber, but as applied to hard rubber bowl- 
ing balls, it is merely descriptive. 

TRADE-MARK ACT OF 1946—CONSTRUCTION—SECTION 2(f) 

Section 2(f) provides that marks which are merely descriptive may be registered 
if they have become distinctive of applicant’s goods, i.e., have acquired a secondary 
meaning. 

REGISTRATION—PROCEDURE— EVIDENCE 

Because affidavits in question obviously represent unbiased views of the lay- 

man, they are entitled to considerable weight. 


Affidavit from editor of bowlers’ journal is from person familiar with sport, 
competent to testify, and distinterested to extent that his interests must be more 
or less equally divided between all manufacturers of bowling balls. 


Application for registration of trade-mark by Stowe-Woodward, Inc., 
Serial No. 580,563, filed May 10, 1949. Applicant appeals from decision 
of Examiner of Trade-Marks refusing registration. Reversed. 

Emery, Booth, Townsend, Miller & Weidner, of Boston, Massachusetts 
for applicant. 








































THE TRADE-MARK REPORTER Vol. 44 T. M. R. 


LEEDs, Assistant Commissioner. 

Application has been filed to register on the Principal Register the 
word EBONITE, written in a fancy script with the initial letter extending 
into a paraph beneath the entire word, for bowling balls. Use is claimed 
since May 15, 1922. Applicant admits that the word ‘‘ebonite’’ means 
hard rubber, but claims that EBONITE has become distinctive of its bowling 
balls. A considerable amount of evidence has been filed in support of its 
claim. The Examiner of Trade Marks refused registration on the ground 
that the word is ‘‘generic and incapable of functioning as a trade mark 
for the reason that it cannot indicate origin or ownership of the goods.’’ 
In commenting on the evidence submitted, the examiner stated: ‘‘* * * at- 
tention is invited to the fact that the numerous affidavits mentioned above 
were not submitted upon any request from this Office, since it has been 
constantly held in this case that the word ‘ebonite’ cannot function as a 
trade mark, and therefore it was initially recognized that such affidavits 
would not be of controlling importance in any decision on the registra- 
bility of this presentation.’’ Applicant has appealed. 

The examiner erred in holding the word EBONITE to be a generic term 
for bowling balls. He quoted the following definition from Webster’s 
New International Dictionary, Second Edition: ‘‘Ebonite: A black variety 
of hard rubber, capable of being eut and polished, and used for many 
small articles such as combs and buttons, and for insulating material in 
electric apparatus.’’ EBONITE is unquestionably a generic name for hard 
rubber—but this applicant is selling bowling balls made of hard rubber 
and not hard rubber. As applied to hard rubber bowling balls EBONITE 
is ‘‘merely descriptive’’ within the meaning of Section 2(e) of the Trade 
Mark Act of 1946; but Section 2(f) of the Act provides, in effect, that 
marks which are merely descriptive may be registered if they have become 
distinctive of applicant’s goods, i.e., have acquired a secondary meaning. 
We must, therefore, evaluate and give proper weight to the evidence sub- 
mitted to determine whether or not EBONITE as applied to bowling balls 
identifies the bowling balls manufactured and sold by this applicant and 
distinguishes them from those of others. It was error summarily to re- 
fuse registration on the ground of inecapability of functioning as a trade 
mark and to hold that the evidence would not be controlling in any deci- 
sion on registrability. Such a procedure amounts to a substitution of 
opinion for fact, contrary to orderly legal processes. 

Much of the evidence in this case was filed simultaneously with the 
application. It includes affidavits from forty-one bowlers from the states 
of New York, Pennsylania, Ohio and Indiana; an affidavit of the proprie- 
tor and editor of ‘‘National Bowlers’ Journal,’’ a monthly periodical de- 
voted to matters of interest to bowlers; and an affidavit of applicant’s 
employe in charge of its bowling supplies department. 

The bowlers’ affidavits are prepared in an interesting manner, and 
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because they obviously represent the unbiased views of the layman, they 
are entitled to considerable weight. The affidavits are in the following 
form: A blank for the name of the affiant; a blank for the residence of 
the affiant ; a statement that ‘‘On ...................... , | was asked the following 
questions without previous preparation, and I have herein written after 
them in my own words my answers thereto’’; The questions are: 

(1) How long have you been a bowler? 

(2) What are bowling balls made of? 


(3) What does the name EBONITE on a bowling ball mean to you?; 
a blank for signature and a jurat in blank complete the form. 

The answers to the first question show that the affiants have been 
bowling from one to forty-four years, with the average being about twelve 
years. It is interesting to note that in reply to the second question only 
four stated that bowling balls are made of hard rubber. Others thought 
they were made of such things as ‘‘plastic,’’ ‘‘cork, rubber and fiber 
composition,’’ ‘‘ Formica,’’ ‘‘cork and rubber,’’ ‘‘syntheties,’’ ‘‘ Bakelite,’’ 
‘‘eork and coal by-products,’’ ‘‘masonite,’’ ‘‘hardwood’’ and ‘‘rubber 
compositions.’’ Some admitted that they did not know. Replies to the 
third question as to what EBONITE on a bowling ball means show ‘‘make of 
bowling ball,’’ ‘‘the only ball with the Bates grip on it,’’ ‘‘the quality ball 
in bowling balls,’’ ‘‘the best available in a bowling ball—with long standing 
high reputation,’’ ‘‘the best ball made,’’ ‘‘trade name,’’ ‘‘the best ball to 
roll ‘rite,’ ’’ ‘‘name of a good bowling ball,’’ ‘‘brand,’’ ‘‘name of a famous 
bowling ball,’’ ‘‘manufacturer’s trade name,’’ ‘‘trade mark,’’ ‘‘name of 
popular bowling ball,’’ ‘‘the most reliable ball on the market,’’ and ‘‘ good 
bowling.’’ Analysis of these affidavits leads to three conclusions: 

(1) bowlers do not always know that bowling balls are made of 
hard rubber ; 

(2) bowlers generally do not know that ebonite is hard rubber; 
and 

(3) EBONITE on a bowling ball means a specific ball to bowlers 
generally. 


The affidavit of the editor of ‘‘ National Bowlers’ Journal’’ states that 
he has operated the publication for 28 years; he has known of EBONITE 
bowling balls for at least 35 years; bowling balls are made of hard rubber 
and he has been informed that ‘‘ebonite’’ is a word sometimes used to 
designate hard rubber; during the time he has known of EBONITE balls he 
has understood the word to be a trade name identifying a bowling ball 
made by Stowe-Woodward, Inc.; and from his contacts in bowling circles 
he believes that when EBONITE is mentioned in such circles, it means bowl- 
ing balls made by this applicant. This affidavit is from a person familiar 
with the sport, competent to testify, and disinterested to the extent that his 
interests must be more or less equally divided between all manufacturers 
of bowling balls. 
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The affidavit of applicant’s employe states that during the seventeen 
years of his employment by applicant the word EBONITE has been promi- 
nently marked on each ball; applicant’s product has been extensively 
advertised ; and other trade marks used to distinguish the bowling balls of 
other manufacturers are MINERALITE, HIGH SCORE, ACE and MANHATTAN. 

Additional evidence was submitted on appeal. It appears that there 
are four large manufacturers of bowling balls, namely, The Brunswick- 
Balke-Collender Company, Raybestos-Manhattan, Inec., American Hard 
Rubber Company, and this applicant. The Vice-President of The Bruns- 
wick-Balke-Collender Company has submitted a statement as follows: 

‘“We have never used EBONITE as a trade mark for bowling balls 
or any products and we have no present plans, nor any in the forsee- 
able future to use the word as a trade mark, and would indeed make 
every effort to avoid trade mark use of the word. 

‘Our balls are sold under the Registered Trade Mark MINERALITE. 

All bowling balls which Brunswick has made for many years have in 
fact been made of hard rubber, which is the term we ordinarily employ 
for the material. Since, however, ‘ebonite’ is a dictionary term mean- 
ing hard rubber, we do not relinquish any rights which we might have 
in common with other manufacturers, to refer to hard rubber as 
ebonite.’’ 


The Sales Manager of Raybestos-Manhattan, Ine., has submitted a 
statement as follows: 


‘‘We manufacture hard rubber bowling balls under the trade 
name MANHATTAN. We never have any occasion to use the word 
EBONITE with reference to our product. Manhattan has always used 
in its advertising the phrases, the ball of more live rubber and the ball 
of champions. As far as the word EBONITE is concerned, the only time 
we use it is when we are speaking of a competitor’s ball which is so 
named, and then we use the word with a capital E and at no time in 
mentioning our product do we have occasion to use the word EBONITE. 
In fact, we have always considered this as Stowe-Woodward’s trade 
name, and naturally would not connect the Manhattan ball with a 
ball known by the trade name of EBONITE.”’ 


Advertisements of American Hard Rubber Company featuring AcE 
bowling balls, The Brunswick-Balke-Collender Company featuring MIN- 
ERALITE bowling balls, and Raybestos-Manhattan, Inc., featuring MANHAT- 
TAN bowling balls, each have a substantial amount of ‘‘selling ecopy,’’ but 
none mentioned ‘‘ebonite. Some refer to ‘‘hard rubber’’ and others to 
‘‘live rubber,’’ but there is nothing in this record to suggest that these 
competitors have used the word EBONITE even as a descriptive designation 
for the substance from which their respective products are made. 

This applicant has used the word EBONITE as a trade mark for its 
bowling balls for more than thirty years; the evidence submitted is clear 
and convincing that EBONITE, when used on bowling balls, means the prod- 
uct of this applicant, irrespective of its primary meaning. There is no 
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question in my mind but that the record here establishes a secondary 


meaning of the word, i.e., it is an indication of origin in applicant. 
The decision of the Examiner of Trade Marks is reversed. 





BURROUGHS WELLCOME & CO. (U.S.A.), INC. v. 
MEZGER PHARMACAL CO., INC. 


No. 30418 — Commissioner of Patents — February 26, 1954 


REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 


Opposer relies on registrations of marks containing syllable FAX, opposer has 
no registration for mark FAX alone, and there is no indication that public associates 
FAX with opposer; consequently each of registered marks of opposer must be con- 
sidered individually and in its entirety in determining confusing similarity. 

TRADE-MARK AcT OF 1946—-REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 


LIPOFAX, for vitamin product indicated for use in management of atherosclerosis 
and for hypotonia, is not confusingly similar to SKEETOFAX, for mosquito repellant, 
BOROFAX, for borated ointment, TANNAFAX, for tanic acid ointment, CAROFAX, for 
burn ointment, MENTHOFAX, for ointment for muscular pains, and TIMOFAX, for 
fungicidal preparation. 

REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 


While a large number of decisions indicate that third party registrations can- 
not be used in opposition or cancellation proceeding, since opposer’s case is based 
solely on registrations without any evidence of use, and since opposer has at- 
tempted to show that public associates marks comprised in Part of Fax with it, 
registrations of others may properly be looked to in order to dispel impression 
sought to be created by opposer by a group of registrations. 


Opposition proceeding by Burroughs Wellcome & Co. (U.S.A.) Ine. v. 
Mezger Pharmacal Co., Inc., application, Serial No. 596,039 filed April 20, 
1950. Opposer appeals from decision of Examiner of Interferences dis- 
missing opposition. Affirmed. 

James M. Mason, of New York, N. Y. for opposer-appellant. 
Joseph J. Juhass, of New York, N. Y. for applicant-appellee. 
FEDERICO, Examiner in Chief. 

This is an appeal by the opposer from the decision of the Examiner of 
Interferences dismissing the opposition. 

The application involved seeks to register LIPOFAX as a trade mark for 
a ‘‘medicinal preparation in tablet form, namely, a vitamin product indi- 
cated for use in the management of atherosclerosis and for hypotonia.’’ 
The application was filed on April 20, 1950, and alleges use of the mark 
since March 20, 1950. 

The opposer relies solely upon seven registrations of marks containing 
the syllable Fax, each issued prior to applicant’s date, and the only question 
involved is whether applicant’s mark is registrable over each one of these 
registrations, considered separately. The Examiner of Interferences dis- 
missed opposer’s argument based upon a claim of a family of marks con- 
taining the syllable rax, stating ‘‘it may be noted, however, that opposer 
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has no registration for the mark Fax alone, and there is no testimony in 
the case which would indicate that the public associates the letters Fax 
with the opposer. In the case of The Carborundum Company v. Scottish 
Canadian Magnesite Ltd., 7 USPQ 22, the Commissioner held, that the 
opposer had established, that the public recognized its goods by reason of 
the inclusion of the letters ‘frax’ in its various marks, and therefore, 
refused registration of the applicant’s mark which used the letters ‘frax’ 
in combination with other letters. In that case however, it was definitely 
held, that the evidence presented in the case established, that the public 
would recognize the opposer’s goods by the inclusion of the letters ‘frax.’ 
In the present case, no evidence has been introduced to establish such 
public acceptance of opposer’s goods, as being identified by the letters Fax, 
nor is it believed that such an inference can be made as a result of opposer 
having numerous registrations ending in FAXx.’’ The examiner held that 
the opposition could not be sustained merely on the basis of the FAx portion 
alone, but that each of the registered marks of the opposer must be consid- 
ered individually and in its entirety in determining confusing similarity. 
Opposer in its brief refers to its long use of its pleaded marks and to its 
established market for a series of medicinal products bearing the marks, but 
there is no actual evidence of such use or of any such market. As stated, 
the opposition must be considered solely on the basis of the prior registra- 
tions considered individually and separately. 

The examiner held that none of the registered marks is sufficiently 
similar to applicant’s mark as to be likely to cause confusion when the 
respective marks are applied to the goods of the parties, citing United Drug 
Company v. The Mercirexr Company, 86 USPQ 112, (40 TMR 534), 182 
F.2d 222, 37 C.C.P.A. 1063, in which MERCIREX was held not confusingly 
similar to REX, REXALL, ALCO-REX, FUNGIREX and other marks containing 
the syllable REx. 

Probably the closest in appearance of opposer’s marks is LUBAFAX, reg- 
istered October 5, 1948 (Registration No. 440,859) for a ‘‘surgical lubri- 
eant,’’ which presumably is the ‘‘lubricant for surgical instruments’’ 
referred to in the notice of opposition. While applicant’s Liporax and this 
mark might be considered confusingly similar if applied to the same or 
substantially the same goods, the respective products are so disparate that, 
taking into consideration also the actual differences in the marks, I do not 
believe that there would be any likelihood of confusion. 

The other registrations pleaded by opposer are for the mark SKEETO- 
FAX (Registration No. 399,608, January 19, 1943) for a mosquito repellant, 
BOROFAX (Registration No. 399,607, January 19, 1943) for a borated oint- 
ment, TANNAFAX (Registration No. 399,610, January 19, 1943) for a tannic 
acid ointment, CAROFAX (Registration No. 500,078, April 13, 1948) for a 
burn ointment, MENTHOFAX (Registration No. 500,080, April 13, 1948) for 
an ointment for muscular pains, and TIMOFAX (Registration No. 439,113, 
June 1, 1948) for a fungicidal preparation. I agree with the examineér’s 



















Vol. 44 T. M. R. 





BURROUGHS WELLCOME v. TESTAGAR 


conclusion that there would not be any likelihood of confusion with respect 
to each of these marks when used on the respective goods. 

Opposer’s arguments emphasize its group of registered marks rather 
than discussing each of them individually and separately. Applicant has 
introduced a number of registrations of marks in the drug field containing 
the syllable rax. These are (excluding an expired one) : No. 111,452, July 
18, 1916, for co-Lo-rax for a laxative mineral water; No. 131,831, May 25, 
1920, for ruBIFAX for a rubifacient ointment; No. 129,747, March 7, 1920, 
for saTISFAX; No. 180,525, March 4, 1924, for aLco-rax for a liniment; No. 
281,066, for sED-o-FAx ; No. 392,425, December 23, 1941, for BENEFAX for a 
vitamin preparation ; No. 409,321, October 3, 1944, for TRI-rFax ; No. 552,489, 
December 25, 1951, for oxyrax-20. Opposer objects to consideration of 
these on the ground, among others, that there is no evidence that any of 
the marks are in use. While a large number of decisions indicate that 
third party registrations cannot be used in an opposition or cancellation 
proceeding, it may be pointed out that opposer’s case is based solely on 
registrations without any evidence of use and, under the circumstances in 
this case, it is believed that these registrations of others may properly be 
looked to in order to dispel the impression sought to be created by opposer 
by a group of registrations. 

The decision of the Examiner of Interferences dismissing the opposi- 
tion is affirmed. 


BURROUGHS WELLCOME & CO. (USA), INC. v. 
TESTAGAR & CO., INC. 


No. 30792 — Commissioner of Patents — February 26, 1954 


TRADE-MArRK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
NUPRIN, for tablet for relief of muscular aches and pains and discomforts 
associated with the common cold, is not confusingly similar to EMPIRIN, for like 
goods; consideration is given to fact that aspirin is ingredient in opposer’s com- 
pound and evident source of syllables ‘‘pirin’’ in opposer’s mark. 

Opposition proceeding by Burroughs Wellcome & Co. (U.S.A.), Ine. v. 
Testagar & Co., Inc., application, Serial No. 598,280 filed May 27, 1950. 
Applicant appeals from decision of Examiner of Interferences sustaining 
opposition. Reversed. 

James M. Mason, of New York, N. Y. for opposer-appellee. 
Robert A. Sloman, of Detroit, Michigan for applicant-appellant. 
FEDERICO, Examiner in Chief. 

This is an appeal by the applicant from the decision of the Examiner 
of Interferences sustaining the opposition to the registration of its mark. 

The application involved seeks to register NUPRIN as a trade mark for 
‘‘a tablet for the relief of muscular aches and pains, and discomforts 
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associated with common colds.’’ The application was filed May 27, 1950, 
and asserts use since April 12, 1950. 

The opposition is predicated upon opposer’s prior use and registration 
of EMPIRIN for a preparation for the relief of muscular aches and pains 
and discomforts associated with the common cold. 

Three registrations are pleaded: Registration No. 120,921, March 12, 
1918 for EmMPIRIN for ‘‘therapeutic agents consisting of salicylates for 
internal use’’; No. 503,042, October 19, 1948, for EMPIRIN COMPOUND; and 
No. 512,613, July 19, 1949, for EmprrRin; in both of these latter the goods 
are specified as ‘‘oral preparation useful as an analgesic and antipyretic 
in the treatment of bodily pains, colds, and similar ailments.’’ 

The Examiner of Interferences stated that the sole issue is whether 
the marks are confusingly similar when used on the closely related goods of 
the parties, and, acknowledging that the question was not free from doubt, 
held the marks confusingly similar. The examiner distinguished from 
Younghusband v. Kurlash Co., Inc., 36 USPQ 323 (28 TMR 132), 94 F.2d 
230, 25 CCPA 886, in which STARLASH and KURLASH were held not con- 
fusingly similar on the ground that the common part LASH was obviously 
descriptive and the goods were specifically different ; Sharpe and Dohme v. 
Oxiderm Laboratory, 80 USPQ 26 (39 TMR 165), in which oxipeRM and 
TRESADERM for skin preparations were held not confusingly similar, on the 
ground that the common part DERM was expressly held to be descriptive 
when used with skin preparations; and Duramold Aircraft Corp. v. Timm 
Aircraft Corp., 62 USPQ 387 (34 TMR 343), in which AERoMoLD and 
DURAMOLD were held not confusingly similar, on the ground that the com- 
mon part MOLD was descriptive of the goods of both parties. 

In holding the marks confusingly similar, I believe that the examiner 
failed to give sufficient attention to the apparent derivation of opposer’s 
mark from aspirin. The specimen accompanying the notice of opposition 
indicates that aspirin is one of the ingredients of opposer’s compound and 
the evident source of the syllables Pirin in opposer’s mark is the ingredient 
aspirin. In view of this I do not believe that the marks should be held 
confusingly similar. See Endo Products, Inc. v. National Package Drugs, 
Inc., 100 USPQ 250. 

The decision of the Examiner of Interferences sustaining the opposition 
is reversed and the opposition is dismissed. 


EX PARTE SCHALET-POLLACK CORPORATION 


Commissioner of Patents — February 26, 1954 


TRADE-MARK ACT OF 1946—REGISTRABILITY—DESCRIPTIVE TERMS 


PIN-ON is unregistrable as descriptive of buttons made with pin clasps attached 
for pinning onto garments. 
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EX PARTE CHARLES G. SUMMERS, JR. 


REGISTEATION PROCEDURE—EVIDENCE 
Affidavit of substantial use for five years under section 2(f) is insufficient evi- 
dence that mark has become distinctive of applicant’s goods, in case where mark 

is highly descriptive. 

Application for registration of trade-mark by Schalet-Pollack Corpo- 
ration, Serial No. 587,289 filed November 3, 1949. Applicant appeals from 
decision of Examiner of Trade-Marks refusing registration. Affirmed. 
Harry Ernest Rubens, of New York, N. Y. for applicant. 

FEDERICO, Examiner in Chief. 

This is an appeal by the applicant from the refusal of the examiner 
to register PIN-ON as a trade mark for buttons. Registration is sought on 
the Principal Register under the provisions of section 2(f) of the Trade 
Mark Act. 

The examiner stated that the word PIN-ON merely names the charac- 
ter of applicant’s buttons which are made with pin clasps attached for 
pinning them on the garments and cited an advertisement by the appli- 
cant of ‘‘Our new PIN-ON swivel button’’ which NEEDS NO SEWING—JUST 
PINS ON. The specimens submitted with the application are small labels 
carrying a picture of a button showing the underside with a pin clasp; the 
word SWIVEL appears in large letters on the picture and PIN-ON is written 
above the pin in smaller letters. 

It is obvious that PIN-ON is descriptive when used on connection with 
applicant’s buttons and is unregistrable on the Principal Register unless 
applicant can prove that it has acquired trade mark significance. The only 
evidence submitted under section 2(f) is the sworn statement in the appli- 
eation that the mark has been in substantially exclusive and continuous 
use in commerce by the applicant for five years preceding the filing of the 
application. Section 2(f) provides that proof of such use may be accepted 
as evidence that the mark has become distinctive of the applicant’s goods, 
but such evidence is considered insufficient in the case of marks which 
are highly descriptive as is considered to be the case here. 

The decision of the examiner is affirmed on the ground stated above, 
that the mark is descriptive and that there is not sufficient evidence to 
prove that it is distinctive under section 2(f). 





EX PARTE CHARLES G. SUMMERS, JR., INC. 


Commissioner of Patents —— February 6, 1954 


TRADE-MARK AcT oF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 


GAR-DEN-MIX, for canned mixed vegetables, is not confusingly similar to GARDEN, 
and picture of house and garden, for canned vegetables and other food products. 


Application for registration of trade-mark by Charles G. Summers, 
Jr., Inc., Serial No. 592,234 filed February 9, 1950. Applicant appeals 
from decision of Examiner of Trade-Marks refusing registration. Reversed. 
Donald S. Caruthers, of Washington, D. C. for applicant. 
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Feperico, Examiner in Chief. 

This is an appeal from the decision of the Examiner of Trade Marks 
refusing to register GAR-DEN-MIX, used for canned mixed vegetables, on 
the Supplemental Register. 

The ground of refusal is that the mark is confusingly similar to a 
mark consisting of the word GARDEN and a picture of a house and garden, 
registered for an enumerated list of canned vegetables and other food 
products by Registration No. 184,075, issued May 20, 1924, and renewed. 

The only question involved is whether the mark sought to be regis- 
tered is so similar to the prior registered mark as to be likely to cause 
confusion or mistake or deceive purchasers. I do not believe that such 
would be the case. The word ‘‘garden’’ used in connection with vegetables 
could scarcely be preempted by anyone so as to preclude its use by others 
in combinations which have an added or different connotation, and the 
range of confusing similarity could hardly be very great. Applicant points 
to the fact that the registrant of the reference registration consented to 
the registration by another of GARDEN FLAVOR for canned vegetables (No. 
327,242, August 20, 1935). See also In re Blue Lakes Producers Co- 
operative, 92 USPQ 334, 194 F.2d 126, 39 C.C.P.A. 805. 


The decision of the examiner is reversed. 


EX PARTE CHARLES G. SUMMERS, JR., INC. 


Commissioner of Patents — February 26, 1954 


TRADE-MARK ACT OF 1946—REGISTRABILITY—DESCRIPTIVE TERMS 


SALAD-PAC, for canned mixed vegetables is not registrable because term indicates 
goods to be a salad pack, that is, a pack of vegetables for use in salad, and is hence 
ineapable of distinguishing applicant’s goods in commerce. 


Application in trade-mark registration by Charles G. Summers, Jr., 
Inc., Serial No. 592,235 filed February 9, 1950. Applicant appeals from 
decision of Examiner of Trade-Marks refusing registration. Affirmed. 
Donald 8. Caruthers, of Washington, D. C. for applicant. 

Freperico, Examiner in Chief. 

This is an appeal from the decision of the Examiner of Trade Marks 
refusing to register SALAD-PAC, used on canned mixed vegetables, on the 
Supplemental Register. 

The ground of rejection is that the notation of SALAD-PAC as used 
merely indicates the goods to be a salad pack, that is, a pack of vegetables 
for use in salads and would be so recognized by the public, and is hence 
believed to be incapable of distinguishing applicant’s goods in commerce. 

PAC is an obvious and trite misspelling of ‘‘pack,’’ which is a word 
commonly used in connection with canned or otherwise packaged goods, see 
for example, Chain Store Age, November 1953, pages 2 (‘‘new pack’’ 
tomato juice), 8, 172, 176, 178, 192, 204; January 1954, pages 65 (‘‘regular- 
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pack canned goods’’), 107 (‘‘premium pack’’), and alone could have no 
trade mark significance in this field. Applicant’s labels carry the notations 
SUPERFINE SALAD-PAC above the picture of a dish of mixed vegetables below 
which appears ‘‘Mixed Vegetables’’ and information that they are ready 
to serve as salad vegetables, among other things. The significance of 
‘‘salad’’ in this connection is obvious. The words ‘‘salad pack’’ in the 
phrase ‘‘salad pack mixed vegetables’’ used in connection with canned 
vegetables would merely indicate vegetables canned or packed appropri- 
ately prepared for use in salads, and I agree with the examiner that they 
should not be registered. The misspelling and the use of a hyphen are 
deemed inconsequential. 
The decision of the examiner is affirmed. 





NEWSTEAD v. THE PROCTER & GAMBLE COMPANY 
No. 5772 — Commissioner of Patents — March 1, 1954 


TRADE-MARK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 


Neither wWonprRA, for shampoo and cosmetic cream, nor WANDA, for soap, is 
likely to cause confusion with WONDER CREME, for cosmetic cream. 


Cancellation proceeding by Sally Lewis Newstead v. The Procter & 
Gamble Company, Registration No. 430,987 issued July 1, 1947. Registrant 
counterclaimed to cancel Registration No. 544,315 issued June 26, 1951. 
Petitioner appeals from decision of Examiner of Interferences sustaining 
petition and counterclaim. Reversed. 

Mock & Blum, of New York, N. Y. for petitioner-appellant. 
Allen & Allen, of Cincinnati, Ohio for registrant-appellee. 
LEeEDs, Assistant Commissioner. 

A petition has been filed to cancel the registration of wWonpra (Reg. 
No. 430,987), issued on July 1, 1947, for shampoo and cosmetic cream. 
Petitioner owns the registration of WONDER CREME (Reg. No. 544,315), 
issued on June 26, 1951, for cosmetic cream. Respondent has counter- 
claimed for cancellation of petitioner’s registration on the basis of its 
registration of WANDA (Reg. No. 202,722), issued on September 1, 1925, 
renewed, and published under Section 12(c), for soap. The Examiner of 
Interferences sustained the petition to cancel, sustained the counterclaim, 
and recommended cancellation of petitioner’s registration. Petitioner has 
appealed. 

Petitioner’s business, according to the testimony, is a ‘‘one-lady busi- 
ness,’’ which has been operated since 1931, during which time the term 
WONDER CREME has been used to identify her cosmetic cream. Sales are 
largely by mail order and by personal contact with friends. The product 
sold under the mark was advertised on a small seale in 1932, 1933 and 1936. 
Sales volume has averaged about a thousand dollars annually. Petitioner’s 
registration, which issued on June 26, 1951, shows a claimed date of first 





































_——o 


——— ee eee 
AP AO OEE AO - 


SO RE ET at a A a i EE a 


} 
; 
i 
f 
! 
ie 


748 THE TRADE-MARK REPORTER Vol. 44 T. M. R. 





use on January 31, 1931. Although the earliest proved intrastate sale was 
February 5, 1931, and the earliest proved interstate sale was August 17, 
1932, this fact is unimportant here because the 1932 date antedates 
respondent’s filing date of May 6, 1946. 

Respondent offered no evidence as to extent of use, sales, manner of 
display of the mark or extent and character of advertising of its WONDRA 
product; but a letter from petitioner’s counsel to respondent’s counsel 
dated September 20, 1949, indicates that it was being advertised at that 
time. 

On this state of the record, we must determine whether, in our opinion 
WONDRA, (written in a capital and lower case type) so resembles WONDER 
CREME (written in capital letters and enclosed in quotation marks) as to be 
likely, when applied to respondent’s shampoo and cosmetic cream, to cause 
confusion, mistake or deception of purchasers, thereby damaging petitioner. 
I am constrained to disagree with the Examiner of Interferences and find 
in the negative. 

Turning to the counterclaim, the stipulated facts show use by counter- 
claimant of the mark wanpba for soap manufactured and sold by it since 
1928; the annual sales from 1928 through 1942 amounted to tens of thou- 
sands of cases of 72 bars each; in 1943, 114 cases of 72 bars each were sold; 
none was sold in 1944, 1945 and 1946; sixteen cases of 100 bars each were 
sold in 1947; none was sold in 1948; and in 1949, 1950 and 1951, fifteen 
eases of 100 bars each were sold annually. In other words, 14,308 bars 
were sold from January 1, 1943 through December 31, 195l—an average 
of approximately 1,590 bars of soap a year; each bar was wrapped in a 
paper wrapper displaying the mark WANDA; and opposer owns the registra- 
tion relied upon. 

According to the pleadings, it seems to be the counterclaimant’s posi- 
tion that if wonpRA (shampoo and cosmetic cream) is likely to cause con- 
fusion with WONDER CREME (cosmetic cream) then WONDER CREME (cosmetic 
cream) is likely to cause confusion with WANDA (soap). I am unable to 
find any support either in the record or in logic for such a position; but 
having found no likelihood of confusion between WONDRA and WONDER 
CREME, it would seem to follow that there is no likelihood of confusion 
between WONDER CREME and WANDA. 

The decision of the Examiner of Interferences is reversed; and the 
petition to cancel and the counterclaim are dismissed. 





EX PARTE MEAD JOHNSON & COMPANY 


Commissioner of Patents — March 4, 1954 


REGISTRABILITY—IN GENERAL 
Mark CE-VI-SOL used on vitamin C solution is not confusingly similar to 
CEVITABS as used on vitamin C capsules. 
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Application for registration of trade-marks by Mead, Johnson & 
Company, Serial Nos. 583,091-2 filed August 6, 1949. Applicant appeals 
from decision of Examiner of Trade-Marks refusing registration. Reversed. 
Bertha L. MacGregor, of Englewood, Colorado for applicant. 

FEeperIco, Examiner in Chief. 

Applicant has appealed from rejection of two applications seeking to 
register the mark CE-vI-soL for a vitamin C solution. In the lower num- 
bered application the goods are specified as ‘‘a liquid dietary preparation 
containing ascorbic acid, in water dispersible form, for addition to milk 
formulas and other foods,’’ and in the other application the goods are 
stated to be ‘‘a liquid vitamin preparation containing ascorbic acid.’’ The 
specimens filed in each application are identical, ‘‘a solution of vitamin 
C’’ appears beneath the mark, and directions for using and other informa- 
tion also appears on the labels. Primarily the product is used for addition 
to babies’ milk formulas, or otherwise administered, as may be directed by 
physicians. 

Registration has been refused on the ground of confusing similarity 
with ceviTaBs for vitamin capsules and tablets, registered July 30, 1946, 
No. 422,537. 

Originally the applications were also rejected on three other registra- 
tions: No. 363,200, Dec. 13, 1938 for cevipex for a ‘‘ pharmaceutical prepa- 
ration of crystalline vitamin B,; and C in tablet form’’. No. 404,404, Nov. 
23, 1943, for cevasau for ‘‘medicine and pharmaceutical preparations, used 
for heat fatigue’’; and No. 501,171, July 27, 1948, for Bevisou for a ‘‘ prep- 
aration for the treatment of vitamin deficiency.’’ Rejection on the first 
two of these registrations was withdrawn after argument, and rejection on 
the third was withdrawn after argument and after a letter of consent by 
the owner (The Wm. S. Merrell Co.) was filed. This letter stated, among 
other things, ‘‘In the special dietary and pharmaceutical fields in which we 
deal, both buyers and sellers are accustomed to distinguish between the 
numerous trade marks in use which resemble each other to some extent but 
which are not identical. In our opinion the marks BEVISOL and CE-VI-SOL 
are not confusingly similar and buyers are not likely to confuse the prod- 
ucts or be led to believe that they originate from the same source.’’ 

The derivation of applicant’s mark from ‘‘C vitamin’”’ and ‘‘solution”’ 
is obvious, as is the analogous derivation of the mark of the reference 
registration and of many other similar marks registered or used in this field. 
I agree with applicant that there would not be any likelihood of confusion, 
either as to the products or as to origin. See Miles Laboratories, Inc. v. 
Foley & Co., 63 USPQ 64 (34 TMR 335) 144 F.2d 888, 32 C.C.P.A. 714, in 
which VITAMILES and VITABUILD, fised on vitamin products, were held not 
confusingly similar, and also Alumatone Corp. v. Vita-Var Corp., 86 USPQ 
359, 183 F.2d 612, 37 C.C.P.A. 1151, in which ALUMIKOTE and ALUMATONE, 
used on paints containing aluminum, were held not confusingly similar. 
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No question has been raised concerning the propriety of two applica- 
tions to register the identical mark used on identical goods and the exam- 
iner is instructed to consider this matter and take whatever action may be 
deemed proper. 

The decision of the examiner in each of the applications is reversed. 





JEAN PATOU, INC. v. SOCIETE ANONYME SOCIETE TECHNIQUE 
DE PARFUMERIE F. MILLOT 


No. 31500 — Commissioner of Patents — March 19, 1954 


TRADE-MARK ACT OF 1946—CONFUSINGLY SIMILAR MARKS 


Applicants seek to register JOYEUSE NUIT as a trade-mark for perfumes and 
opposition is based on marks LA JOIE de JEAN PATOU and JOY de JEAN PATOU for 
same goods. While applicants mark does completely appropriate the word Joy 
used by opposer the over all effect is such that there is little likelihood of confusion. 


Opposition proceeding by Jean Patou, Inc. v. Societe Anonyme Societe 
Techmque de Parfumerie F. Millot, Serial No. 566,362 filed October 12, 
1948. Opposer appeals from decision of Examiner of Interferences dismiss- 
ing opposition. Affirmed. 

Lewis G. Bernstein, of New York, N. Y. for opposer-appellant. 
Mock & Blum, of New York, N. Y. for applicant-appellee. 
FEDERICO, Examiner in Chief. 

This is an appeal by the opposer from the decision of the Examiner of 
Interferences dismissing the opposition. 

The applicant seeks to register JOYEUSE NUIT as a trade mark for 
perfumes, toilet water and cologne. The application was filed October 2, 
1948, and is based on a registration of the same mark in France dated 
March 11, 1948. 

The opposition is based upon prior use by the opposer of LA JOIE DE 
JEAN PATOU and JOY DE JEAN PATOU as trade marks for perfumes, toilet 
water, etc. and on two prior registrations. Registration 282,355, issued 
April 31, 1931, is for LA JOIE DE JEAN PATOU, for perfumes, toilet waters 
and relaied products; registration 529,337, issued August 22, 1950, on an 
application filed March 19, 1948, is for Joy as a trade mark for perfumes 
and toilet waters. 

There is no question of priority and the only issue involved is whether 
the marks of the parties are confusingly similar. The examiner considered 
applicant’s mark as equivalent to its English translation Joyous NIGHT, 
treating the question by comparing JoYoUS NIGHT and Joy. The examiner 
stated that the applicant’s mark involves a complete appropriation of the 
word joy used by opposer to the extent that this word appears in the 
initial portion of applicant’s mark, but believed the marks to be more 
nearly comparable to the marks HIs and HIS EXCELLENCY which were held 
not to be confusingly similar in The House for Men, Inc. v. Rawlings Inter- 
national, Inc., 86 USPQ 173 (40 TMR 715), than to those in a number of 
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other cases holding confusing similarity. In the cited case the Commis- 
sioner stated that the presence of the entire mark of one trader in that of 
a competitor cannot give rise to a likelihood of confusion if the marks as a 
whole are so differentiated that similarity in sound, appearance, and mean- 
ing is lacking. The examiner held that applicant’s mark considered in its 
entirety differed sufficiently from opposer’s marks in meaning as well as 
in appearance and sound to enable its use without any reasonable likelihood 
of confusion. 

I agree with the examiner’s holding that there would not be any rea- 
sonable likelihood of confusion. Opposer’s mark, as registered, is the noun 
JoY which is a well known word having a commonly understood meaning, 
whereas in applicant’s mark Joy appears only as part of the adjective 
joyous modifying the noun NIGHT, and the meaning of the two marks is 
not the same, although of course there is some relationship in meaning. 
Opposer argues that both marks are related to the Christmas spirit. <A 
Christmas advertisement (addressed to dealers, the text referring to ‘‘a 
joyous number of Christmas sales’’) of a group of opposer’s products, 
carrying the heading ‘‘More Joy this Christmas’’ has been introduced in 
evidence. This, it is said, relates the mark Joy to Christmas spirit, and 
JOYOUS NIGHT is related to Christmas spirit in view of the well known 
expression ‘‘ Joyeux Noel’’ which is the French version of ‘‘ Merry Christ- 
mas.’’ This argument seems rather strained, and is not convincing. 

The decision of the Examiner of Interferences is affirmed. 





WEYTH INCORPORATED 
(AMERICAN HOME PRODUCTS CORPORATION, substituted) v. 
INJECTABLES RESEARCH CORPORATION 


No. 30444 — Commissioner of Patents — March 19, 1954 


TRADE-MARK AcT OF 1946—CONFUSINGLY SIMILAR MARKS 


Applicant seeks to register LENASORB as a mark for an analgesic and narcotic 
for intra-muscular use for relief of pain and is opposed by ESORB used as mark 
for medicinal vitamin E preparation. The marks are held not to be confusingly 
similar since the LENA in applicants mark is not obviously descriptive, the goods 
are different and the appearance of the marks when considered in their entireties is 
not confusingly similar. 


Opposition proceeding by Weyth Incorporated (American Home 
Products Corporation, substituted) v. Injectables Research Corporation, 
Serial No. 599,243 filed June 16, 1950. Opposer appeals from decision of 
Examiner of Interferences dismissing opposition. Affirmed. 
Dudley Browne, Louis H. Baer and Mortimer Altin, of New York, N. Y. % 

for opposer-appellant. es 
Sheridan, Davis & Cargill, of Chicago, Illinois for applicant-appellee. 
FEepERIcOo, Examiner in Chief. 
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This is an appeal by the opposer from the decision of the Examiner of 
Interferences dismissing its opposition. 

The applicant seeks to register LENASORB as a trade mark for 
analgesic and narcotic for intra-muscular use for relief of pre- and post- 
operative pain.’’ The application was filed June 16, 1950 and asserts use 
of the mark since May 10, 1950. 

The opposition is based solely upon a prior registration of ESORB as a 
trade mark for a medicinal vitamin E preparation; Registration No. 
538,995, issued March 6, 1951, on an application filed October 20, 1949. 

No testimony other than its registration has been presented by the 
opposer, and no testimony at all by the applicant. 

Since opposer’s registration is prior in date of filing, the only question 
involved is whether there would be any likelihood of confusion, mistake or 
deception in the use by the applicant of its mark on its goods. The Exam- 
iner of Interferences held that the differences between the marks and the 
goods were such as to enable the concurrent use of the marks without like- 
lihood of confusion or mistake or deception of purchasers. 

Opposer states that its mark ESoRB is composed of the two syllables 
E and sorb, the E suggesting a vitamin E preparation and sors being defined 
in Webster’s Dictionary as a verb meaning ‘‘to take up and hold either by 
adsorption or absorption.’’ The first two syllables LENA of applicant’s mark 
LENASORB, it is further stated, are a variant of the combining form ‘‘leni,’’ 
which is defined in Webster’s Dictionary as being used in pharmacy for 
lenitive, a medicine or application that eases pain, and the third syllable is 
identical with the second syllable of its mark. Opposer states that from 
this it is evident that the first portions of the respective marks are specifi- 
cally highly suggestive or descriptive of the goods and that the latter 
common portion, although somewhat suggestive of medicinal preparations 
in general, must be considered as the most arbitrary portions of the marks 
intended to indicate origin. Opposer further states that a purchaser would 
be extremely likely to consider E and LENA as descriptive of the products, 
and sorB as indicating origin. This argument amounts to an assertion that 
opposer’s trade mark is sors, but opposer has introduced no testimony re- 
lating to its use of the mark or indicating that the public would regard the 
SORB part as indicating origin in opposer. In the absence of such testimony 
the entire mark as registered must be considered as the only mark of the 
opposer involved. The E in this mark is a particularly prominent and im- 
portant part of the mark as a whole, and I do not believe that the mark can 
be separated as urged by opposer. The LENA in applicant’s mark is not 
obviously descriptive, and I doubt very much that the public would be 
conscious of the derivation suggested by opposer. 

As to the goods, applicant’s product is stated in the application to be 
a narcotic (following the specimens which indicate that its active ingredi- 
ent is morphine sulfate), and the statement that it is for intra-muscular 
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use indicates that it is to be injected. Opposer’s product is a vitamin E 
preparation, which is quite different. I am in agreement with the exam- 
iner’s conclusion that there would not be any likelihood of confusion in 
view of the differences in the marks and in the goods. 

The decision of the Examiner of Interferences dismissing the opposi- 
tion is affirmed. 
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COMMITTEES oF THE UNITED STATES TRADE-MARK ASSOCIATION 
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